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CONCISE STATEMENT.

This is an appeal from the decree of the Circuit Court for the

Northern District of Cahfornia, entered the 17th day of Novem-

ber, A. D. 1908, sustaining the patent sued upon and granting the

appellee's prayer in the bill of complaint.

The patent involved in this suit is No. 622,532, issued to the

Risdon Iron and Locomotive \\"orks, as assignee of Robert H.

Postlethwaite, dated the 4th day of April, 1899, on an application

dated the 6th day of July, 1897. It is for alleged improvements

in gold-dredging apparatus, and the injury complained of is the

alleged infringement of claim 3 by the appellants by their construc-

tion and operation of a gold dredge said to have been in operation



at Oroville. California, in the early part of the year 1904 (p. 41).

The patent is a thin combination patent in a well-developed Held.

The patentee's attorneys, including ]\Ir. X. A. Acker, now of coun-

sel for the appellees, said in their final argumnet in the file-wrapper

(p. 796) :

" The claim appealed is in some respects specific, it is

drawn to a special combination of elements which, by actual

demonstration, have been found to produce the results de-

sired."

The Commissioner of Patents, who was the only one of the five

Patent Oflice examiners who dealt with the case who could see any-

thing patentable in it. said Tpp. 800-1) :

" All the elem.ents of the appealed claim except the perfor-

ated spray pipe leading into the grizzly through which water

is forced into the grizzly under disintegrating pressure are

admitted to be old. . . . \MiiIe the invention may be

slight, yet I think appellant's claim should be allowed, that he

may have an opportunity to show, if his patent is attacked, the

facts that have led the courts to sustain minor patents.''

The Circuit Judge, in his decision sustaining the patent, said (pp.

598-9) :

" I have, however, reached a conclusion in this case which,

while perhaps not absolutely certain of its correctness, is sat-

isfactor\' to me. iMy mind has been something like the

weather vane which has swayed back and forth and fluctuated

considerably upon the question when reading the brief and

authorities on one side, whether or not it was a combination

and on the other side, whether or not it was a mere aggrega-

tion. . . . As I say. the question is not free from doubt.

I have hesitated a great deal but upon the whole I can reach

no other conclusion."

\\'e think we are justified in saying that it is a thin patent.

The alleged invention involved in this suit is a gold dredging ap-

paratus, comprising a supporting dredge boat or platform, an in-



clined perforated cylindrical screen known as a grizzly, means to

rotate the grizzly, an elevating excavator to raise the spoil from

the bottom of the stream and discharge it into the upper end of the

grizzly, a perforated spray pipe which enters the grizzly at its

lower end, a pump connected with the spray pipe and adapted to

force water therethrough onto the material in the grizzly, and col-

lecting tables below the grizzly to receive the flow from the per-

forations and collect the gold.

The operation. The elevating excavator gathers the spoil from

the bottom of the stream and discharges it wet with a considerable

amount of water into the upper end of the rotating grizzly, down

the bottom of which it tends to flow, while the water entering the

pipe is discharged through its perforations with a pressure increas-

ing from the upper end of the grizzly downward to the point where

the pipe enters, whereby the material is thoroughly washed or dis-

integrated in the grizzly, the tailings are discharged from the lower

end and the fine stuff, with some water, is forced through the per-

forations of the grizzly onto the saving tables below, over which

the water continues to flow while the gold is being collected there-

from.

The claim sued on is No. 3, and it is a combination claim of

which admittedly all the elements were old.

The Circuit Court opinion expressed great doubt about the case,

but finally let the balance fall on the side of the appellee and sus-

tained the patent and entered the usual decree as above suggested

ERRORS RELIED UPON.

1. The court erred in sustaining the complainant's bill of com-

plaint.

2. That the court erred in holding that letters patent No. 622,-

532, granted April 4, 1898. upon the application of Robert H. Postle-



tlnvaite, mentioned in the bill of complaint in this cause, are good,

sufficient and valid in law.

3. That the court erred in holding that the said Robert H. Pos-

tlethwaite was the original, first and sole inventor of the improve-

ments described and claimed in said letters patent No. 622,532, and

in claim 3 thereof.

4. That the court erred in holding that the combination of de-

vices covered and claimed in and by claim 3 of said letters patent

was a new and useful invention.

5. That the court erred in holding that the defendants, or either

of them, had or has infringed upon claim 3 of said letters patent,

and upon the exclusive rights of the complainant under the same

by making, selling, using and causing to be used gold-dredging

machinery containing and embracing the invention patented in and

by said claim 3 of said letters patent, as charged in the bill of com-

plaint.

6. That the court erred in holding that a perpetual injunction

be issued in this cause against the defendants, its officers, agents,

servants and employees, commanding, enjoining and restraining

them from making, using and selling any gold-dredging apparatus,

or any part thereof, containing and embracing the combination

claimed and patented in and by said claim 3 of said letters patent

No. 622,532.

7. That the court erred in holding that the defendants, or either

of them, were liable for, and directing the complainant to recover

of and from the defendants, or either of them, the profits, gains

and advantages which the defendants, or either of them, have re-

ceived or made from the said alleged infringement in making,

using and selling said alleged invention, and in making, using and

selling gold-dredging apparatus manufactured according to said

letters patent, and also the damages which the complainant has sus-

tained thereby.

8. That the court erred in referring the case, as it does in said

decree, to a Master in Chancery to take an accounting of the gains,

profits and advantages which have accrued to the defendants, and



of the damages suffered by the complainant on account of said al-

leged infringement.

9. The court erred in holding that the complainant has the

right to cause an examination of the officers, directors, agents and

employees of the said defendants, and to the production of books,

vouchers and documents of the said defendants, and that such of-

ficers, agents and employees attend before the Master from time

to time as he shall direct.

10. That the court erred in failing to hold that claim 3 of said

patent is not a legitimate combination, but simply an unpatentable

aggregation.

11. That the court erred m holding that the complainant was

entitled to recover any costs herein from the defendants, or either

of them.



BRIEF OF ARGUMENT.

We shall ask the court's attention to the facts and the law on

the following- propositions

:

A. The claim is narrow and necessarily specifically limited to

include as one element a perforated spray pipe which leads into the

gnnzly from the lower end thereof, and therefore discharges water

with greater pressure at such lower end of the grizzly.

B. The appellees do not have their spray pipe so located and

their spray pipe does not performi such function, and hence they

do not infringe.

C. Whatever construction is put on the claim, the patent was in-

valid because the alleged invention was completely anticipated in

the prior art. Each of the elements was old, each of the subcombi-

nations was old, the general combination was old, and the general

result was old.

D. The patent was invalid because of two years' public use prior

to the date of the application.

E. Assuming that the claim is broad ; that the several parts here

assembled had been brought together for the first time by this pat-

entee; and that the application had been filed less than two years

after any public use, it nevertheless required no invention to thus

assemble these parts. The claim is for a mere aggregation of old

parts each operating in its old way to affect its old result, the final

result being merely the summation of all, without any modifying

action amongst the several elements.

The fanciful selective theory of the expert. Mr. Smyth, advanced

at the eleventh hour by him to support the contention of a modify-

ing action between the grizzly and the saving tables for the purpose

of avoiding aggregation, is unwarranted, unsupported by facts, and

contrarv to reason.
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A. The Construction of the Claim.

The claim contains the Hmitation that the spray pipe enters at the

lower end of the grizzly; it is in the same category as other clauses

which must be retained in the claim; the particular location of

the pipe referred to is the only one show^n or described in the speci-

fication, drawing or claims ; this location has the peculiar function

of increasing the pressure at the lower end of the grizzly without

the introduction of nozzles or the like ; it was inserted for the ex-

press purpose of obtaining the allowance of the claim; Postle-

thwaite never located it any other way until long after his patent

was applied for. and then only as modified by the introduction of

nozzles to get the increased pressure at the lower end of t' e griz-

zly; this limiting clause must therefore remain in the claim, be-

cause the law prohibits reading it out of the claim under such cir-

cumstances, particularly where it was put in deliberately for the

purpose of securing an allowance.

I. The claim sued upon is as follows:

"3. In an apparatus for dredging and separating the

dredged materials, the combination with (
i
) a boat or plat-

form, of (2) a rotary grizzly or separator, mounted thereon,

(3) devices for imparting rotation thereto, (4) means for ex-

cavating and elevating the excavative material and discharg-

ing the same directly into the rotary grisdv or separator, (5)
a perforated spray pipe leading into the separator or

gri::zly from the lower end thereof, (6) a pump
for forcing water into said pipe and through its per-

forations and under disintegrating pressure onto the material

fed into the grizzly or separator, (7) collecting tables ar-

ranged belo-zi'^ the separator or grizzly and by means of which

the separated metal from the dredged material is recovered."

This claim, therefore, contains seven elements indicated by the

Arabic numerals, and five limiting clauses, indicated by italics.

The appellees insist upon the importance of four of these

clauses—those providing for mounting the grizzly and all the other

parts on the same boat, discharging the material directly into the
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rotary grizzly, discharging water therethrough under disintegrat-

ing pressure, and arranging the collecting tables below the grizzly,

but they insist that one of these five limiting classes shall be can-

celled.

They want the fifth element and its limiting clause to read as

if it were as follows:

"5. A perforated spray pipe loading i»^ 44ie ooparator e**

tiri^gly from ike lowor eft4 thoroof ."

with the limiting clause cancelled as shown. They insist upon hav-

ing all the other limiting clauses retained. The reason why they

want this particular limiting clause stricken out is because if it stays

in the appellants do not infringe, and that is not true as to the other

clauses.

Appellees' counsel insisted in the Circuit Court that the expression

"leading into the separator or grizzly from the lower end thereof"

be not taken as a limitation of the claim, because he said "the said

expression does not constitute an element of the claim, but merely

a descriptive location of the perforated spray pipe." He complains

in his Circiut Court brief that the expression was not treated by

either side as distinguishing the appellant's machine from the ma-

chine sued upon, but in this he was quite mistaken, for while the

point was obvious. It was in fact insisted upon, for Mr. Burton,

appellants' expert, says (p. 471) :

" Whatever may have been the purpose and supposed ef-

fect of the particular structure to which the claim is thus lim-

ited, the Umitaiion is unmistakable in terms.''

The court, howe\er, agreed with appellee's counsel as indicated

by the following language in the opinion (p. 594) :

" I think . . . it is more in the nature of a mere de-

scription, one of those things which merely tend to disclose the

idea of the inventor or designer at the time as to his then con-

ception of what was the best way to introduce the particular

feature of the device : but not that he intended to bind himself

thereby in such a way as to be precluded from varying that

method of construction, should experience or conditions show
the necessitv or desirability for such a change. I do not
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. think that feature can be regarded as an element of

the claim by which complainant is limited."

This language appears to us somewhat obscure, but calculated

to show that the clause must be kept in the claim as a limitation,

though the court decided otherwise.

2. The several limiting clauses ix the claim are all in

THE same category.

In the statement of the claim above, it will be observed that there

are five underscored limiting clauses, three of them locating their

respective elements, one of them indicating at wdiat point its element

acts, and one of them indicating the pressure under which its cle-

ment is to be worked. If these limiting clauses are stricken out of

the claim, then the claim is so broad as to be plainly invalid. But

what right have we to take one clause out and not another?

It is of the utmost importance to the entire contention of the

appellee's expert, Mr. Smyth, that the collecting tables be arranged

heloiv the grizzly as stated in one of the limiting clauses in a very

peculiar sense, as explained elsewhere, but how can the appellees

insist upon that clause having its full force and effect w^hile the

clause locating the pipe with reference to the grizzly is disre-

garded.

As above shown, the counsel for appellee said that the entire

clause should be stricken out. He cannot mean this, because it

would make his patent too broad. What he really wants is to have

a part of the clause stricken out, so that it will stand as follows

:

'•
5. a perforated spray pipe leading into the separator or

grij::zl\ from rite lower eft4 tlioroof .'^

The truth is that the perforated spray pipe is limited by a double

clause of location. He wants to have one end of the clause elimi-

nated while leaving the other in. If we strike out the wdiole clause

the pipe may be located outside the grizzly, as in the A. D. 1887

prior art dredge, for Postlethwaite admits that before he made his

invention, A. D. 1890, he had seen this dredge, containing all the
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features and elements of the patented dredge, except the spray pipe

in the grizzly. This was the Dunedin dredge shown in the Mining

and Scientific Press of October 27, 1887 (p. 785), which he saw

before he made his invention (p. 378). It had a spray pipe, but

outside of or underneath the rotary screen (p. 379). but there was

a table screen (p. 379). This machine he saw (p. 376). and it had

all the features of his invention, including the revolving screen and

gold saving table, excepting the spray pipe in the screen (p. 371) ;

but there was a spray pipe over the table screen (p. 379).

To save the claim, therefore, this double-header clause must be

in the claim, as to its first limitation, and out of the claim as to its

second limitation. We know of no rule of law, justice or com-

mon sense which would justify any such mutilation of the claim.

3. The spray pipe is show'n and described as entering

from the lower end of the grizzly, in the drawings, speci-

fication, and claim. and only in that w^\y.

The pipe is shown in this position in each of the figures of the

drawing.

At the beginning of the specification of the patent the inventor

sa3''s

:

" The improvements consist in the arrangement of parts and

details of construction as will be hereinafter fully set forth in

the drawing and described and pointed out in the specifica-

tion."

Throughout the specification and wherever the matter is men-

tioned, the pipe is always described as entering at the lower end

of the grizzly, and never otherwise. There is not a word anywhere

in the specification which suggests that the arrangement of the

parts is unimportant or that it could l>e varied. The clause is in-

serted in the claim and at no time was there ever any language in

any of the claims which suggested that the pipe might enter at the

upper end of the grizzly. In short, there is not a word or a line

in the drawing, specification claims, or file-vrrapper. to intimate

or suggest that any other arrangement of the pipe would have l>een
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permissible, was contemplated, or would be within the scope of the

claim.

4. This was not a functionless clause of location for
the object and function of the pipe so located was to give

greater pressure of water against the material in the lower
end of the screen.

Mr. Acker, the patent solicitor who obtained the patent, now

counsel for appellee, in his letter to the Commissioner of Patents

under date of February 6, 1899, in the file-wrapper contents, in

connection with his argument touching the claim wherein this lim-

iting clause for the first time appeared, said (pp. 832-3) :

" By the arrangement of the spray pipe as expressed in the

foregoing claim (that is, leading into the grizzly from the

lower end) it will be observed that the water forced therein

reacts, so to speak, and the escape of the water under pressure

is throughout the length of the spray pipe at various points,

the strongest jet issuing from the pipe at its lozver end or the

discharge end of the grizzly. This brings the whole force of

the stream and directs the issuing jet onto the material requir-

ing the greater amount of water and force to separate the ma-

terial. As the material enters the feed end of the grizzly or

separator, considerable water is carried therewith which es-

capes through the mesh of the grizzly; consequently as the

material is conveyed toward the discharge end of tlic separ-

ator, greater force is required to properly disintegrate the

same."

The Examiner agreed with the applicant and ^Nlr. Acker, saying

(p. 836):

" In applicant's (structure, the pressure) is strongest near

the tailings discharge end of the screen'' in his letter of April

29, 1899, in the file-wrapper.

Postlethwaite, as hereinafter shown, always made his machines

with this arrangement, doubtless because he considered this func-

tion valuable. Griffin saw the Postlethwaite Archimedes dredge,

the first he built in the United States, and he observed that it had

more pressure at the lower end of the grizzly than at the upper
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end, and they plugged up some holes at the lower end to send the

water up the pipe (p. 157). Bennett, appellee's employee and wit-

ness, says there were at first mechanical difficulties in the way of

bringing the pipe in at the upper end (p. 63) ; that changes were

later made so as to bring it in at the upper end (p. 64), but this en-

tailed a good deal of expense (p. 66). It now appears, according

to Bennett, that in the Postlethwaite dredge, with which he was

familiar, the lower end of the pipe w'hich came in from the upper

end of the grizzly, had nozzles instead of perforations, "thus con-

centrating the water so that it plays upon the material within the

screen (at the lower end) at a greater pressure" (p. 56). Here we

find in the only one of Postlethwaite's machines described as hav-

ing the pipe coming in at the upper end, a specially organized struc-

ture for the sake of securing, when the pipe comes in at the top, the

excessive pressure at the lower end of the grizzly, which is obtained

in the device of the patent by bringing the pipe, perforated and

without nozzles, in at the lower end. It is now considered unim-

portant to bring the pipe in from the lower end, but if you do you

get what Acker, inspired by Mr. Postlethwaite, said you would get,

a higher pressure at the lower end of the grizzly, without any special

devices. Later experience has shown that you can get this higher

pressure if you want it, with the pipe coming in at the top, by sub-

stituting these nozzles for the perforations at the lower end of the

grizzly, and also that it makes no material difference where you

have higher pressure, since the solitary purpose of the grizzly is to

wash the stones clean, and that it does, regardless of the position of

the higher pressure end.

The point we make is that this arrangement set forth in the lim-

iting clause has the peculiar function ascribed to it by Mr. Acker

in the file-wrapper contents, that he then thought this function

highly important, and that he cannot now broaden the claim by

affirming that what he thought important while getting his patent

is in fact unimportant.

He complained in his brief in the Circuit Court that we had not

pointed out anv advantage for our introduction of the pipe at the



13

upper end, but we refer him to his argument, wherein he affirms

in the solemn matter of endeavoring to persuade the Patent Office

to give his chent a patent, that this was an important function and

incident to the arrangement of this pipe at the lower end of the

grizzly,

5. This limiting clause was inserted for the express pur-
pose OF SECURING THE ALLOWANCE OF THE CLAIM.

Tlie original three claims contained no reference to the per-

forated pipe. Claim 3 was stricken out on a certain reference,

not liere necessary to consider, and two claims, Nos. 3 and 4, substi-

tuted. In each of these the spray pipe was referred to in the fol-

lowhig language: "a water supply into said screen." This meant,

in the light of the specification, a spray pipe entering from

either end. These two claims were rejected on certain refer-

ences, not here necessary to consider. Thereupon the applicant

amended the then third claim to make the clause in question read

as follows : '"a water supply pipe for said screen." Thus this

element was in these two claims, without any limitation as to the

direction from which it should enter the screen. These two claims

were again rejected. Thereupon claims 3 and 4 were stricken out

by Mr. Acker, and present claim 3, afterward modified, but not as

to the cause in question, was inserted. This is shown by the file-

wrapper (pp. 822-35).

It contains the limiting clause in question, and Mr. Acker, after

pomting out as above shown, the peculiar function of this arrange-

ment of the pipe, excessive pressure at the lower end of the grizzly,

said :

" This feature is not disclosed by a single reference . .
."

(P- 833).

Mr. Acker, therefore, not only substituted the claim containing

this locational limitation on the pipe for one which did not contain

it, but urged that this limiting language introduced a new functon,

that it differentiated the device from what went before, and de-

manded the grant of the patent for that reason. The Primary Ex-
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aminer, as above stated, accepted this limitation and interpreted

the language to mean just what Acker said it meant, for he said,

in his action of February ii, 1899, in the file-wrapper (p. 836) :

" The operation of the jet pipe is not strictly the same in

the two cases; in Bamett's the jetting is of practically the same
force throughout the length of the screen, while in applicant's

it is stronger near the tailings discharge end of the stream."

Bamett's device was one in which the water pipe entered from

the upper end. Complainant's counsel, in the Circuit Court, quoted

from the file-wrapper contents language of the Primary Exam-

iner, which he construed to mean a rejection by the Examiner of

this view, but he did not quote all of Examiner's statement, nor did

he indicate that he only quoted a part of it. The Examiner did

hold that it was immaterial at which end the pipe entered, but not

because there was no difference in the jet pressure, for he said there

was.

The three Examiners-in-Chief, to whom appeal had been made,

rejected the claim as not showing invention, but distinctly declared

that it was limited to include as an element "a perforated spray

pipe leading into the generator or grizzly from the lower end there-

of" (p. 811).

It is true that the Commissioner of Patents did not refer to this

feature, but he had before him the claim containing it. and that

was the claim he allowed, and there is not the slightest reason for

saying that because the matter which by that time had come to be

considered a closed incident was not taken up before the Commis-

sioner, the language is to be regarded as if it were not in the

claim.

It is beyond question that the language of this limitation was in-

serted in the claim for the purpose of securing its allowance : that

it was so understood by the applicant's attorney, the Primars' Ex-

aminer, and the three members of the Board of Examiners-in-

Chief; and there is nothing to indicate that the Commissioner had

any other view. The claim was so framed by the applicant, for

reasons which at the time seemed to him sufficient.
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6. POSTLETHWAITE NEVER ARRANGED THE PIPE OTHERWISE
UNTIL LONG AFTER HIS APPLICATION FOR THE PAPENT.

Postlethwaite says that in his original New Zealand machine the

spray pipe entered from the lower end (pp. 372 and 377). The

first machine he made in the United States in 1897 was the Archi-

medes Company's machine at Smartsville (p. 342). In this ma-

chine the pipe also entered from the lower end, as shown by Grif-

fin (p. 156), but now they have adopted the practice of bringing

the pipe in at the upper end (p. 64), but we are not told when

they adopted this practice. Probably it was after they saw the ap^

pellants so arranging their pipe. At any rate, there is nothing to

indicate that Postlethwaite's experience, prior to the time when he

was prosecuting his patent application, had taught him that he

could bring the spray pipe in at the upper end of the grizzly, or

that the excessive pressure function of that pipe was unimportant.

7. In CONCLUSION, we hold that the limiting clause "5 a perfor-

ated spray pipe leading into the separator or grissly from the lower

end thereof," is in the same categoiy as all the other locational

clauses, which must all stand or fall together; that one-half of the

clause is indispensable for appellee's purposes, and, if any. then

all of it must be retained ; that no other arrangement of the pipe is

anywhere shown, described or claimed, and we are specifically told

in the specification that the "improvement consists in the arrange-

ment of parts" ; that the peculiar function, increased pressure of

water on the material at the lower end, incident to bringing the

pipe in at that end of the grizzly, as provided for in this limiting

clause, is pointed out everywhere, and, in fact, exists, though, per-

haps, not now practically important : that the clause was put in

for the express purpose of getting the allowance of the claim; that

there is nothing to show that at the time when Postlethwaite filed

his application and was prosecuting it, he had ever arranged his

spray pipe in any other way, or knew that it could be safely done,

or that the function in question was, as now appears, not very im-

portant ; and that having thus put his claims before the public, he
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cannot now be permitted to say that he means something different

from what he then said.

8. The law on the construction of the claims.

The United States Statute. Section 4888, provides that the in-

ventor's appHcation for patent must contain a written description

of the invention

"in such fuh, clear, concise and exact terms as to enable any
person skilled in the art or science to which it pertains .

to make, construct . . . and use the same . . . and
he shall particularly point out and distinctly claim the part,

improvement or combination which he claims as his invention

or discovery."

Section 4889 provides that where the nature of the case admits

of drawings, they shall be filed. The purpose of these sections in

the Statutes is to compel the patentee to make a complete disclos-

ure and accurate statement of his invention and claim, for the

benefit of the public, and his statement is to be strictly construed.

Having made this statement or claim, the decisions are clear and

unanimous to the effect that no limitation or element which he in-

serts in the claim pursuant to this statute can be construed out of

the claim, particularly for the purpose of broadening it so as to

envelop a device which would otherwise be free from the charge

of infringement.

(a) // is the settled lard" thai an element or limitation in the

elaini of a patent cannot be eliminated by construction.

The Supreme Court of the United States has laid down the law

in a large number of decisions that an element or limitation set out

in a claim cannot be eliminated from the claim, and it has never

departed from this position. We w^ill not cite many of the cases on

this point, but call attention to the following:

In the case of Schu<}nacher v. Cornell, 96 U. S.. 549, the court

said

:

" A combination is always an entirety. In such cases the

patentee cannot abandon a part and claim the rest, nor can he
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be permitted to prove that a part is useless and therefore im-

material. He must stand by his claim as he has made it. If

more or less than the whole of his ingredients are used by an-

other, such party is not liable as an infringer because he has
not used the invention or discovery patented."

This case is an authority against the effort of appellees to elim-

inate the locational clause by showing that they have now discov-

ered that its function is not so imiportant as they once thought.

In the case of Union Water Meter Co. v. Desper et al., loa U.

S., 332, the court said:

" It may be observed, before concluding this opinion, that

the courts in this country cannot always indulge the same lati-

tude which is exercised by English judges in determining what
parts of a machine are or are not material. Our law requires

the patentee to specify particularly what he claims to be new
and if he claims a combination of certain elements or parts

we cannot declare that any one of these elements is immaterial.

The patentee makes them all material by the restricted form
of his claim."

In the case of Fa\y v. Cordesman, 109 U. S., 408, 420, the court

said :

" The claims of the patent sued on in this case are claims

for combinations. In such a claim, if the patentee specifies

any element as entering into the combination either directly by
the language of the claim, or by such a reference to the de-

scriptive part of the specification as carries such element into

the claim, he makes such element material to the combination

and the court cannot declare it to be immaterial. It is his

province to make his claim and his privilege to restrict it. If

it be a claim to a combination and be restricted to specific ele-

ments all must be regarded as material, leaving open only the

question whether an omitted device is supplied by an equiva-

lent device or an instrumentality."

In the case of Blake v. City and County of San Francisco et oL,

113 U. S., 679. the claim of the patent was as follows:

" 2. The combination of the valve C. stem d, spring E,

adjustable cap D, and pin hole d' whereb}^ the valve may be

either held upon its seat with a variable yielding pressure or

may be elevated therefrom or held immovable thereon as an

ordinary screw plug."
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The infringing device did not use the pin and pin-hole for holding

the valve open, but used instead a screw, sleeve or cap. The court

said

:

" The evidence shows that Bailey was not the first to con-

ceive the idea of a device for opening or closing rigidly an

automatic valve. . . . The claim must be confined to the

specific device described in the specification and claim, namely;

a pin hole and pin. If this construction of the claim be

adopted it is clear that no infringement is shown for the a]>

pellees do not use a pin hole and pin for holding their valve

open or closed, but a screw, sleeve or cap and therefore one of

the elements of the combination covered by the second claim

of appellant's patent is wanting in the device used by the ap-

pellees."

Tn the case of JVhite v. Dunbar. T19 U. S., 47-51. the court

said

:

'' Some persons seem to suppose that a claim in the patent is

like a nose of wax which may be turned and twisted in any

direction by merely referring to the specification so as to make

it include something more than or something different from

what its words express. The context may undoubtedly be

resorted to and often is resorted to for the purpose of better

understanding the meaning of the claim, but not for the pur-

pose of changing it and making it different from what it is.

The claim is a statutory requirement prescribed for the very

purpose of making the patentee define preciselv what his in-

vention is ; and it is unjust to the public, as v.-ell as an evasion

of the law. to construe it in a manner different from the

plain import of its terms. This has been so often expressed

in the opinions of this court that it is unnecessarv to pursue

the subject further." Keystone Bridge Company v. Phoenix

Iron Company, 95 U. S.. 274. 278: James v. Campbell. 104

u. s.. 356-370.

Tn the case of McClain v. Ortmayer. 141 U. S.. 419. the claim

sued upon was as follows

:

"
I. As attachments to a sweat or other horse c/)llar pad

elastic springs s s substantially as described and for the pur-

pose set forth."

The defendant used only one of such springs .s' s. which is re-

ferred to in the opinion as tlie hook D. The court was asked to
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eliminate one of these spring's so as to hold the defendant as an

infringer. This the court refused to do, stating:

" It is evident from this patent and from the entire testi-

mony that the defendants make use of a single hook D embrac-
ing the front roll of the collar only. While the appellant Mc-
Clain, has limited himself perhaps unnecessarily to the elastic

springs ^ ^- which the drawings and the whole tenor of the

specification show to be double and intended to be clasped

around both the fore and after wales of the collar. While the

patentee may have been unfortunate in the language he has

chosen to express his actual invention and may have been
entitled to a broader claim we are not at liberty unthoiit run-

ning conntcr to tJie entire current of authority in this court,

to construe such claims to include more than their language
fairly imports.

" Nothing is better settled in the law of patents than that

the patentee may claim the whole or only a part of his inven-

tion and that if he only describes and claims a part he is pre-

sumed to have abandoned the residue to the public. The o1>

ject of the patent law requiring the patentee to 'particularly

point out and distinctly claim the part, improvement or com-
bination which he claims as his invention or discovery' is not

only to secure to him all to which he is entitled but to ap-

prise the public of what is still open to them. The claim is the

measure of his right to relief and while the specification may
be referred to to limit the claim it can never he made avail-

able to expand it. . . . While a single spring or hook em-
bracing the fore wale of a collar may be equally as efficacious,

the patentee is no more at liberty to say that the spring en-

circling the after wale is immaterial and useless than was the

patentee in Vance v. CainpheU, to discard one of the elements

of his combination upon the same ground." (Italics ours.)

{b) When the language of liniifation in the claim relates to the

location, shape or arrangement of the element, as in the case at hai\

it is just as much a part of the claim as the element itself.

In the case of Keystone Bridge Company v. Phoenix Iron Com-

pany, 95 U. S., 274, claim 3 of the patent in suit, the claim relied

upon, read as follows

:

" 3. The use for the lower chords of truss frames of ztnde

and thin rolled bars with enlarged ends formed by upsetting
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the iron when heated, by compression into molds of the re-

quired shape for the purpose of increasing the density, tough-
ness and strength of the eye of the rod and enlarging the eye

without diminishing its transverse section, substantially as

hereinbefore described."

The defendant did have bars, but not the imde and thin bars, and

the court was asked to eliminate this clause, which limited the ele-

ment from the claim. The court said:

" It is plain, therefore, that the defendant company which
does not make said bars at all, but round or cylindrical bars,

does not infringe this claim of the patent. \Mien a claim is

so explicit the courts cannot alter or enlarge it. . . . As
patents are procured ex parte the public is not bound by them
but the patentees are and the latter cannot show that their

invention is broader than the terms of their claims, or if

broader, they must be held to have surrendered the surplus to

the public."

In the case of Bttrnes v. Meyer, lOO U. S., 671. the claim of the

patent sued upon was as follows

:

" As a new article of manufacture, a side saddle tree hav-

ing the side bars and seat made separate and then united, sub-

stantially as and for the purpose shown and specified."

The court said

:

" The defendant's side saddle tree constructed according to

Flora's patent which is alleged to be an infrino-ement, does not

have 'the side bars and the seat iua<de separate and then united'

. It is well known that the terms of the claim in letters

patent are carefully scrutinized in the Patent Office. Over
this part of the specification the chief contest generally arises.

It defines what the office, after a full examination of previous

inventions and the state of the art, determines the applicant is

entitled to. The courts therefore should be careful not to en-

large by construction the claim which the Patent Office has

admitted and which the patentee has acquiesced in, beyond the

fair interpretation of its terms. \Yq think there was no in-

fringement."

In the case of Lehigh Valley Railroad Company v. Mellon, 104

U. S.. 112, the claim of the patent in suit was as follows:

" A wheel with a curved flange upon the inner edge, in
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combination with a tire with a rounded corner to fit said curved
flange as set forth."

The defendant's wheel had a flange with a square corner and the

court was asked to construe the claim by eliminating the limitation

and "rounded." This the court refused to do, stating:

" In view, therefore, of the statute, the practice of the Pat-

ent Oflice, and the decisions of this court, we think that the

scope of letters patent should be limited to the invention cov-

ered by the claim and that though the claim may be illustrated

it cannot be enlarged by the language used in other parts of

the specification. ... In this case the description of the

appellee's invention is much broader than his claim. It seems
quite clear from the present form of appellee's specifications

and from the fact that his application for a patent was twice

rejected, that he was compelled by the Patent Office to nar-

row his claim to its present limits before the Commissioner
would grant him a patent. In doing this he neglected to

amend the descriptive part of his specifications. He cannot go
beyond what he has claimed and insist that his patent covers

something not claimed merely because it is to be found in the

descriptive part of the specifications.

" The appellee is therefore precluded from claiming relief

against the appellant for the use of a flange with a square

corner."

WHEN THE LOCATION OF AN ELEMENT IS SPECL
FIED IN A CLADI. AS IN THE CASE AT BAR, THE
CLAIM IS SO LIMITED. AND A CHANGE OF LOCATION
AVOIDS INFRINGEMENT.

In the case of Thouipsou v. Boisselier, 114 U. S.. i. the clainj

of the Bartholomew patent involved in the suit was as follows

:

" First. I claim the use of a drip box or leak chamber, ar'

ranged above the closet, and heloii* and around the supply cock,

substantiallv as described."

Referring to this claim, the court said

:

" The defendants' structure has a trunk, and a supply cock,

and a drip box arranged below and around the supply cock,

but the drip box is cast on the side of the trunk, near the top,

but below it, and not on top of it. The drip goes into the drip
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ing devices are shown to have been old : A drip-cup or drip

box; a pipe to convey away drippings, in machinery, from a

drip box arranged in connection with a cock ; a drip cup ap-

plied to the valve of a water-closet, the leakage from the valve

falling into a saucer, and thence finding its way, through a

hole into the inside of the trunk ; a valve on the floor at the

foot of the trunk; a valve attached to the trunk and below its

top ; a valve above its top ; a valve with a drip pan conducting
the drip into the soil pipe at the foot of the trunk; a valve on
top of the trunk, and a provision, by means of a hollow arm,

to conduct the drip into the trunk. In view of this state of

the art, the claim must be limited, as defined by its language

and that of the specification, to a drip box 'arranged upon the

top of or over the trunk'
—

'arranged upon the top plate'—cast

'upon the cover'
—

'arranged above the closet.' The limitation

imposed by the patentee mitst be preswned to have been made
zvith good reason, and, even if there was anything patentable

in the claim as it reads, it cannot, in view of the state of the

art, be extended to cover any structure except one which has

a drip box arranged above or on top of the closet, and, there-

fore, has not been infringed."

In the case of Hnbbell v. United States. 179 U. S.. 77, the claim

was amended in the Patent Office, and the elaim, as iinally alloimd

particutarly located certain openings or vents in the shell. The

court held that this particidar location- thus incorporated in the

claim liKis necessary in order to constitute infringement, and held

that a cartridge otherwise like the one claimed, but not having this

particular location of the openings or vents did not infringe. In

discussing the matter, the court said

:

" It was not until the claimant specifically claimed as part

of his combination 'an anvil over the fulminate, provided with

two or more openings whose inner edges nearly coincide with

the edges of the central chamber of fulminate in the h/ase of

the cartridge' that the patent was allowed. Whether the ex-

aminers were right or wrong in so holding, we are not to in-

quire, as the claimant did not appeal, but amended his claim

and accepted a grant thereof ; thereby putting himself within

the range of the authorities which hold that if a claim to a

combination be restricted to specified elements, all must be re-

garded as material, and that limitations imposed by the in-
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ventor, especially such as were introduced into an application
after it had been persistently rejected, must be strictly con-
strued against the inventor and in favor of the public, and
looked upon as in the nature of disclaimers. . . . The
distinguishing feature of appellant's cartridge is that the an-
vil plate has two or more openings whose inner edges nearly
coincide with the edges of the central chamber of fulminate,

but in the re-loading cartridge of the government the vents are
wholly over the fulminate chamber, do not lead directly to the
powder chamber, but lead to a channel cut across the upper
face of the anvil, and by this to a hole in the base of the

powder chamber.
" By this latter construction, the explosive force of the ful-

minate enters the pow'der chamber in a central stream but
the appellant specifies, as a distinguishing feature, that the
fulminate 'chamber at its sides or outer extreme edges com-
municates directly and exclusively with the powder charge, so

that the explosive force of the fulminate is not allowed to ex-

pand under a larger area of the anvil plate, and blow^ out, but
is compelled to diffuse its explosive force, not in a central

stream, but in a diffused body into the base of the powder
discharge.' .

" Nor can we accept the contention that these two combina-
tions are identical because they are intended to obtain the same
result, ^^^^at we have to consider is not whether the end
sought to be effected is the same, but whether the devices or
mechanical means by which the desired result is secured, is

the same. . . . The decree of the Court of Oaims dis-

missing the claimant's petition is affirmed."

In the case of Hardsocg v. Hihbard. Spencer, Bartleft &- Co.,

i6i F. R., 358, certain rejected claims were cancelled, and amend-

ments made to the claim, inserting certain conditions, not them-

selves elements, and the court held that since defendant's device

did not have these conditions, it did not infringe. After quoting

one of the cancelled claims, the court says

:

" This would have more nearly covered defendant's square.

Applicant's acquiescence in its rejection by the examiner, and
the final allowance of claims limited to row^s of figures on each
side of extended inch-marks 'in part of the rows referring to

an inch-mark on one member of the square and the adjoining

figures upon the other side of said mark in the same row re-

ferring to an inch-mark on the other member,' and 'the rows
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being arranged in independent sets under each inch-member,
there being a set upon each side of the inch-mark in each of
said last-mentioned rows, the figures of one set under each
inch-number referring to an inch-mark on one member of the

square and the figures of the other set referring to an inch-

mark on the other member." woukl seem to bring complainant
within the rule that

:

" 'When a patentee, on the rejection of his application,

inserts in his specification, in consequence, limitations and
restrictions for the purpose of obtaining his patent, he can-

not, after he has obtained it. claim that it shall be construed
as it would have been construed if such limitations and re-

strictions were not contained in it.'

Roemer v. Peddie, 132 U. S., 313, 317, 10 Sup. Ct.. 98, 99,

33 L. Ed.. 382; Morgan Etvuelope Co. v. Albany, etc., Co.,

152 U. S.. 425, 14 Sup. Ct., 627, 38 L. Ed., 500; Consoli-

dated Store-Service Co. v. Seybold, 105 Fed., 978, 45 C. C. A.,

152."

(c) When an clement or limitation is inserted in a claim by

amendment in the Patent 0-fHce, as in the ease at bar, to secure its

allozvatice, the gefieral larej that an dement or limitation cannot be

eliminaied to broaden tJte claim and make out a case of infringe-

ment, is reinforced by the doctrines of estoppel and disclaimer.

It will be seen from the foregoing decisions that an element or

limitation in a claim cannot be eliminated, regardless of the manner

or method by which it was incorporated in the claim. There are a

long line of decisions to the effect that when this element or limi-

tation was inserted by amendment while the case was in the Patent

Office for the purpose of securing its allowance, this fact is an

added reason for not eliminating the element or limitation, and is

conclusive against the patentee, being a disclaimer of everything

other than the particular thing set out in the claim including the

element or limitation added by amendment.

In the case of Sargent v. Hall Safe and Lock Co., 114 U. S., 63.

the court said

:

" In patents for combinations of mechanism, limitations and
provisos imposed by the inventor especially such as were in-

troduced into an application after it had been persistently re-
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jected, must be strictly construed against the inventor and in

favor of the public and looked upon as in the nature of dis-

claimers."

In the case of Shcpard v. Carrigan, ii6 U. S.. 593, the court

said :

" Where an applicant for a patent to cover a new combina-
tion is compelled by the rejection of his application by the Pat-

ent Office to narrow his claim by the introduction of a new ele-

ment he cannot, after the issue of the patent, broaden his claim

by dropping the element which he was compelled to include in

order to secure his patent. ... If an applicant, in order

to get his patent, accepts one with a narrower claim than that

contained in his original application he is bound by it. If dis-

satisfied with the decision rejecting his application he should

pursue his remedy by appeal."

In the case of Roemcr v. Peddie, 132 U. S., 313, the court said:

" This court has often held that when a patentee on the re-

jection of his application inserts in his specification in conse-

quence, limitations and restrictions for the purpose of ob-

taining his patent he cannot, after he has obtained it, claim

that it shall be construed as it would have been construed if

such limitations and restrictions were not contained in it.

Leggetf V. Avery, loi U. S., 256 (25:865) ; Goodyear Dental

Vulcanite Co. v. Davis, 102 U. S., 222, 228 (26:149, 151);
Fay V. Cordesman, 109 U. S., 408 (27:979); Mahn v. Har-
zvood, 112 U. S., 354, 359 (28:665. 667); Union Met. Car-

tridge Co. V. U. S. Cartridge Co., 112 U. S., 624, 644 (28:

828, 834) : Sargcnf v. Hall Safe & Lock Co., 114 U. S., 63

(29:67) ; Shepard v. Carrigan, 116 U. S., 593, 597 (29:723),

724); Uliite V. Dunbar, 119 U. S., 47 (30:303); Sutter v.

Robinson, 119 U. S., 530 (30:492): Bragg v. Fitch, 121

U. S.. 478 (
30 :ioo8) ; Sno-zv v. Lake Shore & M. S. R. Co.,

121 U. S., 617 (30:1004) : Crawford v. Heysinger, 123 U.

S.. 589, 606, 607 (31 :269, 274)."

In the case of Phoenix Caster Co. v. Augustus Spiegel, 133 U.

S., 360. the court said :

" It is well settled that where a patentee has modified his

claim in obedience to the requirements of the Patent Office he

cannot have for it an extended construction which has been

rejected bv the Patent Office; and that in a suit on his patent

his claim must be limited where it is a combination of parts,
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to a combination of all of the elements which he has included

in his claim as necessarily constituting that combination."

In the case of Royer v. Coupe, 146 U. S., 524, the patentee had

h\ amendment cancelled his claim and inserted a narrower one and

then contended that the claim should be broadened by construction.

The court said

:

" It is well settled by numerous cases in this court that un-

der such circumstances a patentee cannot successfully contend

that his patent shall be construed as if it still contained the

claims which were so rejected and withdrawn. Roeiner v.

Peddle, 132 U. S.. 313. 317, and cases there cited.

" The principle thus laid down is that where the patentee on

the rejection of his application inserts in his specification in

consequence limitations and restrictions for the purpose of

obtaining his patent, he cannot, after he has obtained it. claim

that it shall be construed as it would have been construed if

such limitations and restrictions were not contained in it."

In the case of Corhin Cabinet Lock Co. v. Eagle Lock Co.. 150

U. S.. 38. the court said:

" Having originally sought broader claims which were re

jected and having acquiesced in such rejection and having

withdrawn such claims and substituted therefor this narrower

claim describing a particular or specific lock as such, neither

the patentee nor his assignees can be allowed under the au-

thorities to insist upon such construction of the allowed claim

as would cover what has been previously rejected. Shepard
V. Carrigan, 116 U. S., 593 (29:723) : Roemer v. Peddie, 132

U. S.. 313 (33:382); Royer v. Coupe, 146 U. S.. ^24 (36:
I073)-"

In the case of Hnbbell v. United States, 179 U. S., jj. the court

said, page 80:

" An examination of the history of the appellant's claim as

disclosed in the file-wrapper and contents, shows that in order

to get his patent he was compelled to accept one with a nar-

rower claim than that contained in his original application; and
it is well settled that the claim as allov.ed must be read and
interpreted with reference to the rejected claim and to the

prior state of the art. and cannot be so construed as to cover

either what was rejected by the Patent Office or disclosed by
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Carrigan, 116 U. S., 593; Knapp v. Morss, 150 U. S., 227."

In this case, the court cites with approval from a number of the

foregoing decisions, particularly from Sargeant v. Hall Safe and

Lock Company, 114 U. S., 63, as follow^s

:

" In patents for combination of mechanism, the limitations

and provisos imposed by the inventor, especially such as were
introduced into an application after it had been persistently re-

jected, must be strictly construed against the inventor and in

favor of the public and looked upon as in the nature of dis-

claimers."

The court further said

:

" It was not until the claimant specificallv claimed as part

of his combination 'an anvil over the fulminate provided with

two or more openings whose inner edges nearly coincide with

the edges of the central chamber of fulminate in the base of

the cartridge' that the patent was allowed. Whether the ex-

aminers were right or wrong in so holding, we are not to in-

quire as the claimant did not appeal, but amended his claim

and accepted a grant thereof; thereby putting- himself within

the range of the authorities which hold that if a claim to a

combination be restricted to specified elements, all must be
regarded as material, and that limitations imposed by the in-

ventor, especially such as were introduced into an application

after it had been persistently rejected, must be strictlv con-

strued against the inventor and in favor of the public, and
looked upon as in the nature of disclaimers."

So imperative is this rule that the courts even interpret such a

claim in the light of the arguments contained in the file-wrapper,

made in the course of the effort to get an allowance, and so far from

eliminating clauses from the claim, to broaden it, actuallv construe

them into the claim to narrow it.

In the case of Singer Mamifactiiring Company v. Herman Cra-

mer, 192 U. S., 265, the claim involved was as follows:

" The vertical double brace joining the legs of the two ends

of a sewing machine provided with holes through its lower ex-

tremities to serve as bearings, in combination with a treadle

provided with trunnions fitted to oscillate in said bearings, sul>

stantially as specified."
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In this case the claim had been rejected and a new claim filed,

and this claim rejected, the claim being allowed by certain argu-

ments made by the applicant showing that the particular construc-

tion of his device produced certain benefits. The court went beyond

the claim, and incorporated the limitations of the specification and

these arguments into the claim, and then held there was no in-

fringement. The court said, page 284

:

" We are of opinion that the Patent Office, after twice re-

fusing to allow the patent because of the prior patents refer-

red to, was led to take favorable action owing to the peculiar

form of the described bearing when situated in a vertical cross

brace such as was shown in the drawing with the described

accessories, and that it was the purpose of the Patent Office to

limit the patent to the particular device of treadle bar and
bearing described and shown when employed in combination

with a particular form of vertical cross brace. And this view
is supported by the claim in question. It contains w^ords of

limitation. It is recited therein that the combination is to be

'substantially as specified,' that is, as described in the specifica-

tions and shown in the drawings. . . . To prevent the

broadening of the scope of the invention beyond its fair import

in the light of the circumstances surrounding the issuance of

the patent, the words of limitation contained in the claim

must be given due effect, and giving them such effect the state-

ment in the first claim of the elements entering into the com-
bination must be construed to refer to elements in combination

having substantially the form and constructed substantially as

described in the specification and shown in the drawing."

The court held there w^as no infringement.

In the case of Comjniting Scale Companx of America v. Auto-

fimtic Scale Company, 204 U. S., 609, the court quotes with ap-

proval a number of the foregoing cases, and in view of the action

of the Patent Office and the amendments made by the applicant,

says

:

''We are of opinion that it (claim 6) cannot be allowed

for the broad claim 'mechanism for translating the vertical

movement of the runner into the rotary movement of the chart

drum,' but must be limited to Hayden's suspended rod with its

spiral, engaging w'ith the rollers or similar devices on the

cvlinder, practically in the manner and for the purposes shown
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by him. If the claim be tlius limited, for the reasons we have

already stated, the mechanism of the defendant does not in-

fringe."

In this case the defendant had mechanism that came within the

claim, if the words "mechanism for translating: the vertical move-

ment of the runner into the rotary movement of the chart drum"

had not been limited to the particular mechanism shown in the

drawing and described in the specification of the patent sued upon.

In the case of Greene v. Buckley, 135 F. R., 520, 531, C. C. A.,

the court said

:

" Where a patentee has modified his claim in obedience to

the requirements of the Patent Office he cannot have for it

an extended construction which has been rejected by the Pat-

ent Office ; and in a suit on his patent his claim must be limited,

where it is a combination of parts, to a combination of all the

elements whch he has included in his claim as necessarily con-

stituting that combination.' Phoenix Castor Co. v. Spiegel,

133 U. S., 368. The words of limitation inserted in a claim

must be construed in the light of the circumstances surround-

ing the issuance of the patent in order to prevent an undue

boadening of the scope of the invention. Singer Mfg. Co. v.

Cramer, 265, 285. In interpreting such a patent, the admis-

sions and declarations of the patentee in the Patent Office and

amendments made by him which relate to the essence of al-

leged improvements and are directed to the question of in-

validity when understandingly and deliberatelv assented to,

are binding upon him."

In the case of Hale v. World Manufacturing Co., 127 F. R., 964,

967, C. C. A., the claim was limited by amendment. The court

said

:

" The limitations thus imposed to secure the patent cannot

now be regarded. They constitute one of the terms of the

grant. Campbell Printing Co. v. Duplex Printing Co., 41

C. C. A., 351, 357, loi Fed., 281; Roemer v. Peddie, 132

U. S., 313, 10 Sup. Ct., 98, 33 L. Ed., 382; Royer v. Coupe,

146 U. S., 524, 13 Sup. Ct., 166, 36 L. Ed., 1073; Thomm v.

Rocker Spring Co., 23 C. C. A., 211, yy Fed., 420."
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(d) The doctrine of equivalents cannot he here invoked, nor has

it any application to the facts of this case.

The doctrine of equivalents is a rule of law which permits the

claim of a patent containing- a specified element to sometimes be

construed to include equivalents of that element. The range of

equivalents, however, increases as the patent or invention passes

into the category of broad, primary or pioneer inventions and dimin-

ishes, as the patent or invention passes into the category of thin,

narrow or combination patents :

" It is well settled that a greater degree of liberality and a

larger range of equivalents are permitted where the patent is

of a pioneer character than when the invention is simply an

improvement, may be the last and successful step, in the art

theretofore partially developed by other inventors in the same
field." Cimiotti Unhairing Company v. American Fur Re-

ining Company, 198 U. S., 399.

The doctrine does not apply to the case at bar, for here the pat-

ent, as above shown, is a thin, narrow patent in a thoroughly worked

field.

The doctrine of equivalents cannot he applied wliere the element

in question has been inserted in the claim with a limitation imposed

thereon for the purpose of differentiating the element from the

prior art and to secure an allowance of the claim.

" In view of what passed in the Patent Office and the state

of the art. we cannot regard the Kitselman patent as a pioneer

patent, but think its claims must be limited in their scope to the

actual combination of essential features as shown, and cannot

be construed to cover other combinations of elements of dif-

ferent construction and arrangement." Ko)konio Fence Ma-
chine Company v. Kitselman, 189 U. S.. 8.

*' Having voluntarily abandoned the claim for a method

limited to the use of a 'blast of heat' the patentee or his as-

signee may not now insist that a broad claim containing no

suggestion of such intention shall, nevertheless, be subjected

by construction to the same restriction. . . . It is not

within the rightful power of the courts to enlarge or restrict

the scope of patents which by mistake were issued in terms too
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narrow or too broad to cover the invention, however manifest

the fact and extent of the mistake may have been shown to

have 1:>een." United States Repair and Guaranty Company v.

Assyrian Asphalt Company, 183 U. S., 591-601.

In the case of Victor Talking Machine Company v. American

Graphophone Company (C. C. A.), 151 F. R., 601, 605, the court,

after showing that the defendant had limited himself in the Patent

Office by amendment, states

:

" While, therefore, an applicant for a patent may stake out

the boundaries of his territory, yet, if upon notice from the

Patent Office that some portion of said territory is the property

of another, or is held in common by the public, he acquiesces

in such statement and alters his boundaries accordingly, he is

concluded by such abandonment and cannot afterward under-

take to define his territory by rolling stones which he may
move about across the lines of his original boundaries so as to

appropriate property previously conceded to belong to others."

The doctrine of equivalents cannot be applied unless the tzvo de-

vices have the same function. As above shown, the spray pipe com-

ing in at the lower end of the grizzly is not the equivalent of a spray

pipe coming in at the upper end. If the pipe is merely perforated

and comes in at the lower end of the cylinder there will be a greater

pressure of discharge onto the material in the lower end of the

screen than upon the material in the upper end of the screen. These

conditions would be reversed if the pipe came in from the upper

end of the screen, although the variation could be overcome as

Postlethwaite overcame it in one machine, by inserting concentrat-

ing nozzles at the lower end of the pipe. The pipes in the two posi-

tions therefore are not the equivalents of each other.

" For, where one patented combination is asserted to be an

equivalent of another, a device in one to be the equivalent of a

device in the other must perform the same function." Roimll

V. Lindsay, 113 U. S., 97.

In this case the claim of the patent sued on was as follows

:

" The combination of the slotted beam A, shank B, brace

bar C and bolt D when the parts are constructed and arranged

to operate as and for the purposes herein specified."
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It was contended that the curved part of the shank of the defend-

ants' device was the equivalent of the brace bar C of the complain-

ants' claim. The court said :

" The specification and drawings of the plaintiffs" patent

and the testimony of the plaintiffs" witnesses show that one

purpose of the brace bar used in the plaintiffs' combination

was to strengthen and support the shank between the tooth

and the beam. . . . This function is not performed by

the curved portion of the shank used by the defendants . .
."

In Goodyear Dental Vukamte Company v. Dains, 102 U. S.,

222, the court said

:

" Only those things can be considered equivalents for the

elements of the manufacture which perform the same function

in substantially the same way."

In the case of Cimiotti Unhairing Company v. American Fur

Refining Compaxny, 198 U. S., 399. the court said

:

" If the device of the respondents show^s a substantially dif-

ferent mode of operation, even though the result of the opera-

tion of the machine remains the same, infringement is avoided."

The case of IVinam v. Demnead, 15 How^, 330, referred to by

appellee's counsel in his Circuit Court brief, is no authority for

appellees or against the doctrine above announced.

The patent related to the body of a car in the form of a frustrum

of a cone. The validity of the patent was not c|uestioned. No

limitation had been imposed on the language of the claim by the

action of the applicant. The defendant claimed non-infringement

simply because his car was hexagonal instead of circular in cross-

section. The two things were mathematically and functionally the

same. The court held they were equivalents. It w^as an early de-

cision compared with those above cited and was decided by a bare

majority of the court, four of the justices, including the chief jus-

tice, dissenting.
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9- According to Mr. Smyth, complainant's expert, the
WORD "below" in the CLAIM SHOULD BE CONSTRUED SO AS TO

LOCATE A PORTION OF THE SAVING TABLE DIRECTLY BELOW OR

BENEATH THE GRIZZLY OR SO NEAR THERETO AS TO RECEI\^ THE
IMPACT OF THE "^"SELECTIVE STREAMS^' THEREFROM OR TO PERMIT

SUCH STREAMS TO PERSIST IN "^SELECTING" AS THEY FLOW OVER

THE TABLES.

This question arises touching the significance of the 5th limit-

ing clause which is applied to the 7th element. The language in

the claim is as follows

:

"(7) Collecting tal/ies arranged beloic the separator or

grizzly, and by means of which the separated metal from the

dredged material is recovered."

A free and ordinary rendering of the word "below'' would in-

dicate simply that the tables were lower than the grizzly or, in

other words, placed so that the water and fine material from the

grizzly A\ould flow by gravity to the tables instead of being

pumped to elevated saving devices, which of course might be used.

Given this significance, the term has no particular weight in the

claim, because it simply states the ordinary fact about all such

devices, llie tables are arranged in this manner everywhere and

all the time. It would be a rare case where any body would think

it necessary to pump the liquid containing the materials up to some

elevation when he might just as well let it flow down over or

onto the saving apparatus by gravity.

The term, however, assumes new importance in this case because

of certain testimony introduced at the last moment by the ap-

pellee's expert, put on the stand for the express purpose of help-

ing the court to construe the claim.

In the patent, lines 17 to 23, page 2 (p. 623), we find the follow-

ing:

" Th.e water flowing from this pipe into the grizzly serves

to thoroughly wash and separate the material entering therein

from the trough or runway, and to force the finer material

from the grizzly onto the separating tables or platforms H^
arranged below the grizzly,"
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and in lines 32 to 47. page 2 of the patent, we find the foHow-

ing:
" The separating tables or platforms H^ are arranged at a

gradual incline and extend from beneath the grizzly to each

side thereof. Of the tables or platforms there are a series

arranged one above the other. Consequently, the water and

the finer material flowing from the grizzly fall upon the first

of the inclined tables or platforms, passing thereover flow

onto the next, and so on until they pass off of the lower set

of tables or platforms."

We find now from the testimony of Mr. Postlethwaite that the

sizes of these tables vary from 300 to 500 square feet ; that they

vary in length from 8 to 10 feet, and in width from 12 to 16 feet

(p. 368) ; that there w^ould be a portion of the table directly

under the grizzly, but it would be a small portion (p. 369), probably

from one-tenth to one-twentieth of the total area. Such was the

arrangement as shown in the patent. Some, though perhaps a

small part, of tlie gold saving may have been actually intended to

be performed directly below- the grizzly.

Probably nobody \vould have attached any importance to this

precise location of the tables or a portion of them, had it not been

for the testimony of appellee's expert, Mr. Smyth, wdio has

developed -s'ery elaborately what may be called the "selective"

theory of action, wdiereby the location of the tables directly below

or immediately beneath the grizzly becomes of the highest im-

portance. According to his theory the selective streams of water

pass through the holes in the grizzly, and descend upon the table

immediately beneath and force the gold onto the matting at that

point and thus save it. He says (p. 225) :

" The fine particles of sand and gold will tend to take, and
will in effect take a course along the stream lines, and voill

be thus driven with force onto the tables beneath the grizzlv

as described in the patent."

Page 278, we find the following in Mr. Sm}4h's testimonv

:

" X-O. 79. What do you understand to have been meant
hv the inventor when he used that phrase 'disintegrating pres-

sure?" Pressure to do what?
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" A. To force the finer materials onto the tables or to

deliver the materials onto the tables with force.''

And again, page 279

:

" X-Q. 85. I understand the idea conveyed to your mind
is that of power sufficient to wash the finer materials or force

the finer materials upon the separating tables?'' (he means the

term "disintegrating pressure").
" A. To deliver them with force upon the separating

tables."

And again, page 283 :

" The advantage of delivering it with force under the con-

ditions described in the patent, is that the fine particles are

driven down onto the tables, and become entangled in the fiber

in tlie rough surface of the cocoanut matting, whereas if they

w^ere not driven with force they would tend to remain in

suspension and be carried over the expanded metal or riffles

and so be lost."

Speaking of the cocoanut matting he said, page 283

:

*' Oh, I know it is applied to the table in close proximity

to the delivery point of the material from the rough separ-

ator."

This theory will be examined at another point, but for its pur-

pose, it is necessary to construe the claim as if the word "below"

meant that some part of the gold saving portion of the table should

be immediately and directly below or beneath the grizzly so as to

receive the direct impact of these "selective" streams of water,

or that the movement of the streams toward the collecting por-

tions of the table should be unmolested or free from interference.

The appellees, therefore, by their expert have put this construc-

tion on their claim. We are quite willing to accept it. Indeed it

is the only construction that gives any real force or significance

to the term "below" used in the claim. With the word "below"

omitted, the tables can be placed anywhere, but they, of course,

would always be placed lower than the grizzly so as to get the

benefit of the force of gravity. With the word "below" in the

claim, and with this explanation by complainant's expert put on

the stand for the express purpose of construing these claims, the
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term calls for the location of the table at a point below and directly

beneath the grizzly or so near thereto that the "selective" action

becomes effective upon the table.

Nor does this theory which requires this construction of the

claim stand upon the authority of this witness alone for it is fully

accepted and approved by counsel for appellee in his brief in the

Circuit Court, for on page 107 of that brief, he says:

" To these may be added the position of the collecting tables

below the grizzly, so that the prepared material shall be

delivered at once and while in a condition of preparedness

upon the tables,"

and again on pag"e 108:

" The witness Smyth also presents what may be the secret

of this life" of the claim.

B. Appellants Do Not Infringe the Claims When Either or

Both of These Limitations Are Applied.

It is plain that when the claim is construed according to the natural

meaning of its terms, that is, with the spray pipe entering from the

lower end of the grizzly, appellants do not infringe. In the ap-

pellee's blue-print, Exhibit B (p. 625) , illustrating the alleged infring-

ing machine (p. 41 ), we note that the spray pipe enters at the upper

end instead of at the lo\\er end of the grizzly. Bennett, a witness

lor appellees, says that this pipe in appellant's machine, comes in

at the upper end of the grizzly (p. 64). It is plain, therefore.

that so construed the claim is not infringed by appellant's ap-

paratus.

It is equally clear by an inspection of the same blue-print that

defendants do not have any part of their saving tables directlv

below the grizzly or within the reach of these "selective" streams

to which Air. Smyth and Mr. Acker refer. It is equallv clear that

the arrangement of their tables is such that if there ever were anv

such selective streamis they could not persist so as to have effect

on or over the tables when the material reaches these tables. An
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inspection of the Exhibit (p. 625) shows that the lower half of the

revolving- screen is enclosed by a distributing- box at the bottom of

which are adjustable doors or gates, so that the fluid in the box

may be permitted as desired to flow out over the tables. No
portion of these tables is, therefore, immediately beneath any por-

tion of the grizzly. No portion of these tables is therefore, within

the range of fire of any of these "selective" lines of force of Mr.

Acker, and Mr. Smyth's theory. No such lines of force could pos-

sibly continue so as to work their way through these adjustable

gates and get out onto the tables so as to do anything. All that can

be said of defendants' gold saving tables is that they are below^ the

grizzly only in the sense that they are lower -so that the water

of the grizzly flows onto them by gravity. This is the case with

all such saving tables throughout the art, for example, in the ma-

chine of the Mining and Scientific Press of 1887 (p. 785).

C. The Claim, However Construed, is Completely Anticipated

by the Prior Art as it Existed at the Time of Postle-

thwaite's Invention.

I. POSTLETH WAITERS DATES OF CONCEPTION, INVENTION AND
REDUCTION TO PRACTICE.

The testimony touching these matters is extremely vague, in-

complete and unsatisfactory.

Postlctliumtc's date of conception. When asked by appellee's

attorney in formal language when he had conceived the invention

he said "Sometime in 1890 my attention was drawn to the fact

that there was a necessity for improving the method of separating

and saving gold on dredgers, and I gradually evolved the idea

shown in these letters patent" (p. 340). He then said it was after

he had been invited to see a dredging machine in operation for

handling tailings and he thought the matter out during the next

few months. Another carefully worded leading question was then

put to him and he answered that to the best of his recollection he
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conceived the imention in 1890. He produces no drawings or

writings or models or corroborating witnesses. This is not sufficient

evidence to prove a technical conception of the invention at a

particular time. He might just as well have said 1870. At most

it only indicates that touching some date in 1890. or perhaps a

little later, he now thinks that he then thought about dredges and

has now been advised by counsel that he then conceived this

particular invention.

Reduction to practice. He says he made his first machine in

1893 or 1894 (p. 341). He does not describe this machine or

furnish any drawings to show what it was or any models or any

corroborating witnesses. If he thought he had an invention why

did he not patent it in Australia? He did not do so. He waited

four years until he got to America.

Postletlnuaite's first United States machine. This was the ma-

chine he built for the Archimedes Company at Smartville, 1897

(p. 342). We are not given much information about this ma-

chine.

Under these circumstances it is a serious question whether

Postlethwaite has made any adequate proof of invention prior to

the date of his patent application. Certainly he can not claim a

date prior to 1893. ^^^^ ^^'^ shall assume his date of invention to

be 1890.

2. The claim is invalid because the apparatus was old.

Each and every element was old in structure and function when

Postlethwaite made his alleged invention. Each and every sub-

combination and the function thereof was then old. The general

combination was then old. The general combination and the final

complete result, fine gold saving by a dredge, were old. All these

things were shown as old in patents and publications issued prior

to 1890.
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(a) Each and every element was old in structure and func-

tion. These elements were old either in gold dredging devices or

perfectly analogous arts. This is virtually admitted by the counsel

and the witnesses and is abundantly proven. Griffin says all these

elements were old (p. 185). Appellee's counsel makes this ad-

mission and insists that the form of the claim presupposes every

element to be old (p. 500). Burton says there is "no novelty in

respect to any one of the elements named in the claim" (p. 523).

Postlethwaite himself says that no one of the elements was new

for revolging screens were old (p. 370). The chute from the

excavator to the screen was old (p. 371). The continuous ex-

cavating and hoisting device operated by power on the boat was

old and "the gold saving tables arranged below^ the revolving

screen to receive the material that came from the screen" were

all familiar to him even when mounted on a movable boat (p.

371), for he had seen all these in the Dunedin dredge published

in 1887 (pp. 378. 379), whereas his first conception of the alleged

in\'ention occurred not earlier than 1890, as above shown, and

his first machine was made in 1893 or 1894 (p. 341).

The Commissioner's decision in the file-wrapper says (p. 785) :

" All the elements of the appealed claim except the per-

forated spray pipe leading into the grizzly through which

water is forced into the grizzly under disintegrating pressure

are admitted to be old."

We start, therefore, with the well established fact that every

piece of mechanism enumerated in the claim w^as old in the same

or analogous arts all operating as individual elements, each in the

same way as in the patent in suit, except the spray pipe in the

grizzly under disintegrating pressure. We shall examine the prior

art to show where these several devices can be found, and that

the thing held by the Commissioner to be new is also old.

Dredge boats, though, of course there is not a particle of dif-

ference between a boat and a platform, were old as shown in the

following patents

:

Menge. 288,093, of 1883,
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Bowers, 318,859, of 1885,

Bowers, 318,860, of 1885,

Miller, 395,624 of 1889,

and in the Mining and Scientific Press article of 1887 (pp. 375 and

785).

A rotary perforated screen or gristly inclined, or smaller at

the receiving than at the discharge end so as to get the effect of

an inclined screen, was old as shown in the following patents. Of

course the screen is mounted on a boat or platform

:

Lacharme, 6,771 of 1849,

Ball, 103,825 of 1870,

Piatt, 107,958, of 1870,

Kellar, 126,968 of 1872,

Wilhelm, 211,824 of 1879,

Carpenter, 288,545 of 1883,

DeGroat & Ferrel, 417,773 of 1889,

and the Mining and Scientific Press of 1887, as admitted by Postle-

thwaite (pp. 375 and 785).

Devices for imparting motion to the griczly or rotating it are

of course old and are necessarily found with any rotary grizzly.

Elevating and excavating devices delivering onto the boat so

that the material passes directly in the sense of the claim down

into the grizzly, w^ere old in the following patents

:

Kellar, 126,698 of 1872,

Carpenter, 288,545 of 1883,

Menge, 288,093 of 1883,

Miller, 395,624 of 1889,

DeGroat & Ferrell, 4.1"/, yyT^ of 1889,

and the ]^Iining and Scientific Press of 1887, as admitted by Postle-

thwaite (pp. 379 and 785), and the equivalent thereof in the suction

dredge of Bowers, 318,169 of 1885. It will be noted that in the pat-

ent in suit the excavator does not deliver directly to the screen but

to a chute down along w^hich the material slides or falls into the

screen so that 'Vlirectlv'' means no more than that it delivers the
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material to the screen and it might do this through a chute or

hopper, or the Hke.

Perforated spray pipes even within the grizzly or rotary screen,

and even sometimes entering from the lower end, were old in the

following patents

:

Ball, 103,825 of 1870,

Piatt, 107,958 of 1870,

Wilhelm, 211.829 of 1879,

DeGroat & Ferrell, 417,773 of 1889,

and placed in proximity to the grizzly in

Kirk 270,813 of 1883.

Such a pipe was also shown either in the grizzly or under it and

operating in connection with it in the Mining and Scientific Press

of 1887, as admitted by Postlethwaite (pp. 379 and 785).

Pumps for forcing neater into the spray pipe under disintegrating

pressure or for general mining purposes were old as shown in

Piatt, 107,958 of 1870,

Wilhelm, 211,824 of 1879,

Kirk, 270,813 of 1883,

Martin. 384,050 of 1888,

DeGroat & Ferrell. 417,773 of 1889.

Disintegrating pressure pump. The pump, it is suggested in

the claim, is to deliver water under disintegrating pressure. This

term is not used in the specification or in any of the claims which

have ever been in the case except claim 3. The patent, however,

says (p. 623) :

" The water flowing from this spray pipe into the grizzly

serves to thoroughly wash and separate the material entering

therein from the trough or runway G and to force the finer

material from the grizzly onto the separating tables of plat-

forms H' arranged below the grizzly."

Counsel for appellee leaves us with no uncertainty as to the

meaning of this term "disintegrate." It first appeared in the case

in the argument of February 6. 1899, in connection with present
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claim 3 which was then filed without the disintegrating pressure

clause. In that argument, however, Mr. Acker said (p. 833), "As

the material is conveyed toward the discharge end of the separator,

greater force is required to properly disintegrate the same." In

his associate's action three days later an amendment was inserted

adding to the claim the words "under disintegrating pressure."

Mr. Bacon, in his argument, said (p. 834) :

" The material being in that condition it is treated in the

separator by the disintegrating jets issuing from the spray

pipe, which jets break up the lumps and thoroughly wash the

metal from the rocks and stones."

He pointed out that this distinguished the device from those

where the water was used "for the purpose of lubricating, only

and in some instances for cleansing the mesh of the separator

walls." He adds, "Applicant, by the use of his force pump secures

a sufficiently strong stream or streams from the spray pipe to

thoroughly separate and disintegrate the material." He adds, "By

this meaning the material is thoroughly separated." In the argu-

ment before the Commissioner of Patents, Mr. Acker and Mr.

Bacon, distinguishing a prior patent, say (p. 797) :

" There is, however, no disintegrating means within the

grizzly. In this connection we would state that the material

as it is brought up from the bottom of the river is often in

lumps and mingled with sticks and stones and the disintegrat-

ing jet performs the function of breaking the lumps and
cleansing the stones and sticks, allowing . . the mud
and metal to pass through the meshes of the grizzly onto the

tables."

Thev added that the success of applicant's device was due to

the introduction of the pipe (p. 797) :

" so that the work of disintegrating is very completely carried

on and all the fine material allowed to pass through the grizzlv.

He is the first to introduce a perforated pipe into a rotary

grizzly . . . and to use in connection therewith a pump
by which the water can he forced from the jet openings with

sufficient force to secure the results above mentioned.''
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With all this the Commissioner of Patents plainly agreed. He

said (p. 800) :

" Appellant's object in forcing water into the grizzly un-

der pressure is to disintegrate or break up the material brought

up from the bed of the river which is often in lumps and

mingled with sticks and stones, and to force the mud and

metal through the meshes of the grizzly on to the collecting

tables located below the grizzly."

Bennett says that the term "disintegrating pressure" means suf-

ficient pressure to wash the dirt from the gravel (p. 51), and that

he means bv that term the separation of the fine from the coarse ma-

terial (p. 53). He can give no information as to the pressure

which they actually used (p. 69), but its a variable pressure (p.

74). He also says that it is the same familiar disintegrating pro-

cess that goes on in the ordinary cradle (p. 98), which is a very

old process (p. 100). Griffin says that disintegrating pressure is

simply pressure enough to wash (p. 189) ; that it means simply

to separate the stones from the other parts (p. 205), and sometimes

to break the clay lumps into small particles (p. 211).

When we examine the actual practice of appellees all we learn

is from the actual operation of the first Postlethvraite machine, the

Archimedes, which had so little pressure that the water would not

flow to the upper part of the pipe (p. 157). However, Griffin

says that the pressure in these pipes does not commonly exceed 20

pounds (p. 187), but he says they have used as high as 35 pounds

(p. 189), and he explains, agreeing with appellee's witnesses, that

disintegrating pressure means such as to separate the stones from

the other parts (p. 205, 206, 211). Burton explains that the

disintegrating pressure referred to must be confined to that pres-

sure which is exercised within the grizzly for the purpose of separ-

ating the parts (p. 464), and he says that high disintegrating

pressure was not contemplated or expressed in the patent (p.

475). Burton says that high pressure, or at any rate any such

pressure as is contemplated in the patent is shown in Kirk 270,813

(p. 475). Indeed, it must be obvious that wherever a
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spray pipe is shown there must be some means of sup-

plying water to it. All such means involve the idea of

variable pressures and anybody would supply any pressure

which he found useful. This is not a process patent but a ma-

chine patent and the word "disintegrating pressure" ought to have

no further effect than to indicate a pump with power enough to

furnish pressure sufficient to wash the materials in the manner

indicated.

Collecting tables are old even when placed under rotary grizzlies.

They are to be seen in

LaCharme, 6771 of 1849,

Wilhelm, 211,555 o^ 1882,

Gates, 435.562 of 1890,

Piatt, 107,958 of 1870,

Kirk. 270.813 of 1883,

and the Mining and Scientific Press of 1887. where they are placed

under the screen as stated by Postlethwaite (p. 371). He said

that he had seen them in New Zealand, evidently referring to the

Dunedin machine or the machine illustrated in the Mining and

Scientific Press before he made his machine.

The collecting tables shown in the patent are not shown in

detail but Bennett, an employee of appellee, says that the tables

as they come from the factory are smooth, in other words, without

gold saving devices and that the gold saving devices are added

by the customer in any way he sees fit (p. 90). Postlethwaite

says that there are many kinds of gold saving tables (p. 366),

and that there is no particular kind necessary to be used with his

dredge (p. 367). So little importance did he attach to the loca-

tion of the tables that he testified as follows

:

' X-O. 153. Does not your device call for a table under
the screen?

"A. I don't know whether it does or not" (p. 369).

It is also clear that so much of the table as is under the screen

is of a negligible size or importance. He says the tables are from

three to five hundred square feet (p. 368). and that in addition
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to these tables he has gold saving- tables on the flumes tor col-

lecting gold (p. 369) ; that the diameter of the screen is from

3 feet 6 to 6 feet, and t'at the taMes ar? a^orit 3 f-^-"^ "-^ip ^^"^

that the one under the screen is smaller (p. 369). Burton explains

that the prior art contains numerous saving tables, and that there

is no necessarv relation between the tables and the grizzly, but

that Kirk shows a saving receptacle immediately below the grizzly

(pp. 476, 477).

The table under the grizzly is about 3x10 feet or 30

square feet, or from i/io to 1/20 of the whole table area. It is

a fact that so little gold is saved in this area that most of the dredges

now made have no saving table immediately under the screen and

none of them need have a saving table at such point. At all other

points at least the action of the gold saving devices is not modified

by the grizzly and any kind of a table or other saving device could

be used.

(b) Burton states as a result of his analysis of these patents of

the prior art that there is "no novelty in respect to the co-operative

relation as creating or modifying any function between any two

or more of the elements named therein" (p. 523). It must be

clear that there is no novelty in the combination of the rotary

grizzly with the boat on which it is placed or the combination of

the motor with the grizzly which it drives, or in the combination

between the grizzly and the elevating and exca\"ating device which

discharges into it. All these things are plainly old in the prior

art. There is no novelty in the combination of the perforated spray

pipe with the grizzly, for that is old. There is no novelty in con-

necting the pump with the spray pipe for that is old. There is

no novelty in applying any kind of pressure that any kind of pump

would furnish to a spray pipe. There is no novelty in placing the

saving tables beneath the grizzly for that is old in these prior pat-

ents.
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(c) There is no novelty in the entire combination.

Postlethwaite admits that he saw in a dredge in Australia before

the date of his conception and the making of his first machine at

Clutha River (p. 340) a gold dredger where some fifteen dredges

were in operation at the time (p. 355), which is the machine shown

in the Mining and Scientific Press of October 8. 1887 (pp. 375

and 785), which was the first dredge built and which Postlethwaite

had examined (p. 376). He examined this machine before 1890

(p. 378). It had a spray pipe, he thinks, outside the screen and

a revolving screen (p. 379), and on direct examination he is not

able to say whether or not he first got his idea of the perforated

spray pipe from this dredge which is called the Dunedin dredge

(p. 380). The dredge which he saw before he made his own had

a continuous bucket arrangement for hoisting the material, a chute

to the revolving screen, a revolving screen, gold saving tables

below the revolving screen, all mounted on a boat (p. 371).

Postlethwaite's testimony, and the copy of the Mining and Scien-

tific Press article of 1887, show conclusively that prior to his

alleged date of conception he had seen a dredge containing all of

the elements of the claim except that, as he thinks though he is not

sure, the spray pipe on this machine was outside of the screen.

Now we certainly have a right to consider as part of the prior

art the prior patents to

Ball, 103,825,

Piatt, 107,958,

Wilhelm. 211,824,

Kirk, 270,813,

all issued earlier than 1887. They show each a rotarv grizzly

with a perforated spray pipe therein.

We submit therefore that it was old and part of the prior art to

have the entire combination set forth in the claim because it is

inconceivable that there could be any invention in picking up the

spra^' pipe on the Dunedin dredge and putting it inside the grizzlv
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of that dredge exactly as spray pipes had been put inside the grizzHes

of these prior patents. The description of this device in the Mining

and Scientific Press article of 1887 is partly as follows (p. 786) :

" There are two sets of buckets and dredge ladders one

on each side. . . . The dredge material falls into a chute

which carries it into a revolving cylinder four feet in diameter

and six feet long made of boiler plate and perforated with

holes one inch in diameter. This revolving cylinder has an

inclination toward the stern of the dredge of one and one-

half inches to the foot. On the inside of this cylinder short

pieces of angle iron are riveted here and there all around the

cylinder to prevent the stones getting away before they are

properly washed. All the fine stuff passes through the per-

forated holes in the cylinder and falls onto inclined screens,

thence into riffle boxes where the gold is collected and the

tailings are carried away clear to the stern of the dredge.

\\'ater for washing purposes is lifted by a centrifugal

pump and is so conveyed that jets are made to play on the

screens, thereby washing the stone and coarse gravel and
carr}nng the gold into the riffle boxes. . . . The riffles

in these boxes are made of bar iron. . . . The water
coming down these inclined tables forms riffles in each of the

interstices and there the gold is deposited. The first set of

inclined tables are set across the dredge at an inclination frorri

the outside toward the center where the tables from each of

the revolving screens join onto another inclined table which
carries the sluiced material into the river at the stern of the

dredge.'"

This dredge disclosed to Postlethwaite everything except the

spray pipe in the grizzly but Postlethwaite says that it had a spray

pipe which he thinks was outside the grizzly or under it. He
must be supposed to have had knowledge of the prior patents con-

taining the spray pipe in the grizzly, and hence for him as well as

for the rest of mankind the whole combination was old in 1890.
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(d) Some important illustrations of the prior art to aid the

court in carrying it in mind as here submitted.

(i) The Mining- and Scientific Press article of 1887, contains

the following two illustrations (p. 785) :

lE^-sasg^:^^

''nA'^ii'ir'ii'f'-iii'iiiiSfi^i*

They show a dredge boat, an elevating excavator delivering

directly to the grizzlies, two inclined rotary grizzlies, saving tables

under or below the grizzlies, and in fact everything but a spray

pipe in the grizzly. Howe\er, as elsewhere shown, Mr. Postle-

thwaite says there was a spray pipe which discharged uj^on the
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materia! upon a second table screen beneath the grizzly screen (pp.

379 and 380). jMr. Postletlnvaite had examined this dredge before

he began work on gold dredgers.

(2) The following illustration is Figure 2 of the patent to

Piatt. 107,958, October 4. 1870, Machine for Washing Ores. etc.

ip. 863):

This device shows an inclined rotary grizzly and a perforated

spray pipe therein for gold saving.
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(3) The following illustration is Figure 2 of the patent to Wil-

helm. 211,824, January 28, 1879, Ore Washer and Amalgamator

(p. 872):

It shows a rotary grizzh^ in effect inclined, a perforated spray

pipe therein, a supply for said rotary grizzly from an elevated tank.

a gold saving box or sluice box J, evidently below the grizzly, and

it was an ore saving apparatus.
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(4) The following illustration is Figure i of the patent to

Evans. 256.555. April 18, 1882 (p. 881) :

It shows saving tables of almost the precise type used in ap-

pellant's apparatus.
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(5) The following illustration is Figure 2 of the patent to

Kirk, 270,813, January 16, 1883, for Improvements in Gold

Washers and Amalgamators (p. 887) :

It sliows a rotary grizzly for the inner grizzle X is composed

of longitudinal hars separated, as elsewhere explained in the pat-

ent, and a central perforated spray pipe D within the grizzly, dis-

charging with disintegratmg pressure.

(6) The following is Figure i of the patent to Miller, 395,624,

January i, 1889. for a Sand and Gravel Washing Machine ('p.935 ) :

It shows a toat. an elevating excavator delivering to the end of

a long inclined perforated grizzly with a water supplv to the grizzly

not. however, hy an inner central pipe. The discharge chutes from
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the section of the grizzly are in the same position as the saving-

tables of the gold dredging apparatuses.

(7) The following illustration is Figure i of the patent to

DeGroat & Farrell, 447,773, December 24, 1889 (p. 939) :

'y^rT^^m^^v:^^^
^^Ipil^i^^^

This illustration shows an elevating excavator delivering to an

inclined rotary grizzly on a platform with a central perforated

spray pipe through the inclined grizzly. This spray pipe is supplied

with water by a force pump and therefore under disintegrating

pressure. "Water under pressure" is mentioned in the specifica-

tion. Here there are a series of grizzlies, one within the other,

-'vith end deliveries.

Is it impossible to conceive that there would have been invention

in taking the spray pipe which Postlethwaite admits he saw on the

dredge first above shown for washing the material and putting it

in the position indicated in five of the following views and apply-

ing a force pump to it as indicated in the last view?
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(e) The Commissioners opinion on part of fJiis prior art con-

sidered. Three of these prior art devices, and three only, were

reviewed by the Commissioner, but he did not have the benefit

of evidence or explanation of them and does not seem to have gone

into the matter very fully.

( 1 ) Mining and ScientiHc Press Dredge of i88j. This device

was before the Commissioner without evidence or explanation. He
said

:

" All the elements of the appealed claim except the perfor-

ated spray pipe leading into the grizzly through which water

is forced into the grizzly under disintegrating pressure, are

admitted to be old in the apparatus described in the ^Mining

and Scientific Press, published in San Francisco, Cahfornia,

October 8. 1887."

He was not told that this was the identical machine which Postle-

thwaite examined before he made his invention. He was not told

that it had a spray pipe operating against the material on a second

table screen immediately below the grizzly as has been explained by

Postlethwaite for he seems to understand that at this point "it is

washed by a jet of water.''

He differentiated this device from the patented device on the

ground that it was not intended to or adapted for saving "float"

gold. Had he known, as hereinafter shown, that the patented

device has no special means for saving "float" gold—all of the

saving being done on the tables which Postlethwaite savs mav be

of any kind, and had he known that Postlethwaite saw on that

boat his identical spray pipe, the Commissioner undoubtedly would

have held that it did not require invention to pick up that spray

pipe and put it inside the grizzly. But Postlethwaite is not positive

that it was not in the grizzly.

(2) Th^ patent to Piatt, I0/,q^8. The Commissioner recog-

nized that this patent showed an ore washer consisting of a screen

or cylinder into which a perforated pipe leads through which water

or steam passes to wash the material fed into the cylinder. He
rejected it as an anticipation because he said "This machine is not

for the purpose of collecting 'float' gold."
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(3) The patent to Kirk, 2yo,8i^. The Commissioner stated

that this was "a gold washer with a spray pipe in a rotary cyl-

inder, screen or grizzly" and recognized the fact that "the speci-

fication states that the water issues into the screen with sufficient

foi-ce to break up lumps of clay containing gold fed into the cyl-

inder." This was enough to show that as a washing apparatus

this machine was complete and as a disintegrating apparatus it was

equally complete. If it could break up lumps of clay it could do

all that any of these machines do. The Commissioner, however,

held that it did not anticipate because it was not "for collecting

or recovering 'float' gold."

The Commissioner rejected all three of these references because

he thought it would take more than mechanical skill to adapt them

for collecting float gold and he said, "There is no suggestion in the

description of either of the old devices that 'float' gold could be

recovered by them."

Saving float gold.

There is not a word in the specification or the file-wrapper con-

tents of the patent in suit on the subject of recovering "float" gold

until we reach the final argument of the attorneys in which they

imply that the apparatus is specially adapted to save "float or flour

gold." In every instance they use the two terms together as if

they were interchangeable and evidently they mean by the term

nothing more than fine or minute gold particles. It must be obvious

to anyone, and had the matter been mentioned to the Commissioner

he would have so understood it, that the collecting of such fine

or flour, or if the word "float" is interchangeable with flour, then

float gold is simply a matter of thoroughly washing the material

in the grizzly and then running it over tables adapted to save such

minute particles. There is no suggestion anywhere in the speci-

fication, in the file-wrapper contents or in the Commissioner's de-

cision that there was any peculiar arrangement of the parts or any

bringing of them together which had more for its object than to
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give a thorough washing and an extended opportunity for collec-

tion of the gold particles over gold saving tables. Evidently the

Commissioner was deceived and misled by a false impression which

he received that there was some peculiar arrangement of these

parts whereby "iioat"" gold could be secured. Such, of course, is

not the fact. Beard says that float gold is thin, flakey gold cupped

or shaped like a cup or saucer, so that it floats on the top of the

water, and affirms that there is nothing in any of the devices

which adapts them for collecting such float gold (p. 150). Flour

gold, he says, is a dififerent thing. That term refers simply to

fine particles and they sink and of course can be saved (p. 151).

Burton points out that the patent 103,825 to Ball June 7. 1870,

was especially organized for the purpose of saving gold from the

slimes from the stamps (p. 478), and he calls attention to the fact

that "this indicate? the fineness of such material, so fine as to be

readibly floated upward with an ascending, current of water," and

he aflirms, and the statement is unchallenged, that the prior patents

show "means for gathering, collecting and saving flour, float or

other fine particles of gold" (p. 480). He give? the same mean-

ing to this term "float"" that attorney? for appellee did when they

argued the case in the Patent Office.

We repeat here what we have frequent occasion to notice, that

the process of saving any kind of gold particles, big or little, of

the nature referred to in this litigation, is performed solely by

the tables or amalgamators and that the washing i? a proce?? per-

formed solely by the grizzly; that the two are entirely separate

and that it makes not a particle of difference to the action of the

washer what you do with the liquid flowing from it. nor a particle

of difference to the action of the talile hov.' vou secure the wash-

ing or disintegration of the material which is fed to the table.

Both Beard and Griffin a??ert that no device is speciallv or-

ganized for or successful in saving what is thus technicallv called

"float gold"" as distinguished from flour gold. The Commissioner,

therefore, wa? mistaken in assuming that these patented macliine?

sa\e(1 ^^•hat i? technicall}' known as "float gold."
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Tliey are only intended to save unusually fine particles of gold

and these fine particles are made ready for saving by the vigorous

cleaning and wasliing which goes on within the grizzly. After

the mixture of water and sand leaves the grizzly and reaches the

tables, the saving of the fine gold will entirely depend on the nature

of the table selected, with which the patent has nothing to do.

There is, therefore, nothing in the operation of the machine which

peculiarly qualifies it for washing out float gold as distinguished

from flour gold or fine particles and if it does separate the finer

particles more closely that is simply a question of degree of action

and not a difference in kind of action. No witness ascribes this

function to the machine although it is the sole ground of the Com-

missioner's decision.

It was admitted that all the features were old except the combina-

tion of the old elements, the rotary grizzly, the inner pipe, and

the water under disintegrating pressure. Now these elements, no

matter how they co-act, have nothing to do with the question of

saving float or any other kind of gold. They simply constitute a

washing device and they have done all they can do if they thor-

oghly wash the sticks and stones and cut up the clay masses. Up

to that time, however, not a particle of any kind of gold has been

sa\'ed. This material so thoroughly washed and disintegrated is

now taken over to some kind of a saving table, and if flour gold

is saved it is because of the nature of the table and not because

of the nature of the grizzly. That is simply a washing machine.

The nature of the table is not set out in the specification.

On this subject of the saving of float gold or minute particles

of gold we find in Anbury's report. Complainant's Exhibit J (page

680) , touching the operation of these patented dredges, the follow-

ing: "There can be no question but that much of the finer gold is

lost," from which it appears that these later dredges simply differ in

degree from the apparatuses that went before.
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D. If the Alleged Invention Was Original with Postlethwaite

and Not in the Prior Art Before His Date of Conception,

Nevertheless the Patent is Invalid Because Its Structure

Was in Public Use for More Than Two Years Before the

Date of His Application for a Patent.

His patent was applied for July 6. 1897, and we shall now pro-

ceed to set forth a number of earlier devices used in the United

States and containing all of the essential features of his alleged

invention and particularly containing the spray pipe entering the

grizzly and delivering water thereto under disintegrating pressure

with gold saving apparatuses at hand to treat the material after it

had thus been washed in the grizzly.

1. The Arizona dredge.

This was a dredge made by the Bucyrus Company and success-

fully operated for at least an entire season in Arizona in 1894.

It is illustrated in the exhibits blue-prints 6158, 6178, 6180, and

sketch S. 847 (pp. 979-982). There were three screens

which revolve together (p. 565). and an amalgamator tank

l^elow with water within two inches of its top. The outer screen

revolved in this water (p. 566). But in the inner screen the water

was supplied through the spray pipe J which forces high pressure

jets against the material as it rides up the side of the grizzly (p.

567). Hettlesaeter made and identifies the tracings of the machine

(p. 554). He did this in ]\Iarch. 1894. and he identities the parts

by letters in the blue-prints, showing that there is an inner rotary

grizzly (p. 555), a device for feeding the material into the grizzly,

means for rotating the grizzly, a two-inch perforated sprav pipe

J with 25 staggered holes to discharge water under pressure on

to the material in the grizzly (p. 557). He says the photograph

and the sketch both show the pipe (p. 558). and identifies other

parts (p. 559. 560). The screen was 42 inches long and the per-

forated portion of the pipe was 40 inches long (p. 561).
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Swigart was in Arizona in 1894, for five months (p. 568). He
saw the machine of these blue-prints. The inside grizzly was 2

feet inside the other two. The 2-inch pipe was carried from a

Hne pipe and was perforated (p. 570). The material treated was

clay, sand, black sand and stones a1x)ut a foot in diameter. The

elevating excavator was an endless chain excavator (p. 571). Water

was applied to the material in the grizzly from the spray pipe at

40 to 50 pounds. It cleaned the large boulders and broke up the

small collections (p. 572). The holes were of good size and the

water struck the stones with such force that it splashed out of the

end of the cylinder and he fully describes the operation as being

the same as that of the patent (p. 574). The gold saving device

was a tank lined with corrugated silver plates (p. 575). The

screen was 8 or 10 feet long (p. 580). The grizzly had bars about

4 inches apart, (p. 579). They ran the device with seven men

until it shut down for the winter (p. 581). Stetson was with

the company in 1894 (p. 581). He says the contract for the

Arizona plant was let in July, 1893. He identifies the drawings

and the sketches (p. 582). He saw the machine when it started.

The order for substituting the spray pipe of February 15, 1894,

is found on page 583. These parts were shipped from May, 1894.

to June, 1894 (p. 585). And he identifies certain correspondence

fixing the dates (p. 586). He says the parts were all made and

shipped (p. 588).

This is to all intents and purposes the machine of the patent.

No answering testimony was offered. Mr. Smyth, the expert for

the appellees, says of this device (p. 256) :

" In this Arizona apparatus . . . there are excavating

and elevating devices mounted on a platform adapted to travel.

There is in this apparatus also a rotary grizzly and devices

tor imparting rotary motion to the grizzly. There is a spray

pipe within the grizzly provided with perforations and means
for supplying the pipe with water. There are however, no

collecting tables below the grizzly. Their place being taken

by a tank."

In other words his obiection is that the Arizona machine used
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the old and familiar amalgamator tank below for its gold col-

lecting device instead of the equally old and familiar table. Smyth

then proceeds to explain that the presence of the outer screen and

the water in Avhich they rotate would prevent "any selective action

of the screen from the spray pipe," though he admits ''doubtless

the breaking up and washing action are present" (pp. 256, 257).

We shall later show that this "selective" theory is nonsense and

that it makes not a particle of difference whether the material from

the grizzly be discharged upon saving tables directly or indirectly

or to amalgamator tanks instead of tables. Smith himself admits

this. This Arizona device was a successful and practical public use

of every thing contained in the patent in suit.

The maker of this device might have obtained a patent in the

same terms and just as good as the Postlethwaite patent. If he

failed to do so he simply abandoned the device to the public by his

public use of the same. It was not possible for Postlethwaite or

anybody else to resume that invention if there was one, and not

possible for Postlethwaite to get a good patent when substantially

his same structure had been in use for more than two years before

his application.

2. The Bannock dredge.

Beard went to Bannock in the spring of 1895 (p. 114), where

he remained two seasons. The machine was a dipper dredge (p.

115). and the material passed through a chute 2 feet long from a

hopper to the grizzly which was 4 feet in diameter. 5 feet 'long,

made of steel bars with apertures 3 inches by 12. and revolved

on rollers (p. 115). It had a perforated spray pipe within the

grizzly (p. 117), which was supplied with water from a 5-inch

pump. On a separate scow secured to the boat which carried the

excavating and separating apparatus were the sluice boxes (p.

126), to which the material passed from the grizzly (p. 117). The

spray pipe went through the center of the screen (p. 127). It was

exactly the same type of machine as that now used (p. 129). but
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ui the light of modem experience, would not now be considered

successful (p. 128). It was successful for the season of 1896 (pp.

119, 120, 137). The principle of the machine has not been al-

tered (p. 137). The gold was saved by amalgamation and rif-

fles, in the ordinary manner (p. 138). The first year the machine

was unsuccessful, because of the dredging apparatus (p. 143).

No attempt was made to contradict this testimony, but it proves

a complete and perfectly satisfactory operation of the dredge, which

differed only from that of the patent in suit in that the material

passes to a sluice box instead of being discharged directly onto a

saving table. ]Mr. Smyth, appellee's expert, does not venture to

differentiate it in any manner from the patent in suit. He could

not make even the unconvincing differentiation which he attempted

to set forth in connection with the Arizona machine.

3. The Pascge dredge.

This was another Bucyrus Company dredge, about which it is

unnecessary to say more. It was similar to the Arizona and the

Bannock dredges, but did not work so long. However, it adds

nothing to the case, beyond what they have brought, but that is

quite sufficient to defeat the patent.

4. Conclusion on two years public use.

Bearing in mind that the Commissioner of Patents, the only one

of the five Patent Ofiice experts who could find any invention in

the device, said

:

" All the elements of the appealed claim except the per-

forated spray pipe leading into the grizzly through wdiich

water is forced into the grizzly under disintegrating pressure

are admitted to be old,"

it is perfectly clear that these prior uses contained this precise struc-

ture, which the Commissioner thought was new% operating in the

precise manner suggested by the Commissioner. These are public

uses, therefore, of whatever was new in the patent in suit.
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They were just as successful as Postlethwaite's original ma-

chines, for he himself admits that his Archimedes machine, his first

American machine, was a failure, although he attributes the failure

to certain conditions in the river, and similar conditions alone pre-

vented the continuance of these Bucyrus machines in action. He
would have patented his alleged invention in Australia if his earlier

machine had amounted to anything.

E. Even if the Alleged Combination of the Claim Be Not

Found in the Prior Art, or In Use for More Than Two
Years Prior to the Date of Application of the Patent in Suit,

Still the Claim is Invalid as Being for a Mere Aggregation.

The boat operates like any other dredge boat, and so do the ex-

cavator, the spray pipe, the grizzly, the two combined acting as a

separator, the pump and the saving table. There is absolutely noth-

ing but a summation of the several results, and under these circum-

stances the authorities are numerous and unanimous to the effect

that such an assembling of parts is not invention.

I. The authorities ox this point are as follows:

The claim is. as it seems to us, plainly an aggregation. It brings

together several old elements each previously operated in the same

way to produce the same result. They are limited by five modifying

clauses, no one of which presents any new idea. They have been re-

peatedly put together in various combinations. The alleged inventor

had seen and examined the Dunedin machine illustrated in the Min-

ing and Scientific Press (p. 785) where he saw in actual operation

the precise combination of his claim except that the spray pipe in-

stead of being inside the grizzly was under the grizzly discharging.

however, upon the material as it lay on a screen beneath the grizzly.

The prior art, however, as alx)ve shown, abundantly exhibits the

use of rotary grizzlies with sprav pipes therein for the purpose of

separating the materials in gold saving operations. It seemed to us
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so clear that the claim was an aggregation that we contented our-

selves in our brief in the Circuit Court with citing briefly two or

three Circuit Court of Appeals authorities and the leading case of

Richards v. Chase Elevator Co., 158 U. S., 299. Inasmuch as the

Circuit Judge said (pp. 598-599) :

" My mind has been something like the weather vane. It

has swayed back and forth and fluctuated considerably upon
the question when reading the brief and authorities on-one side

whether or not it was a combination and on the other side

whether it was not a mere aggregation."

We have decided to present some of the authorities on aggregation

a little more fully.

As illustrating a simple example of aggregation, attention is

called to the case of Joseph Reckendorfer v. Eherhard Faber, 92

U. S., 347. This case related to the ordinary rubber tip placed on

the end of a lead pencil. The court held this was an aggregation,

stating:

" The law requires more than the change of form or juxta-

position of parts or the external arrangement of things or of

the order in which they are used, to give patentability. . . .

The combination to be patentable must produce a different

force or effect, or result in the combined forces or processes

from that given by their separate parts. There must be a new
result produced by their union ; if not so, it is only an aggrega-

tion of separate elements."

The court then gives instances of what is legitimate combination,

saying

:

' An instance and illustration are found in the discoverv

that by the use of sulphur mixed with India rulDber, the rubber

could be vulcanized, and that without this agent the rubber

could not be vulcanized. The combination of the two produce
a result or an article entirely different from that before in use.

Another illustration may be found in the frame in a sawmill

which advances the log regularly to meet the saw, and the saw
which saws the log; the two co-operate and are simultaneous

in their joint action of sawing through the whole log; or in

the sewing machine where one part advances the cloth and
another part forms the stitches, the action being simultaneous

in carrying on a continuous sewing."
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In the case of TJic Rubber-Coated Harness Triinmmg Company

V. Welling, 97 U. S., 7, there was a ring for martingales, etc., con-

sisting of an iron ring with a metal ring enveloped in composition.

The court said

:

" There is in truth no combined action. . . . It is a case

of aggregation, not of combination."

Justice Matthews in the case of Pickering v. McCullough, 104

U. S., 310, defines the difference between aggregation and combina-

tion. The claim involved in this case was as follows

:

"' The improved apparatus above described, having the spe-

cific character, objects and functions above explained, and con-

sisting of the rib, the revolving mold, and the mechanism by

which the rib is guided toward the axis of revolution of the

mold as it is withdrawn, as set forth, these elements being

claimed only in combination each with all the others, and no

claim is made to any combination of any of them less than

the whole."

Referring to the device of the patent in suit the court said

:

" In Nimmo's apparatus, it is perfectly clear that all the ele-

ments of the combination are old, and that each operates only

in the old way. Beyond the separate and well known results

produced by them severally, no one of them contributes to the

combined result any new feautre; no one of them adds to the

combination anything more than its separate independent ef-

fect; no one of them gives any additional efificiency to the

others, or changes in any way the mode or result of its action.

In a patentable combination of old elements, all the constitu-

ents must so enter into it, as that each qualifies every other;

to draw an illustration from another branch of the law, they

must be joint tenants of the domain of the invention, seized

each of every part, per m<y et per tout, and not mere tenants in

common, with separate interests and estates. It must form

either a new machine of a distinct character and function, or

produce a result due to the joint and co-operating action of all

the elements, and which is not the mere adding together of

separate contributions. Otherwise, it is only a mechanical

juxtaposition, and not a vital union."



In the case of Bussey v. Excelsior Maiiiifactunug Co., no U.

S., 131, the following- claim was held to be an aggregation:

" 3. A diving flue cooking stove constructed with an exit

passage F below the top of the oven, and an exit flue E E', in

combination with an uncased reservoir B attached to the rear

of the stove and placed just above such exit passage, and so

arranged that the gases of combustion in passing through such
exit flue will impinge upon or come in direct contact with said

reservoir, substantially as and for the purposes hereinbefore

specified."

The court said

:

" In claim 3 there is merely an aggregation of parts, there

being no patentable relation between a damper for the middle
flue of a three flue stove and the existence or portability of a

base pan or the existence of a warming closet."

In the case of Hcndy v. Golden State and Miners' Iron JVorhs,

127 U. S.. 370. the patent was for an improvement in ore stamped

feeders. The claim in controversy was as follows

:

I. The feeding cylinder I, mounted upon the movable
timbers H H substantially as and for the purpose above de-

scribed."

The court said :

" Moreover, there is no patentable combination between the

rollers which make the timbers movable and the feeding cyl-

inder I. mounted upon the timbers. The union of parts is

merely an aggregation. The feeding cylinder, mounted upon
timbers which have rollers, operates no differently from what
it does when mounted upon timbers which have no rollers.

Hailes v. Van ]Vornier, 87 U. S. 20 Wall. 353; 358 (22: 241,

248); Reckendorfer v. Faber, 92 U. S. 347. 357 (23:719,

723) ; Pickering v. McCidloiigh, 104 U. S. 310, 318 (26: 749,

751); Bussey v. Excelsior Mfg. Co., no U. S. 131. 146

(28:95, 100). There is nothing patentable in the aggrega-
tion."

^

In the case of Royer v. Roth, 132 U. S.. 201. the patent was for

an improvement in machines for treating raw hides. The claim in-

volved was as follows

:

" The combination with the drum A of a raw-hide fulling
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machine operating to twist the leather alternately in one direc-

tion and the other, a shifting device for the purpose of making
the operation automatic and continuous, substantially as de-

scribed."

It was shown that it was old to apply an automatic shifting de-

vice to a washing machine. The court said

:

" There is no patentable combination of the automatic shift-

ing device with the drum of the fulling machine. It is a mere
aggregation of parts. The shifting device operates automatic-

ally to reverse the action of the fulling machine in precisely the

same way that it operates when applied to any other machine,

and the shifting device being old, its application to the fulling

machine did not require the exercise of invention."

In the case of Union Edge Setter Company v. Keith, 139 U. S..

530, the court said, referring to the combination of the several ele-

ments :

" Undoubtedly the result is a more perfect machine, but it

is simply more perfect because of the co-operation of a greater

number of elements, and not because of any new function

performed by the combination. Counsel for the plaintiff has

made a most ingenious argument to show that a new function

is performed by the combination in determining the tilt or

slant of the sole by the angle required of the edge with the

tread. But that is rather an incident to the operation of the

machine, attributable to the skill and deftness of the operator,

than any new and distinct function belonging to the machine

itself.

" If any separate function had been performed by this com-

bination, it is sofwezifhat singular that the patentee did not call

attention to it in his original application, or until after the

mmn feature of his patent zt'^as shoimi to hm'e been- antici-

pated. We think that this patent falls within the many rul-

ings of this court holding that a mere aggregation of old ele-

ments in a new relation is not the subject of a patent. Reck-

cndorfer v. Faber, 92 U. S. 347 (23:719; Pickering v. Mc-

CuUough, 104 U. S. 310 (26: 749) ; Stephenson v. Brooklyn

C. T. R. Co., 114 U. S., 149 (29: 58) ; Hendv v. Golden State

& M. I. Works, 127 U. S. 370 (32:207); Hailes v. Van
Wormer, 87 U. S. 20 Wall. 353 (22:241.)" (Italics ours.)
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In the case of Adams v. Bellaire Stamping Co., 141 U. S., 539,

the court said

:

" The elements combined to form the alleged invention
merely constituted an ag-gregation of old devices, each work-
ing out its own effect, without producing anything novel, and
such an assemblage or bringing together of old devices, with-

out securing some new and useful result as the joint product
of the combination—something more than a mere aggregation
of old results—does not constitute a patentable invention.

Hailes v. Fan Wonner, 87 U. S. Wall. 353 (22:241); Pick-

ering V. McCullough, 104 U. S. 310 (26: 749.)"

In the case of Brinkerhoff v. Aloe, 146 U. S., 516, the court

said

:

"If several old devices are so put together as to produce
even a better machine or instrument than was formerly in use,

but each of the old devices does what it had formerly done in

the instrument or machine from which it was borrowed, and
in the old way without uniting with other old devices to per-

form any joint function, it seems that the combination is not

patentable. Hailes v. Van IVormer, supra; Reckendorfer v.

Faber, 92 U. S. 347."

In the case of Wright v. Yeungling, 155 U. S., 47, the court

said

:

" The cylindrical guide performs the same functions as in

the prior patents ; the trough in which the connecting rod

works in the Farrar patent, is practically the same as in the

Wright patent, and the combination is a mere aggregation of

their respective functions. If the combination of the trough

and cylindrical guide of the Wright patent gives greater light-

ness and strength to the frame than the combination of the

trough and the flat guides of the Farrar patent, it is a mere
difference in degree, a carrying forward of an old idea, a re-

sult, perhaps, somewhat more perfect than had theretofore

been attained, but not rising to the dignity of invention. We
have repeatedly held patents of this description to be invalid.

Stimpson v. Woodman, yy U. S. 10 Wall. 117 (19:866);
Smithy. Nichols, 88 U. S. 21 Wall. 112 (22:566); Gitidet

V. Brooklyn, 105 U. S. 550 (26:1106); Hall v. Macneale,

107 U. S. 90 (27:367.)"

In the case of Palmer v. Village of Corning, 156 U. S.. 342. It
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was argued that one element of the combination produced a ne\v

and improved result. The court, however, said

:

" It is true that such a fireplace heater, by reason of the fuel

magazine, was a better heater than before, just as the out-

standing stove with its similar flue magazine was a better

heater than a similar stove without such a fuel magazine.

But the improvement in the fireplace heater was the result

merely of the single change produced by the introduction of

the fuel magazine, but one element in the combination. The
new and improved result in the utility of a fireplace heater

cannot be said to be due to anything in the combination of the

element which compose it, in any other sense than that it arises

from bringing together old and well-known separate elements,

which, when thus brought together, operate separately, each

in its own old way. There is no specific quality of the result

which cannot be definitely assigned to the independent action

of a single element. There is. therefore, no patentable novelty

in the aggregation of the several elements, considered in itself.

Thatcher Heating Co. v. Biirtis, 121 U. S. 286 (30:942)."

In the case of Richards v. Chase Elevator Company, 158 U. S..

299, there was involved a device of the same general nature of the

patent in suit, that is. a device which takes material and treats it by

a succession of operations. The device involved was a device for

handling grain. The patent had two claims of the same general

nature. Claim 2 will give an idea of what the device was

:

" 2. The combination of a fixed stationary building, the

tracks F and G. two or more elevating apparatus, a series of

two or more elevator hopper scales having fixed or stationarv'

hoppers, each ha\'ing a valve or slide in its bottom, the dis-

charge spouts P P, adapted and arranged for discharging the

grain directly from said hoppers, respectively, into a corre-

spondingly arranged car. a horizontal conveyor, the chutes J

J, having therein the doors and valves K and L, and the slides

or doors O O; all arranged substantially as shown and de-

scribed, with relation to each other and for the purposes set

forth."

The court in referring to the claim said :

" Unless the combination accomplishes some new result, the

mere multiplicity of elements does not make it patentable. So
long as each element performs some old and well knoii'n fmic-
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tioJi, flic result is not a patentable combiiiatiou. but an aggre-
gation of elements. Indeed, the multiplicity of elements may go
on indefinitely without creating a patentable combination, un-

less by their collocation a new result be produced. Thus, noth-

ing would have been added to the legal aspect of the combina-
tion in question by introducing as new elements the car from
which the transfer was made; the engine that drew such car:

the steam shovel : the engine that operated the shovel and the

elevator; as well as the locomotive which drew the loaded car

from the building, though these are all indispensable features,

since each of them is an old and well known device, and per-

forms a well understood duty." (Italics ours.)

In the case of Richards v. Chase Elevator Co., 159 U. S., 477,

wherein a rehearing was asked for on the patent declared void in

158 U. S., 299, the court held to its former ruling, saying:

" There is certainly no novelty in the result, since the grain

may be transferred by shovels from one car to a platform or

bin. where it may be weighed, and again transferred to a re-

ceiving car. though doubtless this is a slow and laborious

process.

" To make a combination of old elements patentable, there

must be some new result accomplished, and as the result in

this case is a mere aggregation of the several functions of the

different elements of the combination, each performing its old

function in the old way, we see nothing upon which a claim to

invention can be based. The device is undoubtedly a conve-

nient one, and appears to have proven profitable to the pat-

entee, but we are unanimously of the opinion that it lacks the

necessan,' quality of invention.
" The application is therefore denied."

2. The eleventh hour selective theory advanced by Mr.

Smyth, appellee's expert, and approved by Mr. Acker, ap-

pellee's COUNSEL, considered.

What is this selective theory? So far as it can be understood it may

be briefly stated as follows : Water is forced into the spray pipe un-

der disintegrating pressure, discharged from the nozzles or holes,

which vary from one-half to one and one-half inches in diameter, in

streams or streaks, or sprays of water, from three to forty inches
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in length. These streams or streaks of water strike the mass of

material six inches deep, consisting of mud, clay, sticks and stones,

which is tumbling and tossing in the bottom of the grizzly, and

moving down therealong, and each little stream takes a little par-

ticle of gold and forces it down, the smaller gold particles ahead

of the larger gravel particles. They force them into the mass or

through the mass, and out through the holes in the grizzly, which

is all the time rotating by a force greater and other than the force

of gravity, and then emerging, each little stream clutching its little

particle of gold, dash wnth a force greater than the force of grav-

ity, upon the saving tables (which at first Mr. Smyth thought were

directly below the grizzly, as shown in his drawing), where the

little particles of gold, still moving faster than the gravel, are

driven down in the matting, entangled and saved. Thereupon

these various little streams, having passed the ordeal of the tum-

bling mass of material, the rotating grizzly and the impact with the

table below, still survive, by virtue of their velocity acquired from

the disintegrating pressure, and rush down over the surface of

the tables, still selecting and separating each its little particle of

gold, so that in some unexplained manner this selective action per-

sists all over the tables, and the gold is separated by means other

than by the influence of gravity, and is carried to the bottom of

the sheet of water and entangled in the meshes of the cocoa mat-

ting.

fl7/v zcas this selective theory advanced f The admitted failure

of appellee to show^ any modifying coaction between the grizzly and

the saving tables such as would be necessary to save the claim

from the charge of aggregation ! Nothing could be more con-

vincingly persuasive that the appellee recognized this failure

than the elaboration and presentation of this theory. Thev saw,

after appellants' full disclosure of the prior art, that the claim was

a mere aggregation, and they are now trying to save it by this se-

lective theory.

Thus we find Mr. Acker, in appellees' opening brief below, saymg

tlie following:
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ness Smyth, in addition to explaining the prior art and differ-

entiating it from the patented device in suit, certainly finds

the life of the claiim in these material preparing means ; and the

witness Smyth also presents what may be the secret of this

life ; ... To this 'life' element of the claim, the defend-
ants herein have turned, after experience with machines from
which it was absent. Why? Is it because there is nothing in

it? Inconceivable. There is, there must be something in this

claim of the patent. . . . We think it is even probable
that the selective separation descriljed by the witness Smyth
(by which under the disintegrating action of the streams and
sprays the force of which to be disintegrating must necessarily

be something greater than the force of cohesion of the particles

torn asunder, the particles of smaller mass are impelled awav
and separated from the particles of larger mass) is present

and has a beneficial effect upon the final result, but whether
this particular theory of separation be true or not (and we
cannot see how it can avail defendants to show it to be incor-

rect), there must be some principle involved which renders

this device better than others, but whether we know it or not

is immaterial."

From this we learn that appellee's counsel vainly hope that there

may be some co-operating action between the table and the grizzly

which will relieve the claim from being aggregation, though they

know of nothing except this Smyth theory. Therefore they think

it is "even probable that the selective separation described by the

witness Smyth is present and has a beneficial effect upon the final

result." If, therefore, the court does not accept this theor)^ the

presentation of it in this form in the record and the brief is equiva-

lent to an admission that the claim is a mere aggregation.

It is necessary in order to save the life of this claim to establish

this theory, and when it is established as previously shown, appel-

lants escape the charge of infringement, because they have no such

apparatus as that shown in Smyth's drawings or in the patent, and

no apparatus where any such theory could possibly work out in

practice.

When zvas this selective theory first advanced? It is significant

that this theory is never suggested anywhere by any one, either in
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the appellants' case had been closed. Then Mr. Smyth, having

the last word, comes onto the witness stand and weaves this mag-

ical theory, performs this intellectual incantation, and indulges in

this expert's ghost walk, which has for its object, as Mr. Acker in

his brief says, to breathe life into what we think is plainly a dead

claim.

Who is responsible for this theory F Mr. Smyth, the expert who

has created this theory for the purpose of helping the court inter-

pret the claims and understand the invention, knows practically

nothing about the materials in which such dredges work, as shown

by his testimony on page 268

:

" X-Q. 24. Are you familiar with the character of the de-

posits in which these dredges are used in California?

''A. Only generally; only from general knowledge; very

generally."

He has never inspected the dredges in operation or the deposits,

so far as they might be considered in connection with gold dredg-

ing apparatuses, as shown by his testimony on page 269

:

" X-Q. 25. Have you ever inspected them (the deposits) ?

"A. The dredges or the deposits?
" X-Q. 26. The deposits.
'' A. I have. Not in connection with gold dredging appa-

ratus, but in my general observation in traveling over the

country wdiere these deposits exist."

He has never observed the working of any of these separating

tables, as shown by his testimony on page 297

:

" X-O. 185. Your own professional experience has not

brought you into this branch of work of planning or observing

separating tables?
" A. No, sir."

He has never seen any of these devices in operation, as shown

by his testimony (p. 404) :

" X-Q. 355. Have you seen any of these devices in actual

operation ?

'* A. No, sir."



He has never seen a grizzly at work, as shown by his testimony

on page 411:

" X-Q. 390. I understand you have never seen one of these

devices in operation?
" A. No, sir ; but it is not necessary to see them to un-

derstand what would take place under a given set of conditions

either in such a machine as that or in any other machine."

He apparently knows nothing about the tables, as to their struc-

ture or angle of inclination, notwithstanding his assertion that he

is familiar with such tables, as shown by his testimony (p. 279) :

" X-Q. 88. Are you familiar with separating tables?

"A. Yes.
" X-O. 89. Will you describe a typical form?
" A. There are a great many forms. They take all kinds

of forms of riffles. The one employed in these dredges is,

as I understand, made of expanded metal and coaconut mat-

ting.

" X-Q. go. Is that inclined at a sharp angle or at a large

angle?"

(Page 280) :
" A. That depends upon what you would call

a large angle. .

" X-Q. 92. What would you call a low angle?
" A. Oh, I should say from ten to, thirty degrees. . . .

" X-O. 95. Did you ever see one inclined to such an angle?
" A. I don't remember that I have ever seen one so large

as that.
'* X-Q. 97. Is it not a fact that 10° is an extreme angle for

such a table?
" A. No, sir.

" X-Q. 99. Why did you then say 10 to 30°?
" A. Well, they were the first degrees that came to my

mind."

(Page 281) :

" X-Q. 107. You spoke of cocoanut matting. Where is

that applied?
" A. On the tables.

"X-Q. 108. At what part of the tables?

(Page 282) :

" A. From my own knowledge I can't say, but from my
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reading—and it is a long time since I have followed that

matter.
" X-Q. 109. So that your impressions about separating

tables are principally derived from your recollection of that

lecture (long ago at the Technical Society) ?

' A. This particular one and the magazine articles which
came out from time to time."

(Page 295) :

" X-Q. 177. I also understand that you have no theoretical

or practical knowledge to speak of with regard to the opera-

tion of separating tables. Am I correct in that?

"A.- I have designed a great many of them in the course

of my business. There was one time when I devoted myself

very considerably to mining machinery of all kinds, including

amalgamators of various types.

"X-Q. 178. I understood you to say in reply to my ques-

tion that you did not know where in practice cocoanut mat-

ting was applied upon these tables?
" A. Well, that was only general. I knew that it was ap-

plied in close proximity to the discharged material from the

grizzly."

(Page 296) :

" A. I understand that the table immediately under the

grizzly is not furnished with cocoanut matting.

"X-Q. 181. And you understand that the cocoanut mat-

ting is put where?
" A. Is put in close proximity to it. That is. it is under

it, but does not commence diametrically under it.

" X-Q. 182. Is the cocoanut matting laid in strips or in

sheets on the tables?
" A. I can't answer that, never having examined a ma-

chine.
" X-Q. 183. Is it put on the tables or in the riffles attached

to the tables?
" A. My recollection of the description by Mr. Postle-

thwaite was that the tables with covered witli cocoanut mat-

ting and on top of that was placed the riffles.

" X-Q. 184. You are testifying now. giving your idea of

the separating tables from your recollection of the description

given by Mr. Postlethwaite several years ago?"
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(Page 297)

'' A. That and my general reading on the subject. I have
studied these matters, together with many other matters in the

magazine articles which have appeared ; not recently, but some
time ago.

" X-0. 185. Your own professional experience has not

brought you into this branch of work, of planning or observ-

ing separating tables?
" A. No. sir."

Notwithstanding this, he ventures to state with some particularity

the condition of things in and about these grizzlies and tables.

Thus (page 410) :

" X-O. 388. What is the ordinary thickness of the material

in the bottom of one of these grizzlies?
" A. r should say it varies all the way from nothing to say

six inches or such a matter. That is what I would judge."

(Page 4:22) :

'' X-O. 442. You don't know from your own obsen-aticns

whether the discharge referred to takes place at a high velocity

upon the table?
" A. No, sir; but I would entirely rely upon my judgment

in a matter of that character as to what would take place under
the stated conditions."

(Page 426) :

" X-Q. 459. This is a slow^, regular revolution, by which
the material is kept at the low^est point of the revolving cylin-

der and falls there by gravity as the cylinder revolves. Is that

correct ?

'' A. It is partially correct."

(Page 435) :

" X-Q. 489. You don't know whether the water on the

tables would be rapidly flowing or not?
" A. I do know that it would be.

" X-Q. 490. By reason of the initial velocity of the stream?
" A. By reason of the initial velocity of the stream at such

parts of the grizzly where the whole energy of the water w^as

not abstracted from it.

"X-Q. 491. This is entirely a matter of theory and not of
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obserxation with you. is it not, the effect of water upon those

tables ?

" A. It is so absohitely obvious that it can hardly be prop-

erly designated as theoretical."

It is thus evident from this witness" own testimony that he has

no practical knowledge as an investigator or student touching the

operation or even the structure of the arrangement of the grizzlies

or the tables of the combined dredges. He never has seen either

in action and is not even familiar with the kind of material they

work in. Thus he puts at rest the whole matter of his qualification

for testifying on the subject of his theory by his testimony on page

422:

" X-0. 441. Now have you ever seen such streams of water

delivering in the w-ay you have described, upon saving tables,

that is to say, is your description of this theoretically or the

result of obsen^ation ?

" A. Theoretically."

It may be worth while to add that not only does Smyth know

nothing about the machines, but all those w-ho do give testimony

which is in direct conflict wnth his wonderful theory. This has

been shown above, but in this connection we may repeat something

of what the other witnesses have said. Grifiin says there is no

connection between the revolving screen and the gold saving table

(p. 186). Postlethwaite says any gold saving table can be used

with his screens (p. 367). He doesn't even know that his patent

calls for the placing of the tables under the screens (p. 369).

Burton says there is no necessary relation between the tables and

the grizzly (p. 476). and that there is no modifying co-operation

between the collecting table and grizzly (p. 504), and that the

function of the grizzly is not modified by the collecting table or

vice versa (p. 510), because the collecting is done solely by the

table (pp. 522, 527).

This selective action is i)iipossible ami cainiot exist and in any

case cannot exist in appellants' apparatus. We think that it must

be perfectly obvious to anyone that no such selective operation can

actuallv occur in anv such machine. At anv rate, it does not occur
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the fluid contents of the grizzly, that is, the water carrying the mud
and gold, is dropped into a box beneath the grizzly, whence it is

drawn off laterally onto the saving tables through adjustable gates.

It does not seem to us possible that anyone can believe that any

such selective operation if otherwise carried out, for example, in a

structure like that pictured in the patent, could be carried out so far

as the saving tables are concerned, in a structure like that of ap-

pellants.

TJic details of this selectvue theory imll noiu be examined, for

appellees have considered it so seriously that zue must necessarily

asswrie that it is serious and give it corresponding treatment.

Smyth's Selective Theory.

In order to make it appear that there zvas some new action Tji/ithin

the grizzly

He said that the expression included the idea. ( i ) of pro-

ducing thin streams of water which would (2) enter the mate-

rial as such and select within the material the smaller particles and

drive them ahead of the larger, and that (3) these streams, or

some of them at least, would escape from the grizzly still driving

the small particles more rapidly than the large ones that fall from

the grizzly.

In order to establish modifying coaction bePzceen grizzly and

table

He held that such streams (4) would discharge the small parti-

cles including the gold on the table ahead of the larger particles and

at a liigher velocity, and (5) w^ould so persist on and over the tables

as to continue such selection until the gold particles had been saved.

This astonishing theory is based on the following language, p. 2

of the patent

:

" The water flowing from this pipe into the grizzly serves
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to thoroughly wash and separate the material entering therein

from the trough or runway G and to force the finer material

from the grizzly onto the separating tables or platforms H'
arranged below the . grizzly

."

Of course the natural meaning of this language seems plain

enough and it is particularly plain when construed in connection

with the following language a little further on on p. 2 of the patent

:

" Consequently the water and the finer material flowing

from the grizzly fall upon the first of the inclined tables or

platforms, passing thereover flozi' onto the next, and so on
until they pass off of the lower set of tables or platforms. As
the fine gold or precious metal is contained in the material

ilozving from the grizzly, the same will be gathered or collected

as the material is passed over the separating tables or plat-

form.s."

There does not seem to be in this plain language, where in one

moment the patentee speaks of forcing the material from the

grizzly onto the separating tables and the next alludes to the ma-

terial as flowing from the grizzly, using the same temi to describe

its progress over the table, the slightest justification for this mys-

terious and marvelous theory.

Smyth does not pretend to find any authority for his theoi'y in

the statement of any w'itness or in the patent or specification, ex-

cept in the language just quoted, or in any practical operation of

the machine, for he has never seen one of these machines at work.

It is, therefore, a matter of pure theory. His theorv^ is illustrated

in certain sketches hereafter to be considered.

The utter absurdity of complainant's theory of operation makes

the discussion difficult. But we shall consider each of the five neces-

sary elements of his theory.
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THE ELEMENTS INTENDED TO SHOW A NOVEL CO-

OPERATION BETWEEN GRIZZLY AND PIPE.

I. The fine streams which must issue from the pipe ac-

cording TO Smyth.

Bennett says that in complainant's machine the pipe holes are half-

inch perforations at the upper half of the pipe and at the lower half

they are considerably larger and with nozzles, "thus concentrating

the water so that it plays upon the material within the screen at a

greater pressure" (p. 56). The nozzles are 3 inches long, though

nozzles are not always used. He says the effect of the nozzle is

to concentrate the water ; that its aperture is an inch and a quarter

at its discharge and nearly twice that at the point where the nozzle

connects with the pipe (p. 58) ; and that these nozzles are turned

upwardly holding the material longer in the screen (p. 60).

Postlethwaite says that his grizzly is from 3 to 6 feet hi diameter

(p. 369). Smyth says that the material in the bottom of the grizzly

is about 6 inches deep (p. 410). Postlethwaite says that the per-

forated pipe is from 8 to 10 inches in diameter (p. 373). It appears

also that water is commonly discharged through nozzles which are

about 3 incl'Cs long. In the patent the pipe is shown as in the

middle of the grizzly, and since we are dealing with the construc-

tion of the terms used in the patent we are justified in considering

those terms with reference to what is shown in the patent rather

than with reference to the later practice which shows that the pipe

is now commonly raised to a higher level.

If now, the grizzly is 3 feet in diameter, the pipe 10 inches in

diameter and in the middle of the grizzly, and if the pipe has nozzles

3 inches long, and if the material is 6 inches deep, the distance

from the ends of the nozzles to the material will be 4 inches, and

if the gri/zly is (> feet in diameter, then the length of the stream

would l)e 22 inches, or removing the nozzles in the first case, the

length of the stream would be 7 inches and in the second case 25

inches.

\^'e then ha\e streams of water deli\ered under high pressure
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from a spray pipe and var3dng in diameter from one-half of an

incli to one and one-half inches and some of them delivering through

nozzles. They are discharged for distances of from 4 to 25 inches

against the material below. Now, Mr. Smyth, who has never seen

one of these machines at work, basing his testimony upon his rose

nozzle garden hose illustration and his pictures, declares that these

streams of water before they strike the material would be divided

into an infinite number of minute streams. Thus he speaks (p.

413 and 414) :

"Any ordinary hole made through a thin pipe such as a

spray pipe in the grizzly, would necessarily give a conical form

to the stream, spreading out as it proceeded from the hole

so that by the time it reached the material this stream would
be in the form of a multitude of discreet particles of water

interspersed with streaks of water. . . . Thousands of

parts of the stream would meet thousands of parts of the ma-

terial, doubtless."

Again he testifies

:

" In other words, you would think that the stream would
be divided into spray and that each of the globules of water

forming the spray would be in turn intercepted or would strike

various parts of the material in the grizzly?

"A. Doubtless."

(Page 415)

:

"A. 1 have already explained that the identity of the stream

is already broken up by the mere fact of it passing through

the hole in the thm pipe, ... so that it strikes the ma-
terial as spray with the discreet particles you say?

"A. Doubtless a large portion, and a large portion of it

would come in as I have already said, in long streaks."

So, then, the first pari of Mr. Smyth's theory rests upon the

proposition that these streams of water from one-half to one and a

half inches in diameter traveling from a few inches to 2 feet within

the grizzly, become, before they strike the material, dissolved into

thousands of streaks of discreet particles. Of course, he has never

seen this nor would one suppose he has ever seen an ordinary

garden hose in operation and the elaborate spray devices which
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are sometimes applied to this comparatively thin and weak stream

to get it to dissolve itself into a spray. On the other hand, he

seems to have forgotten that the desired thing in a disintegrating

stream in the grizzly is to break up the clay lumps and separate the

masses of miid from the sticks and stones, and what is called for is

a pretty solid and serious stream rather than a vast multitude of dis-

creet particles.

(2) Smyth's theory of selective lines of force within

THE MASS OF MATERIAL. Smyth says that when these discreet par-

ticles, globules or streaks of water strike the material they begin at

once, each to select its little particles of gold and drive it ahead of

the gravel and boulders and sticks into the mass, for he says (p.

225) :

" That is to say, the smaller particles will be driven forc-

ibly along the stream lines of the water, whereas the heavier

particles \\ ill be not so effective but will tend to drop merely

by gravity through the meshes of the grizzly. In brief, the

fine particles of sand and gold will tend to take and wall in

effect take a course along the stream lines."

This selective action is taking place within the grizzly (p. 228).

Page 285 and 286 he says

:

" The selective character of the sprays and fine streams

would tend to arrange the fine particles ahead of the larger

particles,"

and it takes place in the mass of the tossing and rolling material,

for he says (p. 292) :

" The selective action would be continuously driving the

finer particles to the lower portion of the mass in the grizzly

as it is tumbled and turning and the effective selection would
be there just the same even though the mass is sufficiently

thick not to allow the stream lines to emerge as definite stream
lines."

Page 409 he says

:

" The stream has the effect of causing the smaller particles

to advance continuously ahead of the larger particles and by
these means they are gradually worked through the mass of
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material at a faster rate than the larger particles and conse-

quently they have that effect whether they pass directly

through the material or not,"

and this even though these alleged streaks may have lost their

identity in th.e mass.

On page 410 we find:

" Do you understand that these streams that you have re-

ferred to lose their identity when they are interrupted?
" A. They may or may not."

This is very good from a witness who has never seen one of

these machines work, testifying about a thing which it is impossible

to observe, test or inspect.

Thus in the second stage of this amazing theory we find the al-

leged streaks of water are engaged each in selecting its own little

piece of gold in the material and shooting it ahead of the other

little pieces, although he practically admits that the little streams

lose their vitality when they strike the mass of material. Whether

he admits it to not, of course it is true, if indeed there be any such

fine streams. Now, to get through the mass as individual streams,

would necessarily require a higher pressure, but a higher pressure

dissolves the stream into smaller streams of spray (p. 421). as

stated by Mr. Smyth ; but small streams are more readily lost in the

mass of material, and thus we see how impossible it is to harmonize

this mysterious theory even with the statement of the witness who

propounds it. Of course. Mr. Smyth has not seen any such action.

Nobody has seen it and nobody can see it. So far as it is possible

to know anything al^out it or to reason about it. it seems utterly

absurd.

(3) The third of the three elements of this theory is

that the fine streams maintain their individuality and
selective action and accelerate the speed of the small par-

ticles after the material is discharged from the grizzly.

If these little streaks of water are to perform any sen-ice whatso-

ever outside of the grizzly, or in other words, any service except

cleaning the stones, then, of course, they must preser\e their vitality
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as individual streams until they strike the table and even beyond.

So we find Mr. Smyth discussing the third aspect of his marvel-

ous theory. The language of the patent, "to force the finer mate-

rial from the grizzly or separator onto the table" is seized upon as

the basis of his contention. In his diagrams he illustrates the

escape of the selective streams through the holes in the grizzly.

He affirms that the particles of gold issue with greater velocity

than the other particles onto the saving tables below. Thus he says

(p. 225):

" In brief, the fine particles of sand and gold will tend to

take and will in effect take a course along the stream lines and
will be thus driven with force onto the tables beneath the

grizzly as described in the patent."

On page 228 he says

:

" The selective action of the water under force is of the

character to move the fine particles from the grizzly to the

table—and by the fine particles I mean of course the sand, in-

cluding the values—ahead of the larger particles and this posi-

tion of separation is maintained until the table has performed

its function of recovering by its riffles or quicksilver if such is

used, and has secured the values."

Again he says (p. 278) :

" What do you understand to have been meant by the in-

ventor when he used that phrase 'disintegrating pressure;'

pressure to do what?
" A. To force the finer material onto the tables or to de-

liver the materials onto the table with force."

Again, page 283 :

'' The advantage of delivering it with force under the con-

ditions described in the patent is that the fine particles are

driven down onto the table and become entangled in the fibre

on the rough surface of the cocoanut matting whereas if they

were not driven with force they would tend to remain in sus-

pension."

But when reminded that he did not know where the cocoanut

matting was, he said that he thought it was applied to the table



S4

close to the delivery point (p. 283), and he adds the following tes-

timony, pagpe 290:

" X-O. 148. Yes. I sec. Well, when you say 'ahead of the

balance' you mean to say that they (the gold particles') will

come out and the others will not. don't you?
" A, No, by no means ; that they would come out first.

" X-O. 149. And then the other material would follow suit

afterwards?
" A. Yes. sir.

"X-O. 150. And come out?

.\. Yes, and would range itself on top of the gold parti-

cles or tlie finer particles."

He realizes that it would be somewhat difficult for these selective

streams to get through the mass of material and the holes in the

rotating cylinder and so he says (p. 292) :

" The eflfective selection will be there just the same even

though the mass is sufficiently thick not to allow the stream

lines to emerge as definite stream lines.

" X-O. 161. Wliatever comes through that mass therefore

should be by gravity. Would anything come through the mass
except by gravity?

*' A. Y'es. The masses tumbling and turning atid getting

thinner and doubtless fonning into holes and crevices through

which the energ}' is continually driving the fine particles of

gold and fine sand.
" X-O. 162. Is it your idea that each one of these iets re-

tains its indivduality in passing through this mass of material ?

" A. That is not necessary to this selective action.

"X-O. i6v Do von think it is?

"A.~No>'

As pre\iously showTi, he knows nothing about the location of the

cocoanut matting which is so important a part of tliis portion of

his theory (p. 296). He admits that these selective streams would

do no service if they passed through the holes in the cylinder with-

out touching anything (p. 408), and the number that would get

through would be greatly reduced by the boulders (p. 407). On

page 410 we find him testifying that these streams may lose their

indi\ndualit\^ in the mass.
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On page 294 he testified as follows:

" X-O. 174. I understand that there is no force behind this

water more than the force of gravity, when it comes out of

grizzly ?

"A. Yes, sir; the selective action is there nevertheless.

The chances are. the probabilities are that there is some energy

left in the water after it has left the grizzly."

And so he is compelled to testify (p. 441) as follows:

" I have carefully endeavored in this cross-examination to

indicate exactly what is in my mind as to the character of

force necessary or desirable in this form of selection; that is,

that the force shall be as described in the patent 'disintegrating

force ;' that is to say, it was a little more than the force neces-

sary to cause disintegration."

So it turns out that this force is not only not mentioned in the

patent, Ijut that the force, disintegrating force, which is mentioned

in the patent in suit is something entirely different from what

he has Ijeen talking about, and his selective streams of force which

are going to issue from the grizzly must have something more than

disintegrating force behind them before they can get out, and as a

climax to this testimony we find (p. 442) :

"X-O. 518. Do you mean Ijy that answer that it is or is

not desirable to have the water strike tlie tables at a greater

force than gravity?

"A. I am not prepared to define the amount of force;

whether it is more or less than gravity.''

Thus he agrees with Mr. Burton that the force described as a

disintegrating force in the claim is a force wliich exhausts itself

within the grizzly and is not the thing that he, Mr. Smyth, has

been talking about at all. The force that he is talking about is

some excess of force beyond what is required for disintegration.

He does not know how much it should be. whether less or greater

than gra^ity. He only knows that its first effect is to force the

little pieces of gold into the matting so that they are entangled

and caught as they are said by him to approach the table with

greater velocity than the larger particles. As previously pointed

out, a distinct difficulty with this theory is that few have any
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matting- under the grizzly. This is decidedly interesting from a

man who has never seen one of these machines in operation and

who testifies about a thing, the minute action of which nobody

can inspect or observe.

So far as his theory is concerned, Mr. Aubury, a witness for the

appellees, is in direct opposition to him. He saw the machine in

operation and he testified (p. 396) as follows:

" X-Q. 39. Does it come out forcibly?
" A. Well, I could not say. My memory is not good on

that point as to how it did come out of the screen. We look

generally to the results on these things. I saw that the gravel

or waste gravel was very clean."

(Page 397) :

" Well, the forcible ejection of water and gravel onto the

table at the point of contact, I would say that possibly such

forcible contact would prevent a very large saving of the gold

right at that point, at the point of contact.
" X-0. 46. To the extent that the force persisted, the sav-

ing of the gold would be interfered with?
" A. To the extent that the force persisted the saving of

the gold would be interefred with."

(Page 398):

" X-Q. 50. Now, at the time you inspected this dredge did

you observe that the material was forcibly ejected from the

screen upon the table?
" A. No, I did not observe that."

Thus we see from appellee's own witnesses that there is no such

excess of pressure and if there were it would be a bad thing for the

machine as a gold saver, but this issuance of selective streams from

the grizzly at a higher velocity than gravity would produce is in-

teresting as being part of the scheme to show modifying co-opera-

tion between the grizzly and the tables, and this phase of the matter

we are now to examine.
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THE ELEMENTS IN THIS THEORY TENDING TO ES-

TABLISH THE MODIFYING COACTION BETWEEN
GRIZZLY AND SAVING TABLES.

4. The theory that the selective action continues un-
til THE SMALL PARTICLES OF GOLD ARE FORCED AHEAD OF THE
LARGE ONES ONTO THE SAVING TABLES WITH SUFFICIENT VELOCITY
TO SAVE THE GOLD AT OR NEAR SUCH CONTACT.

We have ,seen that there is no matting and no saving table

in reach of these streams of force in appellants' apparatus. We
have seen that Anbury, appellee's witness, says that he did not notice

any such forcible discharge and that it would be a bad thing for

the gold saving table if there were such forcible discharge and if

the tables were there. We have seen that the disintegrating pres-

sure of the patent and the claim, according to experts for both

sides, performs its function when it disintegrates within the grizzly

and that therefore there is no suggestion in the patent of any such

excess of force. Still we find Mr. Smyth, although he does not

know where the matting is placed, giving the following testimony

<PP- 437-438) :

" It is also true that the speed of the particles has been

changed by the selective action and consequently the manner
in which they reach the table is different from the manner in

which they would reach the table had this selective action not

been present."

And page 283

:

" The advantage of delivering it (the fine material) with

force under the conditions described in the patent is that the

fine particles are driven down onto the table and become en-

tangled in the fibre in the rough surface of the cocoanut mat-

ting."

We refrain from further comment on this portion of his testi-

mony.
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5- The fifth elemext in the theory is that these forci-

ble STREAMS OF WATER PASSING FROM THE TABLE PERSIST IN CARRY-
ING LITTLE PARTICLES ALONG THE TABLE IN A SELECTIVE MANNER.

We have shown that Mr. Smyth knows nothing about the

matter, never having seen one of these tables operate. He
does not even know at what angle they are set. ^^'e have

seen that the water issuing from the grizzly in appellants' device is

caught in a box and thence delivered in regulated quantities to the

table, so that it is clear that nothing of the kind illustrated in his

drawings can occur. He admits that the inventor did not mention

any such action on the tables (p. 299), and there is no difference

between the tables used in this patent and the other tables of the

art (pp. 436-437)-

Aubury says, as pointed out above and as everybody knows, that

gold saving tables operate with a feeble flow of water. Therefore

this selective energ}' of these streaks of water induced by that ex-

cess of pressure over disintegrating pressure which the patent does

not mention, would be an injury, particularly as the precise flow of

water desired is obtained by varying the inclination of the table.

It seems perfectly clear, whatever else may be said of any part

of ]\Ir. Smyth's theory, that not a vestige of his selective force can

persist on the tables after the water from appellants' gates is turned

in adjustable quantities upon these tables and it is not wanted even

if it exists.

All that is wanted is a gentle, thin, uniform flow of liquid over

the tables without any interruption from selective forces or agencies

other than those which form familiar parts of the old. well-known

tables.

Thus we find not the slightest justification for any one of the

five elements which go to make up the Smyth theory of the mean-

ing of the term "disintegrating pressure" as used in the claim.

The streams of water which issue from the pipe are not attenuated

streaks of water: if so. they do not penetrate the mass of material,

or do anvthine more than merelv wash the sticks and stones and
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cut up the clay ; as independent, separable streams they could not

possibly penetrate the material and escape through the holes in the

rotary grizzly ; they do not persist as streams accelerating the

velocity of the tine particles below the grizzly; they do not force

such fine particles ahead of the larger ones and with greater vio-

lence onto the table, for one good reason at least, that there is usually

in practice no such saving table under the grizzly ; and they do not

persist as selective streams operating by the residuum or excess

energy to carry on the selective process as the material flows over

the tables. The whole theory is ridiculously absurd, no other wit-

ness in the case sanctions it and the witness who advances it never

saw a gold dredge at work.

There is nothing in claim 3 to suggest it. All of the witnesses

agree that the sole function of the saving table is to save the gold

and that it is not affected in that action by the separator. In the

Pascoe machine the saving table is on a separate boat. In the Ari-

zona machine the saving tables were replaced by an amalgamator

tank. The saving device of the patent itself consists of both tables

and remote sluice boxes.

Appellee's witness Bennett says that the action of the tables is

the same as the sluice boxes or gutters, and that there is nothing

to differentiate the sluice box or tables from the ordinary sluice

boxes used in hydraulic mining. Postlethwaite says he can use any

kind of table. Smyth himself puts the whole matter at rest when

he testifies as follows (pp. 439, 440) :

" If the materials received from the grizzly operate in con-

nection with the structure shown in the patent were placed

in a tank instead of being discharged directly on the saving

table, and if they were then, after being thoroughly mixed,

discharged from the tank on the saving table by gravity in a

uniform manner, would the result be a loss in the amount of

gold saved?
" A. I do not know.

"X-O. 510. You can't teli:^

"A.~No."

This testimonv leaves it too plain for discussion that there is no
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modifying- co-operation between the grizzly and the saving table.

One is a separator, and any kind of separator could be used with

the tables in question. The other is a saving device, and any kind

of saving device could be used with the grizzly in question.

If either '"float" or flour gold is saved it is not because of anything

done in the grizzly or separator, but solely because of the tables.

Tables of every kind and description are old and to them and them

alone is due the degree of excellence of the saving process. We
have shown that there is no relation whatever between the separ-

ator and the saving table, and no excellence that may be ascribed to

any particular saving table can be made a basis for sustaining

the claim in question, the novelty of which is not in the slightest

degree based on the table or its action.

The attitude of this witness is found in his sketches which ac-

company his testimony. The first. Exhibit F (p. 633), shows a

vertical pipe with two jets of water issuing therefrom, striking two

objects in an impossible position of suspension in midair, one very

small, the other very large. The jets move them unequal dis-

tances laterally. This has nothing whatever to do with the case

at bar where the objects to be acted upon by the jets of water are

embedded in and form part of a tossing, tumbling mass of mud,

sticks and stones in the bottom of a rotating receptacle.

The second drawing, Exhibit G (p. 634), is equally worthless.

It exhibits a saving table directly below the grizzly, when none is

used by the appellants. It shows successive impossibde strata of

objects of different size. They would all be mixed up in a tossing,

tumbling mass in the grizzly and big and little particles would

issue together therefrom. No such conditions as are here shown

could ever by an}- possibility exist in the grizzly or below it.

At a later date the witness introduced two other drawings. Ex-

hibit K
(
p. 765 ) , which show two isolated streams of water dis-

charging vertically upon two separated obJ£cts of different sizes.

Nothing of the kind could be found in the grizzly.

His fourth drawing. Exhibit L (p. 766). as to Figure 3. seems

to have been introduced in place of Exhibit G to correct the tactical
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error of having shown the collecting table below the grizzly in

Exhibit G when none exists in defendants' apparatus. Exhibit L
contains no such collecting table. Nothing resembling this action

can be found in the operation of the grizzly.

This extraordinary theory of AIr. Smyth's is brought into

THE CASE, first. BECAUSE THE PROOF OF THE PRIOR ART SHOWS

THAT disintegrating PRESSURE HAD BEEN FREQUENTLY USED, IF

THAT TERM MEANS THE PRESSURE NECESSARY TO W^\SH THE STICKS

AND STONES AND BREAK UP THE CLAY, AND. SECOND, BECAUSE THE

PRIOR ART HAD SHOWN ALL THE ELEMENTS OF THE CLAIM IN USE,

AND THAT THERE COULD BE NO POSSIBILITY OF INVENTION UNLESS

SOME PECULIAR CO-OPERATION OR MODIFYING COACTION OF GRIZZLIES

AND TABLES COULD BE SHOW^N.

NOTHING BUT AN IMPERATIVE NECESSITY COULD
HAVE INDUCED APPELLEE'S ENPERT AND COUNSEL
TO OFFER SUCH AN ABSURD REMEDY AS THIS.

THERE IS NO CO-OPERATIVE MODIFYING RELATION
BETWEEN THE TABLE AND THE GRIZZLY.

IF THERE IS, APPELLANTS DO NOT HAVE IT IN

THEIR DREDGE AND DO NOT INFRINGE.

Authorities on Effect of Experts' Theories.

No such expert's theory can be used to distort the plain meaning

of the term "disintegrating pressure'' and thus give the claim an

unexpected meaning.

In the case of Paul Boynton Company v. Morris Chute Company,

87 F. R., 225, the court said, in regard to the attempt to inject the

theorv of an expert into the claim:

" W'e are asked not to construe an ambiguous claim, but to

ingraft on a perfectly plain one a restrictive qualification which

tlie patentee wholly omitted to 'particularly point out' when he

applied for his patent, and which it is proposed shall now be

inserted only because the exigency of the appellant's case de-
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mauds it. .\uthority to do this has not been vested in the

courts."

In the case of Computing Scale Company v. Keystone Store-

Service Company, ^^ F. R.. 788, 791, the court said :

"At variance, we think, with these safe and wholesome can-

nons of interpretation, an effort is herein made to say that this

reasonable, just and statutory ascertainment of the meaning

of the claim from the four corners of the patent itself should

not be followed, and that the true meaning of the claim is

found in the testimony of expert witnesses called by the com-

plainant. Assuming a resort to that source pertinent, we think

their view should not prevail."

In the case of Harder v. United States Piling Company, 160 F.

R.. 463 (C. C. A.), the court said, referring to an expert's theory

not found in the patent

:

"A solution of a vexatious problem, a new result, a benefit

to mankind that justified the grant of the patent is claimed,

not on anything that Harder stated with reference to the nature

and scope of the alleged invention, but on a theory of appel-

lant's experts : If the Behrend or other metal piling of the

older art were cast, it would be too brittle to withstand the

blows of the pile-driver. If wrought from steel otherwise than

by the roller process, it would be too expensive for common
use. The old forms could not be successfully rolled. To over-

come these objections was the problem. Harder solved it by

showing the forms that are covered by the claims of his patent.

If, in truth. Harder understood the now stated objections and

was the first to conceive and embody a way of overcoming

them, he carefully refrained from saying so. Now, a patent is

to be sustained not for what an inventor may have done in

fact, but onlv for what he 'particularly points out and dis-

tinctly claims' in his open letter. Fastner Company v. Kraet-

j^er. 150 U. S., 116; Indiana Manufacturing Company v.

Crocker Chair Company, 103 Fed. (C. C. A.). 496; Avery and
Sons v. /. /. Case Plough Works, 148 Fed .(C. C. A.). 214."

3. Alleged extensive public use and acceptance. Appel-

lees have made the usual effort to get the sympathy of the court

bv asserting that their devices had revolutionized the art and that

therefore they are entitled to favorable consideration. The testi-
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mony of Mr. Postlethwaite (pp. 345 to 347) deals with this ques-

tion. He showed that a good deal of dredge manufacturing busi-

ness has been done by the Risdon Iron Works, but he afterwards

explained that this volume of business did not relate entirely to the

dredges but included other machines. It is obvious that the great

mass of this business would relate to the boats, the excavators and

other devices which have nothing to do with the grizzly and table.

He also showed that his company had a declining business, the

number of machines made by them diminishing rapidly toward the

close of the period. He says this is due to the competition of

other makers (p. 348),

Anbury, in his testimony (pp. 385 and 386), says that the pro-

duction from dredges has increased from $200,000 in 190O' to

$5,000,000 in 1906.

We put a very different construction on this from that put on it

by appellees' counsel. It appears to us that this development is

analogous to the same development that has been going on in all

arts during the past ten years along the lines of thoroughness and

completeness and the working over and utilizing of matter hereto-

fore thought not valuable enough for such reworking. It also in-

dicates that there is an enormous interest in this matter and that

there are great manufacturing and operating companies working

these California fields and the question is whether this dead, thin

combination patent on this alleged invention, wdiich even Postle-

thwaite did not think worth patenting in Australia, can be galvan-

ized into life so as to enable this manufacturer to place a mort-

gage upon the entire gold dredging interests and gold fields of

California. Not a word of testimony has been offered to show

that anything that has been done by this inventor has caused this

expansion of the gold dredging business. The record indicates

that the gold dredging business had been very much developed in

Australia before Postlethwaite's first efforts in that direction. A
large number of machines were in operation. Postlethw^aite saw

them. Then he came to America about the time utilizing dredges

in California gold fields began to be considered. This record
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shows that a number of dredges had been successfully operated in

Australia and the United States long before Postlethwaite came to

America and even before his alleged conception.

Where there is no patentable novelty, utility or ex-
tended USE IS OF NO importance IN CONSIDERING THE QUESTION
OF INVENTION.

In the case of Voightmann v. Weis & Ridge Cornice Co., 133

F. R.. 298. 304, the court said:

" No extent of use can supply the want of actual invention

or cure the vice of mere aggregation. Adams v. BcUaire

Stamping Company, 141 U. S. 539, 12 Sup. Ct. 66. 35 L. Ed.

849; Lehigh Valley R. Co. v. Kearney, 158 U. S. 461, 15 Sup.

Ct. 871. 39 L. Ed. 1055; Olin v. Timken, 155 U. S. 141, 15
Sup. Ct. 49, 39 L. Ed. 100; Grant v. JValter, 148 U. S. 547,
13 Sup. Ct. 699, 37 L. Ed. 552. This is well summed up by
Mr. Justice Brown in McClain v. Ortmayer, 141 U. S. 420,
12 Sup. Ct. 79. 35 L. Ed. 800."

In Hotel Security Checking Co. v. Lorraine Co., 155 F. R.. 298,

the court said

:

" In view of the foregoing, the asserted extensive use into

which the device has gone and the large amounts in royalties

that have been paid to complainant cannot be considered as

giving the device patentable novelty. Upon this point, the

adjudications uniformly hold that, wdiere there is no inven-

tion, the extent of the sales and use of the patented article is

immaterial. McClain- v. Ortmayer, 141 U. S. 419, 12 Sup.

Ct. 76, 35 L. Ed. 800; Adams v. BcUairc Stamping Co., 141

U. S. 539, 12 Sup. Ct. 66, 35 L. Ed. 849; Peoria Target Co.

v. Cleveland Target Co. (C. C), 47 Fed. 725; Olin v. Tim-
ken. 155 U. S. 155, 15 Sup. Ct. 49, 39 L. Ed. 100."

In the case of Tuhclt Co. v. Friedman. 158 F. R.. 430. 439. the

court said

:

" Its greater utility, durability, attractiveness, and market-

ability do not of themselves show patentable novelty. These
facts are evidence on the subject, and in ver}^ doubtful cases

may be persuasive and turn the scale in favor of the patent-

ability of the device. A valid patent must combine utility,

novelty and invention. Neither large sale? nor popularity nor
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effectiveness of itself shows patentable invention. Nor do all

these combined establish it. See Duer v. Corbin Co., 149 U.
S. 216, 223, 13 Sup. Ct. 850, 37 L. Ed. 707; Richards v. Ele-
vator Co., 159 U. S. 477, 487, 16 Sup. Ct. 53, 40 L. Ed. 225;
American Sales Book Co. v. Bidlivant, 117 Fed. 255, 54 C. C.

A. 287; McClain v. Orfmoyer, 141 U. S. 419, 429, 12 Sup.
Ct. 76, 35 L. Ed. 800; Union Biscuit Co. v. Peters, 125 Fed.
601, 609, 60 C. C. A. S37'- Falk Mfg. Co. v. Missouri R. Co.,

103 Fed. 295. 43 C. C. A. 240; New Departure Bell Co. v.

Bevin Bros. Mfg. Co., yi^ Fed. 469. 19 C. C. A. 534.; Dodge
Coal Storage Co. v. N. Y. C. & H. R. R. Co.. 150 Fed. 738,
80 C. C. A. 404."

" In patents for combinations of mechanism, limitations and
provisos imposed by the inventor, especially such as were in-

troduced into an application after it had been persistentlv re-

jected, must be strictly construed ag'ainst the inventor, and in

favor of the public, and looked upon as in the nature of dis-

claimers." (Sargent v. Hall Safe & Lock Co., 1 14 U. S., 63.)

In the case of McClain v. Ortinayer, 141 U. S., 419. the court

said:
" That the extent to which a patented device has gone into

use is an unsafe criterion even of its actual utility, is evident

from the fact that the general introduction of manufactured
articles is as often effected by extensive and judicious adver-

tising, activity in putting the goods upon the market, and
large commissions to dealers, as bv the intrinsic merit of the

articles themselves. . . . \\'hile this court has held in a

number of cases, even so late as Magoican v. Ne^cV* York Belt.

<& Pack. Co., 141 U. S. 332, decided at the present term, that

in a doubtful case the fact that a patented article had gone

into general use is evidence of its utility, it is not conclusive

even of that—much less of its patentable novelty."

In the case of Ada)iis v. Bellaire Statnping Co., 141 U. S.. 539,

the court said

:

" Nor under the circumstances did the cou.rt err in declining

to instruct the jury, that the fact that the Irwin lantern had
practically superseded all others was strong evidence of its

novelty. The question before the court upon the main issue

v^as not of the novelty of the invention, but rather of its pat-

entable character. Where there is no invention the extent of

the use is not a matter of moment."
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In the case of Olin v. Timken, 155 U. S., 141, 155, the court

said

:

" And while the patented article may have been popular and

met with large sales, that fact is not important when the al-

leged invention is without patentable novelty. Duer v. Corbin

Cabinet Lock Co., 149 U. S. 216."

F. In conclusion, we submit that the Circuit Judge was wrong

in holding that appellants infringed claim 3 ; that claim 3 was not

limited to "a perforated spray pipe leading into the separator or

grizzly from the lower end thereof;" that the claim was not antici-

pated by the prior art as found in the prior patents and publica-

tions ; that the patent was not invalid because of the public uses foe

more than two years prior to the date of application, and that the

claim was not an aggregation.

We believe that we have fully established each and all of the fol-

lowing propositions

:

1. The claim must be limited to include the "perforated spray

pipe leading into the separator or grizzly from the lower end

thereof," because that is the only structure shown or described in

the specification, drawings or claims; it has a peculiar function, as

stated by appellee's counsel ; it was put into the claim for the ex-

press purpose of obtaining an allowance thereof, and it is in fact

and in terms a limitation of the claim.

The appellants bring their pipe in from the upper end of the

grizzly and it does not perform the same function as that which

appellee's counsel attributed to the pipe coming in from the lower

end of the grizzly when he was trying to get his patent allowed.

2. If we are to attach any importance to expert Smyth's selec-

tive theory argument in behalf of appellee, the clause "collecting

tables arranged below the separator or grizzly" must be under-

stood to mean tables arranged immediately and directly below the

grizzly or in such proximity thereto and without interrupting gates,

doors or walls as to permit the "selective streams" of his theory to

perform the function which he ascribes to them.

So construed the claim is not infringed by appellants because in
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their structure the gold bearing hquid, flowing from the grizzly, is

not discharged upon the saving tables but into a distributing box

where it is collected and whence it is permitted to flow through

adjustable gates onto the collecting tables.

3. The claim is completely anticipated by the prior art because

every element is shown to have been old in the precise form and

used in the precise way contemplated in the claim. Every sub-

combination in the claim is old and the entire combination is, to all

intents and purposes, old because Postlethwaite before the date of

his alleged conception saw a dredge boat containing every feature

of his invention except that the spray pipe instead of being within

the grizzly was a little below and at one side of the grizzly, but it

discharged upon the coarse material escaping from the grizzly as it

lay upon a platform screen below the grizzly. At the same time

Postlethwaite had actual or constructive knowledge of spray pipes

of a like nature placed in grizzlies of the same character. Every

feature of the grizzly and spray pipe as a separator was therefore

old and tables of the precise form shown in the patent were old.

This we hold under the authorities is a complete anticipation of

Postlethwaite's alleged invention of claim 3.

4. The patent is invalid because the structure of the claim w^as

in public use in the United States for more than two years prior to

the date of application for the patent. This is completely shown in

the Arizona dredge, which differed only from the patented device

in that an amalgam box instead of a saving table was used, but

these devices are interchangeable and both well known ; and in the

Bannock dredge, where the gold saving was done by tables or

sluices which differed only from those of the patented device in

that they were on a separate scow. As to the saving of gold, how-

ever, this, of course, made not a particle of difference, and even

Mr. Smyth was not able to say which of the two arrangements of

the saving tables would save the most gold.

5. Even assuming that the apparatus of claim 3 was not an-

ticipated in its entirety and was not in public use more than two

years prior to the date of the application, still it is for a mere aggre-
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duce the same old result and no one co-operating in a modifying

way with any other.

6. There is no answer to this charge that the claim is for an

aggregation except the "selective theory" of Mr. Smyth, the pres-

entation of which is the best evidence that appellee and its counsel

realize that w'ithout some such explanatory theory the claim is for

a mere aggregation. This "selective theory" is utterly unreason-

able and absurd, not proven, not capable of proof, under the au-

thorities not proper to be brought into the case, plainly not included

in the terms of the claim even if it exists, and if it is accepted as

correct and as a limitation on the claim then appellants do not

infringe, because their structure is absolutely inconsistent with any

such mode of action as set forth by Mr. Smyth.

7. The situation as above outlined is not in the slightest degree

modified by anything that can be said touching "disintegrating

pressure." It means simply such pressure of water, or it means

operating the pump so as to produce such pressure of water, as will

clean the sticks and stones, break up the clay masses and thus effect

a thorough separation. The term was always so used and the

operation in question was familiar in the art.

The situation is not changed by any discussion as to "float gold,"

for although the Commissioner allowed the patent under the theory

that it was a device peculiarly adapted for saving float gold, such is

not the fact, and if the patented device dififers at all in respect to its

ability to save fine gold or small particles, it differs simply in degree

of efficiency—not in kind of work or method of operation. But

there is no shownng that it is more efficient than the old dredges

used in Australia before Postlethwaite thought of his invention.

Respectfullv submitted,

Charles P. Eells.

\\'. S. GooDFELLO^^.

Solicitors for Appellants.

Francis W. Parker,

Donald M. Carter,

Of C'Oimsel.
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By reason of the importance of the decision to be ren-

dered herein to various parties engaged in operating

gold dredgers in this State, we have heretofore applied

for and secured the permission of the court to file this

brief as friends of the court.

We presume that the learned counsel for appellants

will reiterate here the arguments so ably and forcibly

presented by them in the lower court. Consequently,

we shall not repeat any of said arguments. Our views,

as hereinafter set forth, were not presented to the lower

court. We do not, therefore, ask this court to con-



sider any points passed upon by his Honor, Judge Van
Fleet.

Claim 3 of the patent in suit is the only claim charged

to be infringed. We shall, therefore, confine ourselves

to the consideration of such claim and of the alleged

invention covered thereby.

DATE OF THE POSTLETHWAITE INVENTION.

As appears from the record herein, it has been

proved beyond a reasonable doubt that prior to July

6, 1897, the filing date of the application for the patent

in suit, the invention of claim three of such patent was

not only publicly used in this country but was described

in printed publications.

It was, therefore, incumbent upon the appellee to

carry the date of said invention back of the respective

dates of such prior uses and prior publications. The

rule of law applicable to the foregoing facts is thus

stated in Sec. 76 of Walker on Patents:

"Where an anticipating fact prior to the date of

a patent is proved beyond a reasonable doubt, the

burden is shifted to the plaintifif to prove, by con-

vincing preponderance of evidence, that his inven-

tion was made still earlier than that fact occurred;

and if the plaintiff does not introduce enough evi-

dence to strongly outweigh whatever evidence is

introduced to the contrary, the patent m.ust be held

to be void for want of novelty."



In the case of Thayer vs. Hart Jr. et al., 20 Fed.

Rep., 693, it is said

"The complainant's patent antedating the defend-

ants', it was incumbent upon them to prove beyond

a reasonable doubt that theirs was the prior inven-

tion. This they have done by proof so positive

that the complainant's counsel conceded on the ar-

gument that the date of their invention was Janu-

ary 15, 1877, II months prior to the filing of the

complainant's application. This date being fixed,

the burden was transferred to the complainant to

satisfy the court by proof as convincing as that re-

quired of the defendants that his invention pre-

ceded theirs. The rule in such cases is verv strict.

It is so easy to fabricate it, that proof has beeen re-

quired which does not admit of reasonable doubt.

Where interests so vital are at stake, where interven-

ing vears have made perfect accuracy well nigh im-

possible, where an event, not deemed important at

the time, has been crowded from the memory and

obscured by the ever varying incidents of an active

life, it is not difficult to imagine that even an hon-

est man may be led erroneouslv to persuade himself

that the fact accords with his inclination concern-

ing it.

"The evidence of prior invention is usually en-

tirely within the control of the party asserting it,

and so wide is the opportunity for deception, arti-

fice, or mistake, that the authorities are almost

unanimous in holding that it must be established by

proof clear, positive and unequivocal; nothing must

be left to speculation or conjecture."



In the opinion rendered by Judge Hawley in the

case of JVheaton vs. Kendall, 85 Fed. Rep., 666, the de-

cision in the Thayer case is approved in the following

language

:

"In Thayer vs. Hart, 20 Fed., 693, the court held

that, v^here the defendant in an infringement suit

proves that he invented the patented device before

the date of the plaintiff's application, the burden is

transferred to the plaintiff to satisfy the court be-

yond a reasonable doubt that he first conceived the

invention."

In the case at bar, the appellee, recognizing this rule,

attempted to carry back the date of the invention of

said third claim by having the patentee Postlethwaite

testify that he conceived such invention in the year

1890. We submit, in the first place, that the uncor-

roborated testimony of the inventor is never sufficient

to carry the date of his invention back of a proved

anticipation. The burden of proving that the inven-

tion of the patent in suit anticipates a proved anticipa-

tion of such patent is as onerous as the burden a defend-

ant assumes in attempting to prove an anticipation of

the patent sued on.

On this point, it is said in the case of Brook vs.

Sacks, 81 Fed., 403 :

"It will be noticed that Dusenbery's application

was first filed; so that it is settled law that the bur-

den was thrown on the complainant below to prove

priority in behalf of his patent to the satisfaction



of the court, and by evidence which shall strongly

outweigh that of the respondents below, if not be-

yond a reasonable doubt. Manufacturing Co. vs.

Sprague, 123 U. S., 249, 264, 8 Sup. Ct., 846;

Walk. Pat. (3d Ed.), 70. The inherent dangers

of oral proofs in this class of cases are explained

in The Barbed-Wire Patent, 143 U. S., 275, 284,

285, 12 Sup. Ct., 443, 450, and in Deering vs. Har-

vester Works, 155 U. S., 286, 300, 301, 15 Sup. Ct.,

118. On an issue made directly between two pat-

ents under Section 4918 of the Revised Statutes, or

otherwise, the complainant below would be re-

quired to prove earlier invention in his behalf be-

yond reasonable doubt. Morgan vs. Daniels, 153

U. S., 120, 14 Sup. Ct., 772. And, as shown by

the cases cited, the same would be the fact if he

should be sued for infringement by the holder of

the Dusenbery patent. It is inconvenient and tends

to the doing of injustice and the possibility of im-

posing double liability to have different rules as to

the practical amount of proof required on the same
issue because it happens to be presented as between

different parties. It is admitted that Dusenbery's

invention was perfected as early as April 25, 1889.

Therefore, it rests on the complainant below to

prove invention prior to the last-named date."

In the case of Wheaton vs. Kendall, above referred

to, the rule was established in this circuit, that a com-

plainant must satisfy the court beyond a reasonable

doubt that he conceived the patented invention prior

to a proved anticipation of his patent. In the case of

Brooks vs. Sacks, above referred to, the rule is estab-



lished that the same amount of proof is required on the

part of a complainant in attempting to carry the date

of the patented invention back of a proved anticipa-

tion that is required of a defendant in proving an an-

ticipation of the patent sued on.

As the unsupported, uncorroborated oral testimony

of a single witness is never sufficient to anticipate a

patent, then, in view of the rules established bv the

cases cited in the preceding paragraph, the unsup-

ported, uncorroborated oral testimony of a single wit-

ness is insufficient to prove beyond a reasonable doubt

that a patented invention anticipates an anticipation of

the patent.

The most celebrated decision on the weight to be

given to oral testimony of this character is that ren-

dered in the Barbed-Wire Patent, 143 U. S., 275. In

citing such decision with approval, the supreme court,

in the case of Deering vs. JVinona Harvester JVorks,

155 U. S., 300, said:

"Taking this evidence together, it falls far short

of establishing an anticipation with that certainty

which the law requires. As we have had occasion

before to observe, oral testimony, unsupported bv
patents or exhibits, tending to show prior use of a

device regularly patented is, in the nature of the

case, open to grave suspicion. The Barbed-JVire
Patent, 143 U. S., 275. Granting the witnesses to

be of the highest character, and never so conscien-

tious in their desire to tell only the truth, the possi-

bility of their being mistaken as to the exact device



used, which, though bearing a general reseriibiauce

to the one patented, may differ from it in the very

particular which makes it patentable, are such as to

render oral testimony peculiarly untrustworthy;

particularly so if the testimony be taken after the

lapse of years from the time the alleged anticipat-

ing device was used. If there be added to this a

personal bias, or an incentive to color the testi-

mony in the interest of the party calling the wit-

ness, to say nothing of downright perjury, its value

is, of course, still more seriously impaired. This

case is an apt illustration of the wisdom of the rule

requiring such anticipations to be proven by evi-

dence so cogent as to leave no reasonable doubt in

the mind of the court, that the transaction occurred

substantially as stated."

In the case of Mast, Foos & Co. vs. Dempster Mill

Mfg. Co., 82 Fed., 332, it is said:

"The evidence of prior use is the testimony of a

single witness, who was once in the employ of an-

other infringer of the device of the appellant, but

has since been employed by the appellee. He pro-

duces no part of the old windmill which he testifies

was set up and put in operation before Martin filed

his application, and his evidence is without the sup-

port of any patents or exhibits, and without the sup-

port of the testimony of any other witness. The
unsupported oral testimony which will warrant a

finding of prior use should be clear and satisfactory.

It is always open to suspicion. It ought to be suf-

ficient to establish such a use beyond a reasonable



doubt. The Barbed-Wire Patent, 143 U. S., 275,

12 Sup. Ct., 443, 450. Deering vs. Harvester

Works, 155 U. S., 286, 300, 15 Sup. Ct, 118. The
testimony for the appellee on this issue is not of

this character, and it will be dismissed without fur-

ther comment."

The case of Eck vs. Kutz, 132 Fed., 763, is especially

in point, as appears from the following quotation:

"This clears the way for the consideration of the

prior art, and that with respect to the droppers will

first be considered. While July, 1893, is the ear-

liest date that can be assigned for the successful re-

duction to practice of the entire invention, it is

claimed that the double-jointed droppers were de-

vised in July, 1892, a year previous. It is so testi-

fied by the complainant, as well as by his son Elmer,

and the original cam cylinder which is said to have

been fitted with a dropper of this character is pro-

duced to further verify it. But the complainant is

a highly interested witness, and his son is not much
better; nor does the cam cylinder prove anything by

itself, however primitive, being adaptable to what-

ever date may be assigned to it. The earlier date

contended for rests, therefore, upon the mere say-so

of the father and son, without any corroborating

or convincing circiunstances, which hardly fulfills

the high degree of proof required when the date of

an invention is material in order to escape anticipa-

tion. Clark Thread Co. vs. IVillimantic Linen Co.,

140 U. S., 481, II Sup. Ct., 846, 35 L. Ed., 521;

Westinghouse Electric & Mfg. Co. vs. Saranac

Lake Electric Light Co. (C. C), 108 Fed., 231."



In interference proceedings in the United States

Patent Office, the uncorroborated testimony of the in-

ventor is never sufficient to prove the date of his in-

vention.

Paul vs. Hess, 113 O. G., 847;

Harris vs. Stern & Lotz, 105 O. G., 259;

Sharer vs. McHenry, 98 O. G., 585.

We submit that this rule is a salutary one and should

be enforced. It is absolutely impossible, in most cases,

to successfully attack the testimony of an inventor that

he made the invention on a certain date; and this is

especially true where the inventor is a foreigner and

made his invention in a foreign land. What possible

chance has a defendant of refuting the statements of

an inventor concerning acts done by the inventor in

another country?

As was said by Judge Coxe, in the Thayer case above

cited:

"The evidence of prior invention is usually en-

tirely within the control of the party asserting it,

and so wide is the opportunity for deception, artifice

or mistake, that the authorities are almost unani-

mous in holding that it must be established by proof

clear, positive and unequivocal; nothing must be

left to speculation or conjecture.'"

We submit further, that even if the uncorroborated,

oral testimony of a single witness be held sufficient to

prove a patented invention anticipates a proved antici-
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pation of the patent, nevertheless the testimony ot Mr.

Postlethwaite herein is so vague, uncertain and indefi-

nite as to be insufficient, on that ground, to carry the

date of his alleged invention back of the filing date of

the application for the patent in suit.

His direct testimony regarding the date of his alleged

invention is as follows:

"Q. 4. Will you please state when you conceived

the invention set forth in said letters patent in suit,

and the circumstances which led to the conception

thereof?

"A. Some time in 1890 my attention was drawn
to the fact that there was a necessity for improving

the method of separating and saving gold on

dredgers, and I gradually evolved the idea shown
in these letters patent.

"Q. 5. Please state the circumstances which led

to the conception.

"A. I was invited to go to the headwaters of the

Clutha River in New Zealand to discuss the ques-

tion of dredging machinery with one of my corre-

spondents, and it came to me then that the method
of saving, while sufficient for the work then being
done, namely, handling the easily washed tailings

which were then mostly dredged in the New Zea-
land rivers, would have to be improved if more
difficult ground was to be handled. During the

next few months I thought out what I believed to

be an improvement, and which is substantially u'hat

is now used in the present Risdon gold dredgers.

"Q. 6. As I understand, Mr. Postlethwaite, to
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the btst of your recollection, it was during me year

1890 that you conceived the invention which forms

the subject-matter of the letters patent involved in

the present suit?

"A. Yes.********
"Q. 10. You will please state whether or not

you ever built and sold a gold-dredging apparatus

involving the invention of the letters patent in suit

prior to the year 1897.

"A. Yes.

"Q. II. (By Mr. Acker) You will please state

when and where the said gold-dredging apparatus

was built.

"A. In 1893 and 1894, for a party of men later

known as the Ngapara Gold Dredging Co. That

was at Alexandra, New Zealand.

"Q. 12. Can you state whether the said machine

was placed in operation, and if so, whether the same

was successfully operated?

"A. Yes, it was placed in operation and was

successful, and as I know within the last year or two,

it was still running.

"Q. 13. And where was the said dredge placed

in operation?

"A. At Alexandra, New Zealand.

"Q. 14. You will please state, if you can, when
the first gold dredging apparatus involving the in-

vention of the patent in suit was manufactured and

sold in this country by you or your assignees, the

Risdon Iron and Locomotive Works.

"A. In 1897, when the Risdon Iron Works built
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a dredge under my direction for the Archimedes

Gold Dredging Co. at Smartsville, California"

(Record, p. 340).

It is obvious that the foregoing testimony is too vague

and indefinite to prove that the witness conceived at

any time the combination of elements set forth in claim

three of his patent. How can the court determine that

what the witness conceived in 1890 is identical with

such combination? We have only the opinion, the

conclusion of the witness that his conception in 1890

embraced the invention of the patent. It will be noted

that he does not say he conceived, in 1890, the inven-

tion of claim three which is very different from the

combinations of claims i and 2 respectively. Each

claim of a patent is presumably for a distinct and sep-

arate invention. Can the court assume that the wit-

ness conceived the invention of claim 3 in the year

1890 simply because he states he conceived the in-

vention of the patent in that year?

We likewise have only the opinion, the conclusion

of the witness that he, in the years 1893 ^"^ 1^94) c"^"

bodied the invention of the patent in a dredge. He
does not describe such dredge and it is impossible for

the court to determine whether or not the opinion or

conclusion of the witness is correct.

It will be noted, too, that the witness does not say

that in 1893 and 1894 he embodied the combination of

claim 3 in a dredge. He simply says he built a dredger

involving the invention of the patent. The combina-



13

tion of claim 2 is an invention of the patent. Was the

witness referring to such combination?

In the words of Judge Coxe, "does the witness leave

nothing to speculation or conjecture"? We submit he

leaves everything to speculation and conjecture. It is

absolutely impossible for the court to determine from

this testimony, from this mere opinion or conclusion

of the witness, whether or not the dredge referred to

by him embodied each and all of the elements of claim

3, combined together to perform the same function in

the same manner. In fact, his own admissions con-

clusively prove that no weight can be given his opin-

ion on this matter, because he does not know or under-

stand, what his patent covers or its claims include. Re-

garding the location of the collecting tables, which, as

we shall hereafter see, is a vital matter, he testifies as

follows:

"XQ. 152 (Int.). Would there be any under

the screen?

"A. Possibly there are, sometimes.

"XQ. 153. Does not your device call for a ta-

ble under the screen?

"A. / don't know whether it does or not" (Rec-

ord, 369).

Aside from a few unconnected and indefinite state-

ments concerning parts of his alleged 1893 dredge, the

witness on cross-examination testified as follows, con-

cerning the date of his alleged invention:
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"XQ. 71. Was the first dredge that you have

testified to making, in all respects similar to the

device shown in the drawings of the Postlethwaite

patent in suit?

"A. Generally speaking, yes. Of course not in

details. This is only a diagrammatic drawing.

"XQ. 72. Had you made any experimental de-

vices before that?

"A. No.

"XQ. 73. Then the first machine you made,

when complete, was just such a machine as the one

you describe in your application for a patent?

"A. No, it did not have this sand pump which

is shown here.

"XQ. 74. Did it dififer in any other respect from

the device attached to the patent?

"A. It had a winch on board, which is not

shown here.

"XQ. 76. What was the function of the winch?
"A. To handle the dredge with.

"XQ. 77 (By Mr. Acker). That is, you mean
to move it from side to side?

"A. Yes, from side to side.

"XQ. 78 (By Mr. Eells). Any other difference?

"A. No essential difference that / can see.

"XQ. 79. Did you make any drawings of this

device for the purpose of manufacturing it?

"A. Yes.

"XQ. 80. Who made the drawings?

"A. I made some, and some were made by
draftsmen under my control.

"XQ. 81. Where are those drawings?

"A. I could not tell you.
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"XQ. 82. Did you make any patterns?

"A. What? To manufacture the dredge by?

"XQ. 83. For the parts of the machine.

"A. Certainly.

"XQ. 84. Where are the patterns?

"A. I don't know. Probably destroyed long

before this.********
"XQ. 104. Did you bring patterns and draw-

ings with you to California of this dredge?

"A. / brought a feiv drawings" (Record, p.

357)-

The foregoing testimony is as indefinite as the direct

testimony heretofore quoted. We submit it is impos-

sible for the court to determine in what particulars the

1893 dredge differed from the combination of claim 3.

The witness admits that such dredge was not identical

with the patent drawings but states that the differences

were unessential. Was the witness correct in his opin-

ion that the differences were unessential? Is it possi-

ble for the court to determine whether he was correct

in his opinion?

To show how important it was for this witness to

fully and completely describe this alleged 1893 dredge

so the court could determine for itself whether or not

the differences referred to by the witness were unessen-

tial or substantial differences, we quote the testimony

of Mr. Smyth, the expert witness called by the appel-

lee. In answer to XQ. 242, this expert states:
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"No, sir; and I would refer as explanatory of

my answer, to the remarks that I made with refer-

ence to one of the exhibits, Lacharme, the Lachrame
Gold Washer and Amalgamator, No. 6771, in

which I show that a slight difference of position

may completely change the mode of operation of

the device.

"XQ. 243. The position of what?

"A. Any part might change completely the

mode of operation; so that it is not true to say that,

as stated in the previous question" (Record, p. 308).

In view of this testimony, is it possible for the court

to blindly accept the opinion of Mr. Postlethwaite as

correct? Are the appellants to be bound by such opin-

ion, notwithstanding the court does not know the facts

upon which it is based?

As we have seen, Postlethwaite, to carry the date of

the invention of claim 3 back of the filing date of the

application, testified he embodied the invention of the

patent (not the invention of claim 3) in the 1893-4

dredge. Whether he did so or not involves precisely

the same question that is involved in the determination

of the question of infringement in the case at bar. Was
the invention of claim 3 embodied in said 1893-4

dredge? Is the invention of claim 3 embodied in the

appellant's dredge? The r^vo questions are the same.

The foregoing being true, let us assume that the

appellee in this case attempted to prove the appellants'

infringement of said third claim by calling Mr. Post-

lethwaite as a witness and examining him as follows:
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''Q. Have you seen the defendant's dredge?

"A. Yes.

"Q. Does it involve the invention of the patent

in suit?

"A. Yes.

"Q. Is it in all respects similar to the device

shown in the drawings of the patent?

"A. Generally speaking, yes. Of course not in

details.

"Q. Is it just such a machine as the one de-

scribed in the patent?

"A. No, it does not have this sand pump, which

is shown here.

"Q. Did it differ in any other respect from the

device of the patent?

''A. It has a winch on board which is not

shown here.

"Q. Any other differences?

"A. No essential differences that I can see."

In the absence of any other description of the appel-

lant's dredge, would the court be in a position to deter-

mine that such dredge infringed claim 3 of the patent?

We submit that such testimony would be obviously

insufficient to prove infringement and, therefore, it

necessarily is insufficient to prove that the 1893-4

dredge contained the invention of claim 3. Such be-

ing the case, and there being no other evidence in the

record regarding the matter, the appellee has most

certainly failed to prove that Postlethwaite made his

invention prior to July 6, 1897, ^"^ any publication

describing the invention and any public use in this
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country of the invention prior to that date, will in-

validate the patent. Such publications and uses have

been proved herein beyond a reasonable doubt.

It w^ill be noted that in answer to XQ. 104, Mr.

Postlethwaite states that he brought to California a few

drawings of the 1893-4 dredge. If such dredge em-

bodied the combination of claim 3, why were they not

produced? Why was not the testimonv of this single

witness at least corroborated by the introduction in

evidence of these drawings? They, if properly au-

thenticated, were the best available evidence of the

exact construction of this alleged 1893-4 dredge. The

best evidence not being produced, it must necessarily

be presumed that if such drawings had been ofifered,

they would have disclosed a structure substantially

different from the combination of claim 3.

The rule of law applicable to the production of sec-

ondary evidence is thus stated at page 1059 of Cyc:

"Where a party to judicial proceedings sup-

presses documents that are relevant to the matter in

question and within his control, such as books of

account or records, and in lieu of their production

offers secondary or other evidence inferior in pro-

bative value, there is a presumption that the sup-

pressed evidence would injure his case . . ."

We further submit that the conduct of the witness

was entirely inconsistent with his testimony to the ef-

fect that he made the invention in 1890. He never

applied for a patent in his own country, and although
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he was in California in the year 1896, he made no

effort to secure the patent in suit until the following

year.

In the case of Columbus Chain Co. vs. Standard

Chain Co., 148 Fed., 630, it is said concerning a state

of facts similar to the facts of the case at bar:

"It is to be noted that here (referring to the case

of Bliss vs. Merrill, 33 Fed., 40) the testimony of

the complainant was 'to some extent corroborated

by other witnesses, and by presumptions drawn from

collateral facts and circumstances.' Here there is

no corroboration. Crook's testimony amounts to

no more than he made the wooden model in 1895,

and Mettle's to no more than that he made the

groove in the steel punch in the winter of 1894.

The date in each instance is too late. His brother

Edward's testimony did not show he made a punch
which could be used before December 27, 1894.

And instead of there being corroborating facts and
circumstances, the absence of the sketch, wooden
model, and steel punch, and the delay in applying

for the patent, are circumstances against the claim

of prior invention."

We submit that the date of the invention of claim 3

of the patent in suit must be held to be not earlier than

July 6, 1897.

INFRINGEMENT.

It is our contention that, even admitting the appel-

lant's dredge to contain all the elements of claim 3, it,
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nevertheless, is not an infringement of such claim. It

is elementary that a device does not infringe a patented

structure if the respective modes of operation of the

two are different. We maintain that the mode of op-

eration of appellant's dredge differs substantially from

the mode of operation of the combination of elements

covered by claim 3. Our contention, therefore, makes

it necessary to consider at length the respective modes

of operation of the Postlethwaite dredge and of the

appellant's dredge. Our argument will be based en-

tirely upon the testimony of witnesses called by the

appellee (complainant below). We submit that the

appellee is bound by such testimony and can not now

attempt to impeach the same.

The third claim of the patent in suit was adjudged

by the lower court to be infringed. Such claim calls

for the following elements in combination with a boat

or platform:

1. A rotary grizzly.

2. Devices for imparting rotation thereto.

3. Means for excavating and elevating the excava-

tive material and discharging the same directly into

the grizzly.

4. A perforated spray pipe leading into the grizzly

from the lower end thereof.

5. A pump for forcing water into said pipe and

through its perforations and under disintegrating pres-

sure onto the material fed into the grizzly or separator.

6. Collecting tables arranged below the grizzly.
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These elements are disclosed in Fig. i of the patent

in suit, reproduced on the opposite page.

In the Dunedin dredge, described in the Mining

and Scientific Press of October 8, 1887 (Record, p.

783), all of the aforesaid elements are present. In the

illustrations, accompanying this description, the boat

is shown with two rotary grizzlies thereon and two

sets of buckets for excavating and elevating the mate-

rial which in each case is discharged directly into the

grizzly in the manner shown in the patent in suit.

Means for imparting rotation to the grizzlies are

shown. Under the grizzlies are fiat inclined screens

and below these screens are the separating tables. It

is said in the description: "Water for washing pur-

" poses is lifted by a centrifugal pump and is so con-

" veyed that jets are made to play on the screens,

*' thereby washing the stones and gravel and carrying

" the gold into the riffle boxes." It is evident, there-

fore, that there is a perforated pipe in the device. The

witnesses dififer as to its location. From the wording

of the description it necessarily must be located inside

the grizzly. It is said: "On the inside of this cylin-

" der (grizzly) short pieces of angle iron are united

" here and there all round the cylinder to prevent the

" stones getting away before they are washed." It is

thus seen that the stones are washed while in the griz-

zly. As we have already pointed out, the water for

washing the stones is raised by a pump and plays on

the material in the form of jets. We contend, there-
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fore, that the expression "on the screens" has reference

to the interior surface of the grizzly, which is the

screen upon which the material to be washed is located.

The pipe, therefore, must be in the grizzly and anyone

skilled in the art would certainly, from a reading of

this description, so understand it.

The expert Smyth says that there is nothing in this

article to suggest that the water is supplied under dis-

integrating pressure. The word "disintegrate" is de-

fined as follows in the Standard Dictionary:

"Disintegrate v- To break into pieces or con-

stituent parts or particles; destroy the cohesion of:

usually implying gradual action."

The witness Bennet, called by the appellee (com-

plainant below), defines "disintegrating pressure" as

follows

:

"XQ. II. . . . What is disintegrating pres-

sure?

"A. Well, I should consider disintegrating pres-

sure a pressure sufficient to thoroughly wash the

dirt from the gravel proper.

"XQ. 12. It does not disintegrate all the mate-

rial in the grizzly, does it?

"A. No, sir" (Record, 51).

The action of the jets is described in the above-men-

tioned publication as follows:

"Water for washing purposes is lifted by a cen-

trifugal pump and is so conveyed that jets are made
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to play on the screens, thereby ^washing tnc stones

and carrying the gold into the riffle boxes."

It is thus seen that the jets are under sufficient pres-

sure to destroy the cohesion between the sand, mud and

clay and the stones and gravel surrounded thereby.

Certainly, this is "disintegrating pressure" within the

meaning of the word "disintegrate," as given above.

It will likewise be noted that the jets are under suf-

ficient pressure to carry the finer gold bearing material

through the screen into the riffle boxes or collecting ta-

bles. The jets could not perform this last mentioned

function unless they were under sufficient pressure to

break up the chunks of clay and mud and sand, con-

taining the gold values, into particles of a size that

would permit them to pass through the screens.

It is true the words "disintegrating pressure" are not

used in the article, but the foregoing description of the

operation of the device, clearly shows that the "jets"

are under such pressure and do disintegrate the mate-

rial and do force the gold bearing material through

the screen to the collecting tables below. The article,

therefore, clearly describes jets of water under disin-

tegrating pressure arranged to break up the material

and force it through the screens to the collecting tables.

If it be held that this article does disclose a perfo-

rated pipe in the grizzly then it shows, with one excep-

tion, all the elements of claim 3 located relative to one

another in the same manner as disclosed in the patent in

suit. The exception referred to are the collecting ta-
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bles which, though present, are not immediately beiow

the grizzly as shown in the Postlethwaite patent. Be-

tween such tables and the grizzly are flat screens.

Counsel for appellee, and their expert Mr. Smyth,

contend, or rather have heretofore contended, that the

location of the tables immediately below the grizzly,

with no intervening structure, is of vital importance.

They also contend that the perforated pipe is not de-

scribed as being in the grizzly of this Dunedin dredge.

Mr. Postlethwaite, concerning this pipe, testified as

follows

:

"A. I don't remember the exact date. I was

on the Dunedin, but it was before that date.

"RXQ. 8. Before what date?

"A. Before 1890.

"RXQ. 9. Do you know anything about any

spray pipe then on the Dunedin?

"A. Well, I remember that there was a spray

pipe outside of the screen. There were some other

screens underneath the tables. They were called

tables or screens ; a sort of secondary washer.********
"RXQ. 16. And there was a spray pipe on that

revolving screen?

"A. No, I don't think there was. It was un-

derneath it, underneath, and to one side" (Record,

379)-

For the sake of the argument, we shall now admit

that such pipe was in the position referred to by Mr.

Postlethwaite and that the jets played on the material
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on the flat screens located between the grizzly and the

tables below.

In view of Postlethwaite having seen this dredge

prior to 1890, the date of his alleged conception of the

invention, and in view of the fact that it contains all

the elements of claim 3, the only possible thing that

Postlethwaite could have done by way of invention,

was to so change the relative location of the various

elements of this dredge that its mode of operation

would be changed. This, precisely, is the contention

of counsel for the appellee. They maintain that the

mode of operation of the Dunedin dredge, for example,

has been changed by placing the perforated pipe inside

the rotary grizzly and by locating the collecting tables

immediately below the grizzly.

The wording of claim 3 and the limitations therein

contained are consistent with such contention of coun-

sel. It will be noted that the claim is limited to "a

perforated spray pipe leading into the separator or

grizzly from the lower end thereof," and is also lim-

ited to "collecting tables arranged below the separator

or grizzly."

The meaning and significance to be given to the

word ''below," as used in the claim in connection with

the word "grizzly" is not left in doubt. By referring

to the specification, it will be seen that the tables are

to be arranged immediately below or under the griz-

zly, with no intervening structure or device to inter-
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fere with the forceful discharge of the finer material

from the grizzly directly onto the tables.

Lines 17 to 23 inclusive of page 2 of the specifica-

tion read as follows:

"The water flowing from this pipe into the griz-

zly serves to thoroughly wash and separate the ma-
terial entering therein from the trough or runway G
and to force the finer material from the grizzly

onto the separating tables or platformi H' ar-

ranged below the grizzly."

Lines 37 to 40 inclusive read as follows:

"Consequently the water and the finer material

flowing from the grizzly fall upon the first of the

inclined tables or platforms . . ."

Also by referring to the patent drawings, it is seen

that the tables are located immediately below the griz-

zly, with no intervening structure.

Counsel for the appellee contended in the lower

court that this claim 3 should not be limited to a "pipe

leading into the grizzly from the lower end thereof,"

because it was immaterial which end of the grizzly the

pipe entered, as the mode of operation of the device

was the same whether the pipe entered the lower or

upper end.

The lower court agreed with counsel and adjudged

the claim infringed, notwithstanding the fact that in

appellants' dredge, the pipe entered the upper end of

the grizzly.
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Counsel can not, however, now contend ni uiiswer

to our argument which was not made in the lower court,

that it is immaterial whether the tables are immediate-

ly below the grizzly or whether an intervening struc-

ture, such as a trough or collecting pan, prevents the

finer material from being forced from the grizzly di-

rectly onto the tables below.

According to the expert witness Smyth, called by

the appellee to explain and describe the new mode of

operation of the Postlethwaite device, due to the

changed location of the pipe and tables, the mode of

operation of the patented combination makes it abso-

lutely essential that the tables be located immediately

below the grizzly. If they are not so located, the mode

of operation of the combination is, in the opinion of

Mr. Smyth, entirely changed. Of course, if the mode

of operation is changed, we have a different device.

So far as the Dunedin dredge is concerned and as we

have admitted its construction to be, for the sake of

our argument, the novelty of the patented combination

can reside only in its alleged new mode of operation.

Its elements are all found in that dredge.

To demonstrate that, in order for the mode of oper-

ation of the Postlethwaite device to be as Mr. Smyth

describes it, the tables of such device must be located

immediately below the grizzly in the manner shown

in the patent drawings and described in the specifica-

tion and stated in the third claim, we shall now con-

sider at length the testimony of the expert.
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He describes the mode of operation of the patented

combination as follows:

"I have now described briefly and generally the

character of the machine; and replying to the fur-

ther portion of the question relating to its mode of

operation I will say, that the material is excavated

from its resting place in the bank or the bottom of

the waterway, and is of course in a condition of

heterogeneous mingling of whatever material is

found there—sand, gravel, mud, clay, boulders, or

what-not—with the finely divided values in the

form of fine gold, and dumped into the grizzly,

which performs as one of its functions a coarse

separation of the larger material assumed not to

contain values, such, for example, as boulders; and

in connection with this function, which relates spe-

cifically to the grizzly, merely as a rotating screen

or sifter, the perforated pipe and the force-pump

perform further functions of separating and wash-
ing; the latter, of course, for the purpose of remov-

ing and separating from the boulders any adhering
small particles which may contain value. I no-

tice in this connection that the inventor describes

the pump not simply as a pump, but as a force-

pump. This is on line 78 of page i. He says:

'mounted upon shaft "D" of the force-pump.' And
he further, on the following page, referring to the

function of this pipe, says: 'the water flowing from
this pipe into the grizzly serves to thoroughly wash
and separate the material entering therein from the

trough or runway G, to force the finer material
from the grizzly on to the separating tables or plat-
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form H , below the grizzly.' And as further em-

phasizing the function of this pipe and pump and

the fact that it is a force-pump, he speaks of it in

claim 3 as 'a pump for forcing the water into said

pipe through its perforations and under disintegrat-

ing pressure on to the material fed to the grizzly

or separator.' The mode of operation of the ex-

cavating device is, of course, much the same as any

chain bucket dredge, and the mode of operation of

the grizzly as such, that is, just solely as a screen,

is the same as any rotating screen. The perforated

pipe, however, I find to have two functions. It is,

in other words, a duplex instrumentality. That is

to say, it is a conduit for water, and it is also a con-

veyor of energy. Similarly, the force-pump is du-

plex in that it is an instrumentality for raising water

and also an instrumentality for transmitting the en-

ergy of the engine or other motor. Thus, in deal-

ing with the mode of operation of this part of the

apparatus, these various functions and their results

must be considered. In other words, the grizzly

is not merely a sieve, separating purely by the size

of its perforations or apertures or reticulated struc-

ture, nor is it simply such a screen and washing de-

vice as it would be, for example, were it merely

supplied with flowing water or still water, or im-

mersed in water. The duplex character of the

functions present in the spray-pipe and pump mod-
ify the separating action of the unified structure,

consisting of the grizzly and the pipe of the char-

acter described. I find, however, in the descrip-

tion of the character of the pump and the pipe, that

the mode of operation of this part of the machine
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is radically changed, and a form of separation is

brought about wholly different from what would

be present were the duplex character of the func-

tions of these two devices, the pump and the pipe,

not present. And this difference does not relate to

the movement of water, but to the presence of the

energy transmitted by the force-pump. It is ob-

vious, of course, that if no water were present at

all, and the grizzly rotated, a certain amount of

separation would take place; and further, if the

grizzly were rotated and the material supplied with

water, a further function of washing and dissolv-

ing would be added to that of the mere sieving

function of the grizzly. Now, the addition of the

energy function brings about a still farther diflfer-

ence in the character of separation, owing to the

peculiar action which streams of limited diameter

or spray have upon material of different sizes.

Leaving this matter for an instant, it is to be as-

sumed from the patent, and it is a fact from my own
knowledge that the gold values are almost entirely

in the form of very fine particles, scattered promis-

cuously through the mass of materials intended to

be handled by these devices, and consequently are

to be sought in the finer part of the material; that

is, the fine, and not in the gravel or the boulders.

Now, I find the mode of operation of this device

—

that is, the grizzly and its perforated pipe convey-

ing water under pressure— is peculiarly appropri-

ate and adapted to make this particular kind of

separation.

"Q. II (By Mr. Eells). You mean the separa-

tion of sand?
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"A. Yes. That is to say, to separate the fine

sand or fine particles of any character from the

larger particles of gravel and boulders. And this

is not due to a mere question of washing or sieving,

but is inherent in the method of applying water in

the form of relatively small streams or spray to a

heterogeneous mass of particles of varying sizes.

In other words, water applied in fine streams or

sprav under force to a mass of such material as is

handled by these gold dredgers and as is indicated

by the patent, operates in an entirely different man-

ner from a flow of water applied to similar mate-

rials under like conditions. To make this clearer,

assume the materials consisting of sand and finely

divided gold, gravel, clay, boulders, and all other

forms of material which would naturally be exca-

vated, in a grizzly such as is shown in the patent,

and this grizzly supplied with flowing water on to

the material, certain results of dissolving, washing,

disintegration and separation would take place.

Taking the same conditions exactly, with the excep-

tion that the same amount of water were applied to

the same character of materials, in fact, all the con-

ditions exactly the same with the exception that

the water in the latter case was supplied under pres-

sure in fine streams or spray, and the character of

the separation which would then take place would

be radically and wholly different from that which

would take place in the other example. And in

these two examples I of course include the rotation

of the grizzly, its inclination and all the other con-

ditions which are present in a device as described

in the patent. A very homely form of illustration
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occurs to me, and as none better presents itself I

will use it to illustrate this difference in the separa-

tion. Take a garden hose supplied with a rose

nozzle, that is to say, a nozzle perforated with fine

holes through which issue divergent streams of

small diameter. Now, suppose that a flock of birds,

intermingles with a flock of gnats, pass through the

area of the streams issuing from the rose nozzle,

and assume that the flock of gnats were on the nigh

side of the birds. It would be at once obvious that

owing to the relatively small mass of the gnats, they

would be driven by and through the flock of birds,

while the birds, owing to their relatively large mass,

would be unaffected, substantially, by the streams.

In other words, the energy in the streams will affect

the smaller masses in a pronounced degree, leaving

the larger masses practically unaffected. Now, to

apply this illustration to the grizzly, the mass of ma-

terial is fed thereinto, in a condition of indiscrim-

inate mingling, and the grizzly is in a condition

of rotation, stirring up the material, tossing it

around, and the water is applied to it. It will un-

dergo a number of different actions. The water,

of course, will act as a solvent, and soften and

loosen the particles from their adhesion to each

other. It will undergo a disintegrating effect, due

to the dissolving qualities of the water, and also to

the energy of it. It will undergo the farther dis-

integration by the tumbling of the larger particles

against each other, and the contact of all the mass
in the agitation caused by the motion of the grizzly,

and above and beyond all these, due to the energy
resident in the streams of water and spray, there
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will be a selective action, such as I have illustrated

by the birds and gnats. That is to say, the smaller

particles will be driven forcibly along the stream

lines of the water, whereas the heavier particles will

be not so affected but will tend to drop merely by

gravity through the meshes of the grizzly. In

brief, the fine particles of sand and gold will tend to

take, and will in effect take a course along the stream

lines, and will be thus driven with force on to the

tables beneath the grizzly as described in the pat-

ent. Or as the patent says, Uo force the finer ma-

terial from the grizzly on to the separating tables

or platforms arranged below the grizzly.' To
make this matter clear I have prepared a sketch

which illustrates this mode of operation. This

sketch illustrates the action of a single stream upon

a single particle or mass of material. I have shown

in the sketch a water-pipe supplied with two con-

trollable apertures, the controllability of the aper-

tures being merely for the purposes of illustration,

and in the sketch I have shown two such apertures,

and in front of each, a single mass of material as-

sumed to be the same. In other words, to make it

clearer I will say, two stones of different sizes, one

very small and the other of some size. Now, pro-

ceeding with the illustration, it shows the cocks or

faucets simultaneously opened, emitting from each

a stream of like diameter and under the same pres-

sure. It is obvious that the small particle will be
driven to a very much greater distance than the

larger. In fact, the streams might be so propor-
tioned to the mass of the two particles that one
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would not be moved at all, while the other would

be driven a very considerable distance.

"To make the application of this illustration to

the mode of operation which is the result of the de-

vices shown in the patent, I have made another

sketch which shows the pipe H of the patent in

suit so far as relates to the same holes, and have

marked it with the corresponding letter H. I have

shown also in this sketch, a section or portion of

the grizzly, that is, a portion of the lower arc of

the grizzly, which is of course that portion of the

grizzly most afifected by the matters that I am now
describing; and this sketch illustrates the same

mode of operation which was illustrated in a pre-

vious sketch as it is present in the grizzly in the ma-

chine described in the patent in suit. In the sketch

to which I am now referring and which is marked

Figure 3, // shows the stream issuing with force

from the perforations, in the pipe H, describing

substantially straight lines radically from the pipe

to the grizzly. I will also mark the grizzly in my
sketch G', as the same part is indicated in the pat-

ent. Now, this sketch, Fig. 3, shows a similar ac-

tion to take place in the grizzly, as I have illus-

trated in sketch Fig. i, that is to say, the energy resi-

dent in the streams of water under pressure and the

spray issuing from the perforations of the pipe H
have a selective action which causes the fine par-

ticles regardless of their material—sand, gold or

what-not—to be driven with great velocity and

energy to a greater distance than the larger parti-

cles, gravel and so forth, in precisely the same man-

ner as I indicate in the sketch Fig. i. It is thus ap-
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parent that the effect of such an arrangement as the

inventor describes, that is to say, the water pipe H
with its duplex function, the grizzly in its relation

to that pipe and the tables below, is a different mode
of operation.

This shows a different mode of operation from

that which would be present were the water sup-

plied in a different manner from that indicated in

the patent and in the sketches. The separation hav-

ing taken place at this point in the grizzly, the ta-

bles perform their functions of retaining that sepa-

ration. In order to make this matter a little clearer

I would say, that the selective action of the water

under force is of the character to move the fine par-

ticles from the grizzly to the table—and by the fine

particles I mean of course the sand, including the

values,

—

ahead of the larger particles; and this po-

sition of separation is maintained till the table has

performed its functions of recovering by its riffies

or quicksilver, if such is used, and has secured the

values."

It will be noted that according to this witness, the

selective action of the jets of water issuing from the

perforated pipe in the grizzly, "is of the character to

move the fine particles from the grizzly to the tables

ahead of the larger particles ; and this position of sepa-

ration is maintained till the table has performed its

functions of recovering by its riffles the values." . . .

The witness Smyth further states in answer to XQ.

i86:
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"XQ 1 86. So that when you speak about the

discharge of this material forcibly upon a separat-

ing table being of use in the separation, that is

something which you have conceived to your own

satisfaction from your general acquaintance with

mechanics and not with this particular branch?

"A. And of course from the disclosure of the

patent ivhich emphasizes the desirability of apply-

ing water with force on to the spot which the pat-

ent describes as the separating table below the

grizzly" (Record 297).

He also testifies as follows:

"XQ 83. Do you suppose that he relies upon

the common sense of the mechanic to know what is

meant by the words 'disintegrating pressure'?

"A. Undoubtedly, I think that term is very apro-

pos; a good descriptive term, as used in that con-

nection.

"XQ. 84. Does it convey a clear idea to your

mind?

"A. It does; very clear.

"XQ. 85. I understand the idea conveyed to your

mind is that of power sufficient to wash the finer

materials or force the finer materials upon the sepa-

rating tables?

"A. To deliver them with force upon the sepa-

rating tables.

"XQ. 86. To deliver them with force upon the

separating tables?

"A. Yes; together also with its washing, dis-

solving and other functions.
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"KQ. 89. It contains all that?

"A. All that" (Record, page 279).

To show that the forcible discharge of the material

upon the tables is essential to the new mode of opera-

tion of the Postlethwaite device, the witness also states:

"A. Yes, sir. One of the difficulties of secur-

ing the values under the conditions in which these

dredgers work is the very fine character of the gold

which is to be saved. In consequence of the fine

character of the gold it 'will tend to remain in sus-

pension, if simply flowed onto it without force.

The advantage of delivering it with force under the

conditions described in the patent is that the fine

particles are driven down onto the table and become

entangled in the fiber in the rough surface of the

cocoanut matting, whereas if they were not driven

with force they would tend to remain in suspension

and be carried over the expanded metal or riffles

and so be lost" (Record, 283).

In summarizing his description of the mode of op-

eration of the patented combination, he says:

"I find: That boiled down to its essence, the de-

vice of the patent comprises (a) a grizzly; (b) a

feeder to it, consisting of an excavator and elevator

adapted to dislodge and deposit in the grizzly the

conglomerate material of river bottoms; (c) a

pump adapted to induce a flow of water under dis-

integrating pressure; (d) a pipe leading from the

pump into the grizzly; and so perforated as to

direct the water and pressure onto the grizzly; (e)
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gold-collecting tables below the grizzly so m to

be within the influence of the energetic stream-

lines from the perforated pipe; (f) motor means;

all mounted on (g) a boat which acts as a support

and a means for retaining the parts solidly in oper-

ative association while permitting and facilitating

the acquisition of a continuous supply of material,

and all the elements are co-ordinated into a unified

instrumentality adapted to work river beds success-

fully and profitably where the percentage of gold

or precious metal is very small per cubic yard"

(Record, p. 263).

From the foregoing description of the mode of op-

eration of the combination of claim 3, it is obvious, and

the witness so states, as we shall hereafter see, that any

such selective action would be nullified if the material

forced through the perforations of the grizzly, fall

into a trough or collecting pan surrounding the lower

half of the grizzly. The material under such condi-

tions would strike the walls of the collecting device

and then fall to the bottom thereof in a heterogeneous

mass. The separation of the material, with the lighter

ahead of the heavier particles, having been thus de-

stroyed, the tables could not, upon the subsequent de-

livery thereon of this heterogeneous mass of intermixed

lighter and heavier particles, maintain the position of

separation which existed at the time the material was

forced from the grizzly.

It will likewise be noted that in the opinion of the

witness the forceful discharge of the material onto the
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separating tables is essential to the peculiar mode of

operation of the device. Of course, where the move-

ment of the material is intercepted by the walls of a

collecting device it is not forcibly discharged upon the

tables. It simply flows by gravity from the bottom of

the collecting device onto the tables.

To show that the presence in the Postlethwaite de-

vice of a structure, such as a trough, collecting pan, or

even a screen, between the rotary grizzly and the tables

below it, will change the mode of operation of the de-

vice, we shall now consider the testimony of the ex-

pert witness regarding a number of the devices of the

prior art.

The DeGroat patent (Record 938) discloses means

for excavating and elevating the material which is dis-

charged into cylindrical screens or grizzlies. It also

shows means for imparting rotation to the grizzlies.

A perforated spray pipe is located in the grizzly and

is supplied by a pump. In pointing out the difference

between the respective modes of operation of this De-

Groat device and the Postlethwaite device, the wit-

ness Smyth says:

"This difference is exemplified very clearly in

the fact that what I have termed the grizzly con-

sists of a series of three concentric screens. * * * *

The number of screens would of course interfere

with and break up the lines or streams of force in

a manner which the single screen would not" (Rec-

ord, 236).
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In the reproduction offe^^ opposite page/^of Fig. 5

of the DeGroat patent, the arrangement of the screens

is clearly shown.

According to the witness, therefore, any selective ac-

tion which takes place in the innermost screen of the

DeGroat device is nullified by the presence of the two

outer screens. If there were collecting tables under

the screens, the material would necessarily be deliv-

ered to same in a heterogeneous mass of light and

heavy particles. It is apparent, therefore, as Mr.

Smyth says, "that the action of the numerous concen-

tric screens is wholly different from the single one of

the patent in suit."

If the mere presence of a screen outside the grizzly

in which the selective action takes place nullifies such

action, it is obvious that the presence of the solid walls

of a trough surrounding the lower half of the grizzly

would likewise nullify such action.

The Piatt patent (Record, 862) discloses a rotary

grizzly provided with a central perforated pipe. Fig.

2 of the patent is reproduced on the opposite page.

In regard to this device, the expert says:

''Its mode of operation, however, as might read-

ily be inferred from its difference of construction,

is wholly different from the patent in suit.' and this

is especially shown by the fact that the grizzly in

this machine is surrounded by a cylinder or casing

B in the patent intended to be filled with water up

to at least two-thirds of its diameter" (Record,

238).
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The Lay patent (Record, 967), of which Fig. i is

reproduced on the opposite page, discloses two rotary

grizzlies, both of which are provided with perforated

spray pipes, extending longitudinally and parallel

with the axis of the streams. Concerning this device

Mr. Smyth says:

"Each screen is provided with two such pipes,

one centrally located and the other exteriorly lo-

cated, directly above the interior of the pipe. Be-

neath one of the rotating screens there appears an

amalgamating table in the form of a sluice-way

provided with riffles. There is also in the Lay de-

vice, a pump for supplying water to the rotary

screens" (Record, 243).

In pointing out the difference between the mode of

operation of the Lay device and that of the Postle-

thwaite, the expert states:

"It (the difference) is further shown by the fact

that the material discharged from the screen is led

by troughs and the like to the place of amalgama-

tion. It is also shown by the fact that though the

amalgamating table is below the grizzly, it is not

adjacent thereto in the manner of the patent in suit,

nor does it receive its gold-bearing residuum di-

rectly, but through a hopper or pipe or runway.

In fact, the drawing shows a trough interposed be-

tween the second grizzly and the amalgamating
table. It is clear, therefore, that the device of the

Lay patent was not intended to, nor could it per-

form the functions of the device of the patent m
suit" (Record, 244).
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It is thus seen that claim 3 must be limited to col-

lecting tables located immediately below the grizzly.

To not so locate them would change the mode of op-

eration of the patented combination. Mr. Smyth

states that the mode of operation of the Lay device dif-

fers from the Postlethwaite device because the material

from the grizzly is discharged upon a trough g' under

the grizzly and is thereby "led to the place of amal-

gamation." It will be noted that he also states that

"though the amalgamating table is below the grizzly,

it is not adjacent thereto in the manner of the patent

in suit, nor does it receive its gold-bearing material

directly but through a hopper or pipe or runway.

The discharge of the material from the grizzly di-

rectly upon the tables immediately below is, therefore,

absolutely essential to the mode of operation of the

Postlethwaite device. Therefore, no device in which

the tables are not immediately below the grizzly and

in which the material is not discharged from the griz-

zly directly upon the tables, can possibly be held to

infringe claim 3. The mode of operation of such a

device would necessarily be different from that of the

Postlethwaite device and, therefore, such a device

could not infringe claim 3. As we shall hereinafter

see, the appellants' dredge is just such a device and

therefore it does not infringe upon claim 3 of the pat-

ent in suit.

The Kirk patent (Record, 886) discloses a gold

washer and amalgamator, which consists of a "slotted
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cylinder" or grizzly surrounded by an impeilufaiea

"outer hollow cylinder." Both cylinders rotate, but

in opposite directions, and a perforated pipe is central-

ly located therein as will be seen by an inspection of

Fig. 2 of the patent reproduced on the opposite page.

Concerning this device, the appellee's expert witness,

Smyth, says:

"No collecting tables are shown below the griz-

zly, their place being taken by the outer hollow

cylinder. * * * * The mode of operation so far as

concerns the grizzly and collecting devices in this

apparatus, is essentially different from that of the

device of the patent in suit, as is made clear by the

fact that though 'the nozzles play strong jets of

water upon the mass' (in the grizzly) 'cutting even

stiff clay to pieces and washing out the gold.' This

is a purely disintegrating function similar to that

performed in the Lay device by the hydraulic

giants at the placer deposit. That this is true is

made evident by the fact that the outer imperfo-

rated cylinder will contain water to some depth, up

to, in fact, the level of the discharge hole in the

end of the outer cylinder. In fact, the inventor

relies upon this pressure of water, as he suspends

amalgamating plates at the surface of the water

'for the purpose of catching floating gold.' The
presence of this body of water in the outer cylinder

in constant agitation by the rotation of the cylinders

would of course break up and destroy any selective

action 'of the strong jets of water (which play)

'upon the mass.' It is clear, therefore, that the con-

struction herein shown was not intended to take ad-
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vantage of the form of separation employed in the

patent in suit, nor is the construction of the Kirk

device capable of performing this function" (Rec-

ord, 245).

From the foregoing it is apparent that the corre-

sponding part of the selective action of the patent in

suit is present in the grizzly of this Kirk device. The

strong jets of water playing upon the mass in the griz-

zly and under disintegrating pressure sufficient to cut

"even stiflf clay to pieces and washing out the gold"

necessarilv perform the same selective action as simi-

lar jets in the grizzly of the Postlethwaite device. The

point made by the expert is, however, that even though

such selective action is present at the point of discharge

from the grizzlv, it is not thereafter taken advantage

of or used.

It is thus seen that the invention of the patent in suit

can only reside in the taking advantage of and making

use of such selective action in the grizzly due to the

Strong jets of water playing upon the mass and thereby

forcing the material from the grizzly with the lighter

particles ahead of the heavier ones.

In this Kirk device, the material will, according to

the testimony of Mr. Smyth, necessarily be forced

from the grizzly in the manner above stated, and there-

fore in the manner of the Postlethwaite device. This

must be true as there are, in the Kirk device, the same

rotating grizzly, the same mass of material and the

same jets of water playing upon the same.
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The mode of operation of the Postlethwaite device

differs, therefore, from that of the Kirk device in the

particular that in the former device the selective action

taking place in the grizzly is thereafter taken advan-

tage of and made use of while in the latter device it

is not so taken advantage of but in fact is nullified by

the presence of the outer imperforated cylinder.

If the invention of claim 3 of the patent in suit re-

sides in taking advantage of and making use of the se-

lective action of the jets playing upon the mass in the

Kirk grizzly, necessarily no device, not taking advan-

tage of and making use of such selective action, can

contain or embody such invention. Therefore, such a

device cannot infringe such claim 3. In appellant's

dredge, as we shall see, such selective action, if present,

is not taken advantage of or used in any way.

Concerning the device disclosed in "Defendant's

Exhibit Drawing Arizona Machine" (Record, 979),

the same expert witness of the appellee says:

"In this Arizona apparatus, as in the preceding,

there are excavating and elevating devices mounted

upon a platform adapted to travel. There is in

this apparatus also a rotary grizzly for imparting

rotary motion to the grizzly. There is a spray-pipe

within the grizzly, provided with perforations, and

means for supplying the pipe with water. There

are, however, no collecting tables below the griz-

zly, their place being taken by a tank. The grizzly

in this apparatus is quite analogous to the concen-

tric screens of the DeGroat and the Farrell 'Sand



46

Excavator, Separator and Conveyor.' The likeness

consists in the fact that this rotating device com-
prises three concentric, slightly tapering cylinders,

in the nature of screens. It would, however, be bet-

ter described as a grizzly concentrically surround-

ed by two outer screens. The outer screens are of

considerably larger diameter than the grizzly. The
outer screens dip for some considerable distance of

arc below the surface of water contained in the tank

to which reference has already been made. Thus
material contained in these two screens is constant-

ly immersed in the water. In these respects this

device diifers materially both in construction, func-

tion and mode of operation, from the grizzly with

its co-acting tables below, of the patent in suit.

That this is so will be readily understood by com-

paring the construction shown in the blue-prints

with that of the patent in suit and the explanatory

sketches produced by this witness relating to the

action of the disintegrating sprays provided for by

the perforated pipe H, in its relation to the grizzly

and collecting tables of the patent in suit. It will

be readily appreciated that the presence of the outer

screens, and especially their immersion in the water

of the tank as illustrated in the blue print, would
destroy and nullify any selective action of the

Streams from the spray-pipe which might have

taken place in the inner screen or grizzly of the

Arizona machine. Doubtless the breaking-up and
washing actions are present, due to the dissolving

qualities of water and the separation of the boul-

ders from the finer stufif by the grizzly; but any fur-

ther action tending to selective separation between
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the particles after their issuance from the inner

screen or grizzly must be wholly lost before these

particles reach the collecting place. And in these

respects the concentric screens and water-tank and

spray-pipe of the Arizona machine differ essential-

ly as to function and mode of operation from the

grizzly and its co-operating spray-pipe and collect-

ing tables below" (Record, 256).

Here again the witness points out the importance

and absolute necessity of having the tables of claim 3

located immediately below the grizzly. If not so lo-

cated, the mode of operation of the combination is

changed. The claim, therefore, must be limited to the

location of the tables immediately below the grizzly.

Note that he says: "It will be readily appreciated

that the presence of the outer screens and especially

their immersion in the water of the tank, as illustrated

in the blue print, would destroy and nullify any selec-

tive action of the streams from the spray-pipe which

might have taken place in the inner screen or grizzly

of the Arizona machine."

If the presence of mere screens, surrounding the

grizzly, will nullify such selective action, necessarily

the presence of the solid, imperforate walls of a trough,

hopper or collecting device, surrounding the grizzly

and intervening between it and the collecting tables,

will destroy and nullify such action. In a device, pro-

vided with just such a trough or collecting device, the

said selective action can not be taken advantage of.
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The appellant's dredge is provided with such a collect-

ing device intervening between the grizzly and collect-

ing tables.

The Lacharme patent (Record, 845), Fig. 3 of

which is reproduced on the opposite page, discloses a

rotary grizzly, a perforated pipe located outside there-

of, and a collecting table below, but not immediately

below, the grizzly.

Concerning this the expert witness, Smyth, says:

"The witness considers this exhibit one of more

interest than would appear at first glance, as it

shows in a striking manner how with substantially

the same elements merely arranged in a slightly

different way, an entirely different mode of opera-

tion results. Here we have the rotating grizzly

with the material fed to it in substantially the same

manner, so far as its entrance thereinto is concerned,

as the patent in suit. We also have the perforated

spray-pipe and we also have the collecting table ar-

ranged in a sense below the grizzly. Now if it be as-

sumed, formaking the devicesmore nearlyalike, that

the tank Y is placed by a force-pump, it will be seen

on careful scrutiny of the necessary action which
will take place in the various parts, that the slight

change in the position of some of them has not alone

changed the mode of operation, but has practically

reversed it in essential particulars. . Let us, there-

fore, assume that the material is in the grizzly, that

the perforated pipe is supplying its streams to the

outside of the grizzly, and the screened material is

flowing away to the collecting table. The position
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of the spray-pipe being on the outside, above and to

one side of the grizzly, its streams will be directed

upon such material as is carried up adher-

ing to the inner walls of the grizzly until

they meet the down-pouring jets issuing from

the perforations. The selective action of these

jets will be the same as I have heretofore

described and illustrated in my sketches, but the

material so selected being above the main body of

the material lying in the lower part of the grizzly,

the selective action will now be, so far as regards

the stream and the material on to which it is play-

ing, to deposit the fine particles, upon the top of the

material resting in the bottom of the grizzly; thus

to this extent reversing the order of selection. Now
as to the arrangement for receiving the material

from the grizzly, which is shown in the illustra-

tion to be a hopper-formed receptacle beneath the

grizzly, of four sloping walls to a central discharge

apperture. It is apparent that if with this arrange-

ment of discharge any selective action which had

taken place at the point of discharge from the griz-

zly, that is, through its lower side, would be here

nullified and undone by the mixing action of the

flow of water down the four inclind sides of the

hopper on account of their flowing from opposite

directions to a central point. It is therefore obvi-

ous that this device could not perform the functions

of the separating devices of the patent in suit"

(Record, 246).

We have now reached the climax in the testimony

of this witness. Nothing further could possibly be said
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by him to more conclusively demonstrate that claim 3

of the patent in suit is not infringed by the appellant's

dredge, the grizzly of which is surrounded by a hop-

per for collecting the material discharged from the

grizzly and then distributing it among the various col-

lecting tables located not immediately below the griz-

zly, located not even below the grizzly in any sense of

the word "below," but located to the side of and in a

plane below the plane of the bottom of the grizzly.

On the opposite page is reproduced a figure of Com-

plainant's (appellee) Exhibit B, showing a "Detail

View of Revolving Screen and Gold Savings Tables"

of appellant's dredge, adjudged by the lower court to

be an infringement of claim 3 of the patent in suit.

It will be noted that the lower half of the grizzly

shown in this figure is entirely surrounded by the solid

imperforated walls of the collecting and distributing

hopper or "box" just as the lower half of the grizzly

shown in the Lacharme patent is surrounded. Of

course, no material is discharged from the upper half

of the grizzly. It will, therefore, be obvious that, in

this dredge of appellants, any selective action that

might have taken place at the point of discharge from

the grizzly, is nullified by the mixing action of the

flow of the material down the sides of the hopper. The

lighter particles carried by the water, will strike the

sides of the hopper or box and a large percentage

thereof will slowly flow or trickle by gravity down

such sides to the bottom of the hopper while the heav-
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ier particles upon striking such sides will be deflected

downwards, and by reason of their greater weight will

move more rapidly than the finer particles. The ma-

terial, therefore, will fall to the bottom of the box in

a heterogeneous mass and the prior selective action,

therefore, will have been nullified.

The flow of the material from the distributing hop-

per or box to the collecting tables located along the

sides of the grizzly is controlled by adjustable doors

clearly shown in the drawing referred to. The mater-

ial, having trickled down the side walls of the box to

the bottom thereof, or having dropped directly to the

bottom, will then flow along the bottom till opposite an

open door when it will flow out to the collecting tables.

The volume of the stream, as it flows under the griz-

zly along the inclined bottom of the box, is continually

augmented by material forced from the grizzly at suc-

cessive points thereof above the course of the flowing

stream.

It is thus evident that when the material, forced from

a point near the upper end of the grizzly, joins the

stream of water flowing along the bottom of the box

and carrying material discharged from the grizzly at

a point still nearer the upper end thereof, the selective

action previously taken place, will be even more com-

pletely nullified.

This fact is very strongly brought out by the expert,

Mr. Smyth. It will be recalled that in connection with

the Piatt device, he said:
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"Its mode of operation, however, as might read-

ily be inferred from its difference in construction,

is wholly different from that of the patent in suit;

and this is especially shown by the fact that the

grizzly in this machine is surrounded by a cylin-

der or casing marked B in the patent, intended to

be filled with water up to at least two-thirds of its

diameter."

From an inspection of the large figure of Exhibit B

(not reproduced herein), it will be seen that a pipe leads

into the side of and at the upper end of the distributing

box. The stream from this pipe flows down the in-

clined bottom of the box and is joined, throughout its

course, by the streams of material issuing from the

grizzly. It is thus apparent, that in appellant's dredge

as well as in the Piatt device, the material from the

grizzly falls into water. It is evident, as the expert

says, that this fact will also completely nullify any pre-

vious selective action.

It will also be recalled that this expert witness of ap-

pellee stated it was essential to the new mode of opera-

tion of the Postlethwaite device that the collecting ta-

bles should be located ''below the grizzly so as to be

within the influence of the energetic stream lines from

the perforated pipe" (Record, 263).

He also testified concerning this point as follows:

"XQ. Do you suppose that he relies upon the

common sense of a mechanic to know what is meant
by the words 'disintegrating pressure'?
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"A. Undoubtedly, I think that term is very

apropos; a good descriptive term, as used in that

connection.

"XQ. 84. Does it convey a clear idea to your

mind?

"A. It does, very clear.

"XQ. 85. I understand the idea conveyed to your

mind is that of power sufficient to wash the finer

materials or force the finer materials upon the sepa-

rating tables?

"A. To deliver them 'with force upon the sepa-

rating tables.

"XQ. 86. To deliver them with force upon the

separating tables?

"A. Yes; together also with its washing, dissolv-

ing and other functions.

"XQ. 87. It contains all that?

"A. All that" (Record, 279).

It will also be recalled that this witness testified as

follows:

"A. Yes, sir. One of the difficulties of secur-

ing the values under the conditions in which these

dredgers work is the very fine character of the gold

which is to be saved. In consequence of the fine

character of the gold // will tend to remain in sus-

pension, if simply flowed onto it without force.

The advantage of delivering it with force under the

conditions described in the patent is that the fine

particles are driven down onto the table and become

entangled in the fiber in the rough surface of the

cocoanut matting, whereas if they were not driven
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with force they would tend to remain in suspension

and be carried over the expanded metal or riffles

and so be lost" (Record, 283).

It is only necessary to glance at the drawing of ap-

pellant's dredge to perceive that the tables are not lo-

cated "within the influence of the energetic stream

lines" and that the material is not "delivered with force

upon the separating tables." Concerning similar struc-

tures, this witness very clearly and forcibly pointed out

that the presence of devices such as the "distributing

box" of appellant's dredge, prevented the tables from

being within the influence of the stream lines and

thereby prevented the forceful delivery of the material

onto the tables. In the operation of the appellant's

dredge, the streams of material forced from the griz-

zly strike the solid walls of the surrounding hopper or

distributing box, and either flow by gravity down such

sides or are deflected thereby and fall by gravity to

the bottom, where they join the stream flowing by

gravity from the upper end of the hopper down the in-

clined bottom thereof. When the last mentioned

stream reaches an open door, a part of it will change

its course and flow by gravity, at right angles to the

direction of its original course, through the door to

the collecting tables located at the side of the grizzly.

The fact that the material flows by gravity onto the

tables clearly shows that it is not delivered thereon

"with force" and, at the time of its delivery thereon,
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all the initial energy in the streams, due to the action of

the force pumps, has been abstracted therefrom.

It is unnecessary to further elaborate upon these sub-

stantial dififerences in the respective modes of opera-

tion of the Postlethwaite dredge and of the appellant's

dredge. The testimony of the expert witness for the

appellee makes it unnecessary.

In view of the fact that the mode of operation of

appellant's dredge has been conclusively shown to be

different from that of the combination of claim 3, such

dredge cannot infringe said claim. As we have said

before, the presence in appellant's dredge of all the

elements of claim 3, but differently located therein

relative to one another, does not make such dredge an

infringement. The questions of infringement and of

anticipation are the same as they both involve the mat-

ter of identity between two devices.

The Dunedin dredge contained all the elements of

claim 3, but they were diff'erently located therein.

Counsel for appellee contends that the mode of opera-

tion of such dredge differs from that of the combina-

tion of claim 3 and for that reason it does not antici-

pate. The appellant's dredge contains all the elements

of claim 3, but they are differently located therein.

Counsel for appellee have conclusively proved that the

mode of operation of such dredge differs from that of

the combination of claim 3, yet notwithstanding that

fact, they contend such dredge infringes claim 3.

The two contentions of counsel for appellee are not
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consistent. If the Dunedin dredge does not anticipate

because its mode of operation differs from that of the

patented combination, then, necessarily, the appellant's

dredge does not infringe, because its mode of opera-

tion differs from that of the patented combination.

The converse proposition is obviously true. If the ap-

pellant's dredge infringes, notwithstanding its different

mode of operation, then the Dunedin dredge antici-

pates notwithstanding its different mode of operation.

The foregoing propositions are so obviously true

that it seems to us to be unnecessary to dwell further

on the point and we will content ourselves with the

citation of a few authorities sustaining our position.

In section 341 of Walker on Patents, it is said:

"Mode of operation is a criterion of infringement

on one side of that question, but not on the other.

If the mode of operation of an alleged infringing

thing is substantially different from that covered

by the claim alleged to be infringed, it follows that

the charge of infringement must be negatived; but

if the mode of operation is substantially the same,

it does not follow that the charge of infringement

must be affirmed. In that case the question must be

decided by some additional criterion. To establish

an infringement of a claim, the facts must be sub-

jected to several successive tests. If the case fails

on either of those tests, no further inquiry need be

made; but an infringement cannot be affirmed till

all those tests have been applied and have been

w^ithstood. The first of these is that which relates

to identity of mode of operation."
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In Robinson on Patents it is said in section 894

thereof:

"Identity in the idea of means subsists where the

compared inventions perform the same functions

by the same modes of operation. If the effects pro-

duced are substantially different, there is no iden-

tity. If the effects are the same and the functions

are essentially different, there is no identity. If the

functions are the same and the modes of operation

by which they are performed are radically unlike,

there is no identity."

Said Mr. Justice Clifford in the case of Machine Co.

vs. Murphy, 97 N. S., 120:

"In determining the question of infringement,

the court or jury, as the case may be, are not to

judge about similarities or differences by the names

of things, but are to look at the machines or their

several devices as elements in the light of what they

do or what office or function they perform, and

how they perform it and to find that one thing is

substantially the same as another // // performs sub-

stantially the same function in substantially the same

way to obtain the same result," etc.

In Westinghouse vs. Boyden Power Brake Co., 170

U. S., 568, it is said:

"But even if it be conceded that the Boyden de-

vice corresponds with the letter of the Westing-

house claims, that does not settle conclusively the

question of infringement. We have repeatedly
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held that a charge of infringement is sometimes
made out, though the letter of the claims be avoid-

ed. Machine Co. vs. Murphy, 97 U. S., 120;

Ives vs. Haynilton, 92 U, S., 426, 431; Morey vs.

Lockivood, 8 Wall., 230; Elizabeth vs. Pavement

Company, 97 U. S., 126, 137; Sessions vs. Romad-
ka, 145 U. S., 29; Hoyt vs. Home, 145 U. S., 302.

The converse is equally true. The patentee may
bring the defendant within the letter of his claims,

but if the latter has so changed the principle of the

device that the claims of the patent, literally con-

strued, have ceased to represent his actual inven-

tion, he is as little subject to be adjudged an in-

fringer as one who has violated the letter of a stat-

ute has to be convicted, when he has done nothing

in conflict with its spirit and intent. 'An infringe-

ment,' says Mr. Justice Grier in Burr vs. Duryee,

I Wall., 531, 572, 'involves substantial identity,

whether that identity be described by the terms

"same principle," same ''modus operandi," or any

other The argument used to show infringe-

ment assumes that every combination of devices in

a machine which is used to produce the same effect,

is necessarily an equivalent for any other combina-

tion used for the same purpose. . . .This is a flagrant

abuse of the term "Equivalent." '
"

As the expert witness for the appellee so forcibly

pointed out, in connection with the Piatt and Kirk

patents, the invention of Mr. Postlethwaite (if it can

be deemed an invention at all) can only reside in the

taking advantage of and making use of the selective ac-

tion which takes place at the point of discharge from



59

the grizzly. This witness has demonstrated that in

order to take advantage of and make use of such action,

it is necessary to locate the tables immediately below

the grizzly.

Claim 3, therefore, must be construed so it will cover

such invention of Mr. Postlethwaite. The scope to be

given this claim must be commensurate with such in-

vention. It cannot be construed as covering more nor

covering less than the actual invention. It, therefore,

must be limited to the location of the table immediately

below the grizzly.

Strange as it may appear, counsel for the appellee

agree with us in our contention that the claim should

be so limited. This is evident from the following quo-

tation from their brief filed in the lower court:

"If, then, the essence may not lie in the support,

nor in the means for procuring the material,

nor in the value-collecting means, we have left only

the means for preparing the material in such man-
ner that when duly presented by the procuring

means, it can be delivered to the collecting means
in form and condition to permit said means to ex-

ercise their function. These preparing means are

the rotary grizzly, the spray-pipe inside of it, and

the pump operated under the stated condition with

force enough to drive the water through the per-

forations of the spray-pipe under disintegrating

pressure upon the material in the grizzly; and to

these may be added the position of the collecting

tables below the grizzly, so that the prepared ma-
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terial shall be delivered at once and while in a con-
dition of preparedness, upon the tables."

We, therefore, submit that the appellant's dredge

does not infringe claim 3 for the following reasons:

1. Its mode of operation differs substantially from

that of the combination of such claim. This fact hav-

ing been proved by the expert witness called by the ap-

pellee, the appellee is not in a position to dispute it.

2. The Postlethwaite invention (if it be considered

an invention) can only reside in making use of the se-

lective action at the point of discharge from the griz-

zly and appellants' dredge does not make use or take

advantage of such action. It therefore cannot embody

the Postlethwaite invention.

3. Claim 3 is limited to collecting tables arranged

below the grizzly. The tables of appellants' dredge

are not so located.

ANTICIPATION.

In view of our opinion that the date of the Postle-

thwaite invention must be held to be not earlier than

July 6, 1897, the filing date of the application, we shall

consider only one of the many anticipations so conclu-

sively proved by the appellants.

It was stipulated that the following article appeared

in a book published by John Mackey, Government
Printer, at Wellington, New Zealand, in the year

1896:



^^Hyde and Wood's Dredge.—This dredge is

working a shallow beach about one mile and a half

below the Wai-Kerikeri Beach, on the Clyde side

of the river. It is an ordinary bucket-dredge, hav-

ing thirty-six buckets, two of which are disintegra-

tors, and are used for loosening the hard cement,

and also taking up large stones. The party is

dredging at the present place for a depth of 20 feet

below water-level, and it is stated that the dredge

lifts on an average forty tons of stufif per hour. The
material is dumped into a hopper, which empties

into a revolving screen of about 10 ft. in length,

having perforated plates, the holes being from ^
in. to Yz in. diameter. The stones and coarse

shingle fall into a semi-curcular iron shoot, thence

into sluice-boxes, covered with iron ripples, and the

waste material is deposited into elevating-buckets

at the stern, which then place it about 10 ft. above

the dredge. The angle at which the elevator is

placed is about 60 degrees.

"The fine material from the revolving screen falls

onto tables which are 8 ft 6 in. in width, and cov-

ered with cocoanut-matting, having a small-mesh

iron wire screen on top. There is little doubt in

my mind that a very large percentage of the fine

gold is lost in this dredge, as it is impossible with

the same amount of tables, which are on one side

only, to save; indeed, at the time of my visit I saw
gold lying on the top of tables, and wherever the

stuff is not led off in a fine thin film, and kept per-

fectly clear, the fine gold cannot be saved. From
information supplied me by one of the proprietors,

it appears that this dredge has not been returning

large profits for a considerable time past, but the
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party has recently got on to a run of ground which
gives them good returns. For the week preceding

the date of my visit they obtained 20 oz. of gold,

the working expenses being a little over 30 per

week. Six men are required on one of these

dredgers to work day and night, and the amount of

local coal burned is equal to about 3 tons in every

twenty-four hours.

For the purpose of carrying the stones and shingle

away from the end of the revolving screen, there is

a 9 in. pipe which passes through the screen, and

discharges water into the shoot at the end of the

screen. There are also holes perforated for allow-

ing a small quantity of water to fall on to the ma-
terial as it passes through the screen. The water is

pumped by a centrifugal pump, which is worked
by a separate engine. The dredging appliances

are worked by a compound steam engine fitted with

the necessary winches, friction-gearing, &c., neces-

sary to prevent a breakage taking place, should any

stones or other material become jammed between
the buckets and the dredge'' (Record, page 546).

It will be noted that this article completely describes

the device shown in the patent in suit. This dredge is

provided with excavating and elevating means and the

material is discharged into the revolving grizzly just

as in the Postlethwaite device. A perforated pipe

passes through the grizzly and is supplied with water

pumped by a centrifugal pump, worked by a separate

engine. The collecting tables are described as located

immediately below the grizzly just as in the patent in

suit. The finer material from the grizzly is described
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as being delivered directly and immediately upon the

tables just as in the patent in suit.

That the jets of water, issuing from the pipe passing

through the grizzly, are under disintegrating pressure

is obvious. Such water is pumped by a centrifugal

pump worked by a separate engine. If the pump was

of such size as to require a separate engine for its op-

eration, it is apparent that the water was forced through

the pipe under immense pressure. That the water pass-

ing through the pipe is described as under such pres-

sure is also obvious from the fact that the stream issu-

ing from the end of the pipe is used for carrying away

from the end of the grizzly the heavier particles, such

as the large stones and shingle. If such stream is under

sufficient pressure to carry away the heavier particles,

it certainly must be under sufficient pressure to carry or

force the lighter particles through the perforations of

the grizzly. It is also obvious that if only such stones

and shingle pass from the end of the grizzly, they must

have been washed free of the clinging clay and sand

while in the grizzly. If they were so washed, then the

jets used in w^ashing them must be under disintegrating

pressure and anyone skilled in the art would so under-

stand the description.

In view of the size of the pipe (9 inches in diameter)

it is evident that the water issuing from the perfora-

tions is relatively small compared with the immense

stream issuing from the end of the pipe and forcing the

shingle and largestones along the "shoot" away from the
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grizzly. Such water must, however, be under disin-

tegrating pressure as it issues from the pipe at points

nearer the centrifugal pump than the end of the pipe

from which issues the stream used in carrying away

such large stones.

We submit, therefore, that this article is a complete

anticipation of the patent in suit. In it are described

all the elements of claim 3 and it will be noted that

such elements are located in this dredge, relative to one

another, in precisely the same manner that the elements

of the claim are specified as being located. The per-

forated pipe is inside the grizzly and the tables must

be immediately below the grizzly as the material is de-

scribed as being delivered from the grizzly to the

tables and not to some intervening device, such as a

hopper or distributing box.

CONCLUSION.

In view of the fact that the other phases of this case

will be considered by the learned counsel for the appel-

lants, we will not prolong this brief by a discussion of

the many other anticipations and prior public uses of

the Postlethwaite device.

Respectfully submitted,

CHARLES W. SLACK,
JOHN H. MILLER,
WILLIAM K. WHITE,

Amici Curiae.
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BRIEF FOR APPELLEE.

This is an appeal from an Interlocutory Decree on

Final Hearing (page 600 of record) made and entered

November 17, 1908, by the Circuit Court of the United

States for the Northern District of California in the

suit of Risdon Iron and Locomotive Works (appellee

herein) vs. Western Engineering and Construction Co.

et al. (appellants herein), No. 13,605, adjudging claim

3 of the Postlethwaite patent sued on, No. 622,532, dated

April 4, 1898, good and valid in law; that complain-

ant's assignor, Robert H. Postlethwaite, was the orig-

inal, first and sole inventor thereof; that defendants

had infringed said claim; that an accounting be had



by reference to the Master in Chancery, and that an

injunction be granted.

The assignments of error on appeal (page 606 of

record), though 11 in number, are referable to two

main defences, to wit:

A. Invalidity of the Patent sued on as far as claim

3 (the only claim involved) is concerned.

B, Non-Infringement.

Defence A is divisible into

—

1. Anticipation by prior patents and publications.

2. Anticipation by prior knowledge, manufacture,

use and sale.

3. Want of Invention.

Want of Invention is divisible into two heads.

a. Lack of Invention, generally.

b. Aggregation.

We think the above statement covers and includes

every defence which has heretofore or which is now

made, or which can flow from the errors assigned.

The decision of the lower Court, rendered by his

Honor, Judge Van Fleet, October 26th, 1908, will be

found contained between pages 592-599, Vol. II of the

printed record.

In its decision, after having construed the claim of



the letters patent in suit, the Court separately consid-

ered and passed on each of the defences raised and

relied upon by the defendants to escape the charge of

infringement, deciding each question favorable to the

Complainant.

The first of the defences considered by 'the Court,

was that the apparatus manufactured, sold, and used

did not constitute an infringement of Claim 3 of the

letters patent in suit. The second defence presented for

the consideration of the Court comprised the usual

one as to the invention of the letters patent being antici-

pated by the prior state of the art, and in construing the

prior art his Honor did not confine his investigation

to prior issued letters patent, but considered the various

issued publications introduced as exhibits on the part

of the defendants and the alleged prior use by others of

the invention covered by the letters patent in suit. The

Court then dwelt at length on the question of aggrega-

tion, presented as one of the defences, and found against

the defendants relative to the said defence.

The decision cannot be read without fully realizing

the close analysis of the letters patent by his Honor,

the study given to the involved record, and the careful

consideration given to the various decisions cited by the

respective counsel in support of their contentions. The

decision discloses throughout that each and every issue

raised was closely studied and earnestly considered, and,

as his Honor states, "with a great deal of care."

The following defences were thus presented to the

lower Court and carefully considered by his Honor,



Judge Van Fleet. These comprise the defences relied

on by the Appellants at this time:

First. Non-infringement.

Second. Want of invention.

A. By reason of the prior art.

B. Due to earlier printed publications.

C. Public use of the patented device.

Third. Aggregation.

We feel convinced that each of these questions was

passed on by the lower Court in accordance with the

law applicable thereto, and in conformity with the deci-

sions of this Court, and of the Supreme Court of the

United States.

The letters patent in suit is Complainant's Exhibit

A, record page 6i8, while the alleged infringing appa-

ratus, admitted to have been manufactured and sold

by the Western Engineering & Construction Company,

and used by the Central Gold Dredging Company, is

represented by Complainant's Blue-Print Exhibit "B,"

record page 625.

In addition to the letters patent in suit, Complainant's

Exhibit A, the patented apparatus, is represented and

disclosed by Complainant's Blue-Print Exhibit D, rec-

ord page 629.

We do not understand that any question is made as

to the sufficiency of Complainant's title to the letters

patent in suit.

Perhaps a clear understanding as to the importance

of the invention in issue and the work sought to be and

successfully accomplished by the use of an apparatus

constructed in accordance therewith, as illustrated by



Complainant's Exhibits "B" and "D," may be had by
a reference to the art of extracting gold from the soil

as it existed at the time of the invention covered by the

letters patent in suit, and for such purpose we take the

liberty of outlining the same.

BRIEF HISTORY OF GOLD RECOVERY
PRIOR TO 1897.

Prior to the year 1897, from which dates the intro-

duction into this country of the invention of the patent

in suit, three methods were generally employed for the

recovery of gold from the value bearing material, viz:

Placer mining;

Hydraulic mining;

Quartz mining.

The placer mining was the first system in vogue in

this State for the recovery of gold. Its use dates as a

distinct form of mining within this State from about

the year 1848, although it had been employed as early

as the year 1841. This method consisted in separating

the gold nuggets from the river gravel by a washing

system, the gravel containing the nuggets being treated

in what was known as "cradles" or rockers, which

maintained the material in a condition of agitation, and

permitted the water to carry off the gravel and finer

material, leaving behind the nuggets to be collected

from the "cradle" or rocker. By the very nature of such

crude system, it is obvious that the material to be profit-

ably worked, must of necessity have been exceedingly

rich; in fact, our early day miners were only seeking
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for the nugget gold, and had no means at command
for the recovery of the fine gold contained in the ma-

terial which escaped from the working devices in the

form of "tailings." So far as concerned what was de-

sired to be recovered, /. e., gold nuggets, the placer

mining was a perfect success; but for close working of

the ground, and the recovery of the fine gold or values

contained therein, it was a failure. However, the cra-

dle or rocker as an instrumentality for collecting the

coarse or heavy gold eliminated from the material

treated therein, was abandoned to a great extent about

the year 1851, and sluices were substituted therefor.

Through these sluices the material to be worked was

propelled by a flowing body of water, and the gold col-

lected therein. The sluices were filled with blocks of

wood or stones, which formed riffles for collecting the

gold. These sluices, which were merely troughs or

chutes, were inclined, and the auriferous material was

conducted down the same by the flowing water, in a

gentle stream, and was broken by the occasional slats or

depressions therein containing mercury, into which de-

pressions the gold was collected as it sank. Obviously,

much of the finer gold was carried off by the flowing

body of water, and was lost with the tailings discharged

from the sluices.

Hydraulic system of mining was introduced about the

year 1852, by which method of mining the material to

be worked was released from its bed by the wearing

away action of water. Great streams of water were

turned against the gravel bank, the force of which jets

of water wore down the bed of auriferous gravel or
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earth, which, by the waste water of the jet streams, was
carried down and passed through sluice-ways, which
detained the heavy or coarse gold contained in the ma-
terial propelled by the body of water through the same.

The fine or light gold contained in the material was

carried off with the tailings, which tailings were per-

mitted to run to waste. Thus much of the valuable ma-

terial was lost as tailings. In fact, this loss was so

great, that by the latter-day methods of working ma-

terial containing values, it has proven extremely profit-

able to work the tailings of the earlier days of mining.

While the hydraulic process of mining was a successful

one, it was of short life as a general proposition for the

working of the greater portion of the gold-bearing

material. The reason for this was due to the fact that

great banks were swept rapidly away, and the detritus

threatened to choke the rivers, so that, in this State, at

least, its use was soon prohibited by law.

Quartz mining is too well understood to require any

particular comment. By this system gold was recover-

able from a form of gold-bearing material which could

not be treated by either of the foregoing systems. The

quartz was mined, then submitted to the action of the

stamps in order to be broken up to liberate the gold con-

tained therein, and, in the form of pulp, delivered from

the stamps onto concentrating tables for the separation

of the particles of gold from the pulp passing there-

over; on the surface of the concentrators the gold par-

ticles were collected and retained for deposit in a col-

lecting tank. While the concentrating tables permit

of closer working of the material than either the placer
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or hydraulic system of mining, still, much of the fine

gold escapes therefrom with the tailings. However,

such material as is capable of being worked by concen-

trators cannot be handled by either the placer or hy-

draulic system of mining.

The apparatus of the invention of the patent in suit

has no other concern with either of the described sys-

tems in use prior to the introduction of the patented ap-

paratus into this country during the year 1897, except

in so far as the apparatus is capable of successful and

profitable operation for the recovery of values from the

tailings permitted to run to waste by each of the said

systems.

COMPLAINANT'S PATENTED MACHINE.
The apparatus of the patent in suit is for the carry-

ing out of a new and distinct type of gold recovery, one

never before used in this country in connection with

the recovery of the fine particles of gold permitted for

years to run to waste; in fact, it created an art known

as "GOLD DREDGING." Although sporadic efforts

at gold dredging had been made in this country for

approximately fifty years prior to the invention of Mr.

Postlethwaite, still, until the year 1897, no machine for

successfully and profitably working the material con-

taining the fine minute particles of gold had ever been

devised and put into operation in this country, nor had

such a system for the recovery of gold become a recog-

nized factor in this country. On the contrary, it was

looked upon and treated as an abject failure by all per-

sons connected with the gold industry.

At this point we reproduce the drawings, description

and claims of the patent in suit, of which the following

is a copy:
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To all i^hom it may concern:

Be it known that I, ROBERT H. POSTLETHWAITE. a

subject of the Queen of Great Britain, residing at San

Francisco, in the County of San Francisco and State of

California, have invented certain new and useful Im-

provements in Gold-Dredging Apparatus; and I do

hereby declare that the following is a full, clear, and

exact description thereof.

This invention relates to certain new and useful

improvements in that class of dredgers known as ''gold-

dredgers,'' or those used for the recovery of gold or

precious metal from the beds of rivers or streams; and

the improvements consist in the arrangement of parts

and details of construction, as wtII be hereinafter fully

set forth in the drawings and described and pointed out

in the specification.

The object of the invention is so to construct the

dredge that the working of the river-bottom may be

accomplished with the minimum expense in o:'der that
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river-beds may be successfully and profitably worked

where the percentage of gold or precious metal is very

small per cubic yard or such beds as cannot be used to

advantage with the dredgers now in use, owing to the

fact that the expense attached to the working of the

machine is greater than the value of the material re-

covered.

In order fully to comprehend the invention, reference

must be had to the accompanying sheets of drawings,

wherein

—

Figure i is a side view in elevation showing the

machine or dredge in working position within a river.

Fig. 2 is a top plan view of the dredge. Fig. 3 is a>

vertical sectional view of the rotary grizzly, showing

the water-pipe in elevation.

The letter A is used to indicate the dredge-boat,

which carries the hereinafter-described mechanism. To
the lower cross-pieces a of the uprights A', placed some-

what to the rear of the dredge-boat center^ is fulcrumed

by rod a' the ladder A2, which ladder works vertically

in the ladder-way As, formed in the forward end of the

boat. This ladder is raised and lowered by means of the

cable B, connected to a cross-beam i, supported by up-

rights 2. This cable runs under sheave 3, connected

to the lower end of the ladder A^ by the arm 4, and

over sheave 5, suspended from the cross-beam i, and the

free end thereof is connected to a suitable winding-

drum, which is driven by suitable connections from the

engine of the boat. As the cable is wound upon or

slackened from the drum the ladder Ai; is raised or

lowered.

The ladder A2 supports the endless chains 6, which
work over the rolls 7 and over rolls or drums 8, secured

upon the cross-shaft 9, working in bearings of cross-

pieces 10. These chains carry the cutting, scooping, or
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excavating buckets ii, which cut into the bottom B' of

the river or stream and carry the cut soil upward to the

dredger. The chains carrying the buckets with their

load are prevented from sagging by means of the sup-

porting-rolls 12, journaled at given intervals along the

ladder A2.

At any given point on the boat or dredger is located

the boiler B2, the steam of which is conveyed to the

engine Bs by the pipe B*. On the shaft C of the engine

are mounted the belt-wheels C C2. The larger belt-

wheel C transmits its motion to the belt-wheel D,

mounted upon the shaft D' of the force-pump D2, by

means of the belt Ds, while the belt-wheel C- has its

motion transmitted to the belt-wheel E, mounted upon a

cross-shaft E', by belt E-j. The cross-shaft E' v/orks

in bearings of the standards E,, secured to the boat,

(only one being shown,) and upon said cross-shaft is

also mounted directly behind the belt wheel E a second

belt-wheel, (not shown,) which is connected with belt-

wheel F, mounted upon the cross-shaft F' by the belt F^.

Consequently the motion of shaft E' is transmitted to the

shaft F'. Upon the cross-shaft F' is mounted the pinion

F4, which meshes with the gear-wheel Fs, secured upon

the cross-shaft 9. By means of the mechanism just de-

scribed the movement of the engine-shaft is transmitted

to the cross-shaft 9, so as to impart travel to the endless

chains A2, carrying the excavating-buckets 11.

As the buckets 1 1 are carried by the travel of the

endless-chain carriers over the drums or rolls 8, the

contents thereof are emptied upon a runway or trough

G, which leads the material into the rotary "grizzly" G'

through the forward open end thereof. This grizzly

is set at a slight incline, and it is formed of meshed or

reticulated material, being cylindrical in cross-section.

To the upper end thereof preferably is formed the cog-
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ring G2, which through suitable connections (not

shown) is driven from the cross-shaft 9, so as to rotate

the grizzly. Into the lower open end of said grizzly

projects or extends the upper end of the water-supply

pipe H, which leads from the suction-pump D2. This

pipe extends, preferably, the entire length of the griz-

zly and is run near the top thereof, being preforated

throughout its length within the grizzly, so as to spray

its water onto the material entering the grizzly. The
water flowing from this pipe into the grizzly serves to

thoroughly wash and separate the material entering

therein from the trough or runway G and to force the

finer material from the grizzly onto the separating

tables or platforms H', arranged below the grizzly. The
said grizzly is held in position by the supporting-frame

Hi, and as the same is arranged at an incline, it is ob-

vious that as the same is rotated the heavier particles,

such as stones and foreign substance too large to pass

through the openings of the same, will escape from the

lower open end thereof onto an inclined platform or

chute Hs, arranged at that end of the grizzly.

The separating tables or platforms H' are arranged

at a gradual incline and extend from beneath the griz-

zly to each side thereof. Of the tables or platforms

there are a series arranged one above the other. Conse-

quently the water and the finer material flowing from

the grizzly fall upon the first of the inclined tables or

platforms passing thereover flow onto the next, and so

on until they pass off of the lower set of tables or plat-

forms. As the fine gold or precious metal is contained

in the material flowing from the grizzly, the same will

be gathered or collected as the material is passed over

the separating tables or platforms. The water and the

base material passing from the last set of tables or plat-

forms enter the sluice-ways K K', as indicated by ar-
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rows d, and finally discharge into the sump or well Ki;,

formed in the boat or dredge, (preferably at its stem

end.) From this well the base material and the water

are raised into the pump Ks through the stand-pipe K4

and forced through the discharge-pipe K3 onto the em-

bankment, thus being prevented from flowing back into

that portion of claim bottom being dredged, while the

heavier material flowing from the trough Hs is emptied

into buckets I, secured to the elevator I', and elevated

and discharged by the buckets into a runway I2, which

conveys the same onto the embankment. The elevator

V works over the rolls or wheels h h' , secured within

the upper and lower ends of the ladder L, which lad-

der is fulcrumed at its lower end to the boat, so as to

permit of being raised or lowered. Motion is imparted

to the endless elevator by any suitable mechanism

driven from the engine L of the pump K3.

The discharge-pipe K5 is connected to the pump Ks

by a swivel-joint hi, so as to be free to move in any di-

rection, and it is raised and lowered by means of the

cable k, attached thereto, while the ladder L is raised

and lowered by the cable ki.

The water for washing the material flowing into the

grizzly is drawn from the river into the suction-pump

through the pipe L.

As thus constructed the entire operation of dredging

and recovering the good or precious metal from the

river's bottom may be conducted with very little help, as

the entire working of the machine is automatic, and as

the worked material is carried and deposited upon the

river's bank there is no danger of the working material

flowing back into the pocket or hole being dredged and

reworked, which would be a useless loss of time and

expense.
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Having thus described my invention, what I claim
as new, and desire to secure protection in by Letters

Patent, is

—

1. In a gold-dredging apparatus, the combination

with the dredge-boat, of a swinging ladder mounted at

one end thereof, the endless carriers supported by said

ladder, cutting or excavating-buckets secured to or car-

ried by said endless carrier, devices for raising and

lowering the elevator, mechanism for driving the end-

less carriers, the inclined rotary grizzly, a trough or

runway for conveying the excavated material from the

excavating-buckets to the grizzly, a force-pump for

supplying water into the grizzly to wash and separate

the material fed therein, a series of separating plates or

platforms arranged at an incline below the rotary griz-

zly, a sump or well formed in the dredge-boat, the

sluiceway leading from the platforms or tables to the

sump or well, the discharge-pipe for conveying the said

material from the sump, a bucket elevator, mounted

upon a movable ladder, for removing the heavier ma-

terial, a runway for conveying the heavier material

from the rotary grizzly to the bucket elevator, and of

devices for raising and lowering the elevator and the

discharge-pipe.

2. In a gold-dredging apparatus, the combination

with the dredge-boat, of an inclined rotary grizzly for

separating the excavated material, a series of separating

tables or platforms arranged at an incline beneath the

grizzly, the sump or wxU formed in the dredge-boat,

the sluiceways leading from the separating tables or

platforms to said sump or well, a pump and connec-

tions for emptying said well, a discharge-pipe con-

nected to said pump by a universal joint, the bucket

elevator working over a movable ladder, a runway for

conveying the heavier material from the grizzly to the
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bucket elevator, and of devices for raising and lowering

the said ladder and discharge-pipe.

3. In an apparatus for dredging and separating the

dredged material, the combination with a boat or plat-

form, of a rotary grizzly or separator mounted thereon,

devices for imparting rotation thereto, means for exca-

vating and elevating the excavative material and dis-

charging the same directly into the rotary grizzly or

separator, a perforated spray-pipe leading into the sep-

arator or grizzly from the lower end thereof, a pump
for forcing water into said pipe and through its perfora-

tions and under disintegrating pressure onto the ma-

terial fed into the grizzly or separator, collecting-tables

arranged below the separator or grizzly and by means

of which the separated metal from the dredged material

is recovered.

In testimony whereof, I affix my signature, in pres-

ence of two witnesses, this 19th day of June, 1897.

ROBERT H. POSTLETHWAITE.

Witnesses

:

N. A. Acker,

Lee D. Craig.
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CLAIM OF LETTERS PATENT IX SUIT.

We now refer to the claim for an understanding of

the device covered thereby, and the application thereof

to the apparatus manufactured, sold and used by the

appellants.

Claim 3 of the patent in suit, the same being the only

one involved, is what is known as a combination claim,

calling for the following elements combined for use in

an apparatus for dredging and separating the dredged

material: (
i
), a boat or platform; (2), a rotary grizzly

or separator mounted thereon; (3), devices for impart-

ing rotation thereto; (4), m.eans for excavating and

elevating the excavative material and discharging the

same into the rotary grizzly or separator; (5), a per-

forated spray pipe leading into the separator or griz-

zly; (6), a pump for forcing water into the spray pipe

and through its perforations and under disintegrating

pressure onto the material fed into the grizzly or sep-

arator; (7), collecting tables arranged below the sep-

arator or grizzly and by means of which the separated

metal is recovered.

If the apparatus manufactured and sold by Appellant,

the Western Engineering & Construction Company,

and put into use by the Appellant Central Gold Dredg-

ing Company, contains the combination of these work-

ing elements in an apparatus for dredging and sep-

arating the dredged material for the recover}- of the

gold values contained therein, such apparatus is an in-

fringement of Claim 3 of the letters patent in suit, pro-

vided the said letters patent are valid in law.
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A brief reference to Complainant's Blue Print Exr

hibit "B," admittedly the apparatus manufactured, sold

and used by the Appellants, and to Blue Print Exhibit

^'D," illustration of the apparatus built in accordance

with the letters patent in suit, discloses in each appa-

ratus the presence of a boat or platform, a rotary grizzly

or separator mounted thereon, devices for rotating to

the grizzly or separator, means (endless chain and

buckets) for excavating and elevating the excavated

material and discharging the same directly into the

rotary grizzly or separator, a spray pipe leading into

and arranged within the rotary grizzly or separator, a

pump for forcing water into said pipe and through its

perforations and under disintegrating pressure onto the

material fed into the grizzly or separator, and in each

apparatus collecting tables are arranged below the

rotary grizzly or separator to receive the separated

material discharged therefrom and recover the values

therefrom.

Appellants' apparatus thus has each and every ele-

ment called for by the claim sued on of the letters patent

in suit, and they are combined and operate in the same

manner as in the letters patent sued on, and as disclosed

by the apparatus manufactured in accordance there-

with. In fact the apparatus manufactured, sold, and

used by these Appellants in connection with the re-

covery of gold values from the soil, is a literal copy of

the apparatus manufactured and sold under the letters

patent in suit and built in accordance therewith.

The question of identity of the claimed infringing

apparatus vv^ith the letters patent in suit, is absent in the
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present case. They are the same, and, as we shall point

out hereafter, the said apparatus admittedly contains

the elements of the patent in suit. In fact, the record

does not deny this statement, and no attempt has been

made to prove the contrary.

POSTLETHWAITE INVENTION.

The invention covered by the letters patent in suit

was designed for the recovery of fine flake, flour or

float gold from material which could not be success-

fully and profitably handled by any of the three known

and recognized methods or systems used for the re-

covery of gold from material, and more especially for

the recovery of the fine gold theretofore lost in the

tailings of the placer and hydraulic systems of mining.

The reason for the failure to successfully recover the

fine gold was mainly due to the fact that the expense in-

cident to the handling of the material, exceeded the

values contained therein. Again, the fineness and light-

ness of the gold was such that it would be carried off

with the flow of the water and escape with the tailings,

and for such reason was lost to the workers of the value-

containing soil. In fact, the values to be recovered or

saved from the material were so fine as to defy the sav-

ing thereof by any of the methods of gold recovery

used in this country prior to the year 1897, from which

year dates the introduction of the Postlethwaite inven-

tion. Until the advent and introduction of the inven-

tion of the patent in suit into this country, enormous

values in gold were lost each year. The recovery of

tliis yearly loss is the problem which the Postlethwaite
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invention sought to solve, and did successfully solve.

The invention is one of especial interest to this State,

and it stands unique as a patentable invention; inas-

much as it is the first of its kind. It stands alone as the

creator of a new industrial art, so far as relates to this

country, to-wit, the ART OF GOLD DREDGING.
It here established as an art a form of gold mining never

before recognized as a factor by those connected or as-

sociated with the recovery of gold, or interested in the

manufacture of gold saving machinery. For the first

time there was introduced a successful gold dredging

apparatus, one by means of which the fine values pre-

viously lost could be recovered, and the ground con-

taining the same profitably worked. By the use of the

patented invention the failures of the prior fifty years

were turned into successes, and, as a result of the in-

vention, gold dredging mining has now become a recog-

nized factor in connection with the mining industry,

and is recognized as being as safe an investment as any

form of mining.

The invention of the patent in suit is one which inter-

ests the courts, as the importance thereof, by reason of

its being a progenitor of an art and the first practical

apparatus of its kind, places it in a position calling for

the most favorable consideration.

There can be no question as to the non-existence of

any machine prior to the Postlethw^aite invention for

the successful and practical recovery of gold profitably

by means of gold dredging in this country. Any doubt

as to this is dispelled by the testimony of defendants'

witness Grifiin, president of defendant corporation,
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Western Engineering and Construction Company, for

this witness informs us that gold dredging did not exist

in this country as a business prior to the introduction

of the Postlethwaite invention during the year 1897;

that it is an important industry, and that the gold dredg-

ing machines had no field of action in this country prior

to the said year 1897. His testimony in connection with

these important features is as follows:

''X. Q. 66, record page 201. Therefore it is a very

"important industry of itself (referring to gold dredg-

''ing) is it not? A. It is.

"X. Q. 67. While up to the year 1897 i^ practically

"did not constitute a business of itself.

"A. It did not in this country, nothing like the scope

"that it has now.

"X. Q. 68. It virtually had no field of operation at

"all up to 1897, had it, in this country?

"A. Excepting in the Bannock and Montana fields;

"there was a limited number of machines working, and

"they had a very good profit there."

This testimony, coming as it does from the president

of one of the defendant companies is entitled to great

weight as establishing, even if not supported by other

testimony, the fact as to

First. The importance of the gold dredging indus-

try.

Second. That up to the year 1897, gold dredging

did not exist as an established or recognized system for

recovering gold from the soil.
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However, the testimony of this witness is upheld by

the testimony of complainant's witness Lewis E. Au-

bury, State Mineralogist of California, who testifies

between record pages 383 to 387 inclusive, as follows:

"Q. 14. Can you state, Mr. Aubury, what success

"attended the efforts of gold dredging in this State

"prior to the introduction of the Postlethwaite device

"which is the subject of the present controversy?

"A. No practical results had been obtained in gold

"dredging previous to the installation of this dredge.

"Q. 11;. Can you state whether any recognition was

"given by your bureau to the Postlethwaite gold dredg-

"ing apparatus in connection with the recovery of gold?

"A. Yes, sir.

"Q 16. And if so, to what extent? A. In a publica-

"tion issued by the State Mining Bureau, entitled 'Gold

"Dredging in California,' the credit of installing the

"first successful dredge was given to Mr. Postlethwaite

"and the Risdon Iron Works.

"Q. 17. When you state that the credit was given to

"Mr. Postlethwaite do you refer to the type of the

"dredge which you had examined as you have hereto-

"fore testified to? A. I referred to that which I have

"already testified to, in that particular dredge.

"Q. 18. Has the Postlethwaite dredge which you

"have been testifying to had any influence whatsoever

"in connection with the mining industry of this State?

"A. In my opinion it has had a great deal to do with

"the increase of gold production from 1898 up to the

"present time.
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''Q. 19. Does your bureau take recognition of gold

^'dredge mining as an independent form of the recovery

"of gold?

"A. We do, and we collect separate statistics in re-

"gard to the production of the gold dredgers for each

"year.

"Q. 20. Was any such effort made by your bureau

"prior to the introduction of the Postlethvviate device?

"A. No, sir.

"Q. 21. Then is it or is it not a fact that the art of

"gold mining by dredging as a distinct class of mining

"dates from the introduction of the Postlethwaite gold

"dredger? A. It dates from such introduction.

"Q. 24. As I understand from your testimony, at the

"present time the gold dredging industry is recognized

"as one of importance in connection with the recovery

"of gold?

"A. I want to say that it is considered of importance,

"and at the same time it has attracted more attention

"from investors than any other class of mining indus-

"try in this State. It is recognized as being one of

"the safest mining investments that can be made, for

"the reason that with the systems now in vogue, of

"prospecting ground, it can be determined approxi-

"mately what the cost of extracting values is, and there

"is comparatively little guesswork as to what the result

"will be.

"Q. 25. As I understand from your testimony, this

"class of mining has grown in importance since the in-
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''troduction of the Postlethwaite dredge into this terri-

*'tory? A. It has.

"Q. 26. And prior to that time the gold dredging in-

"dustry was not a recognized factor by your bureau?

"A. It was not a recognized factor, neither by the

"bureau nor by the associations. There have been since

"the early days numerous attempts made to dredge by

"suction dredgers and other devices in this State, but

"none of them have proven financially successful up to

"the time of the introduction of the Postlethwaite

"dredge."

This testimony of State Mineralogist Aubury, in ad-

dition to upholding the testimony of witness Grifiin as

to the importance of the gold dredging industry, and the

non-existence thereof as an established industry prior to

the introduction of the Postlethwaite invention, estab-

lishes the fact that the California State Mining Bureau

gives recognition to patentee Postlethwaite for the fol-

lowing verified claims:

(a) Introduced the first successful gold dredging

apparatus.

(b) That prior to the introduction of the Postle-

thwaite invention, no practical results had been ob-

tained from gold dredging.

(c) That gold dredging as a distinct system of min-

ing dates in this country from the introduction of the

Postlethwaite gold dredger.

(d) That prior to the introduction of the Postle-

thwaite invention gold dredging was not a recognized

factor by the California State Mining Bureau.
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(e) That since the early days numerous attempts to

dredge by suction dredgers and other devices had been

made, but none had proven financially successful up to

the time of the introduction of the Postlethvv'aite inven-

tion.

Complainant's witness, Robert H. Postlethvvaite,

patentee of the letters patent in suit, testifies in answer

to Q. 17, record p. 343, that vrhen he visited this country

during the year 1896, he gave the question of gold

dredging considerable attention, and found that practi-

cally no gold dredging had ever been done in this State,

although numerous abortive attempts to handle ground

by means of dredgers had been made. That by reason

of this fact he returned to New Zealand, sold out his

business and came back to this country, realizing as he

did the enormous possibilities there would be for a suc-

cessful gold dredger. That he was not mistaken in this,

the testimony of our State Mineralogist has clearly dem-

onstrated.

In view of the undisputed testimony of defendants'

witness Griffin, and complainant's v.^itnesses Aubury and

Postlethwaite, it is only fair to assume that the gold

dredging apparatus covered by the patent in suit was

the first practical and successful gold dredger intro-

duced into this country.

The machine embraced in the letters patent in suit

covers, as its name implies, an apparatus for the re-

covery of gold by the process of dredging, the purpose

being to permit of ground being successfully and profi.t-

ably worked which runs exceedingly low in values, that

is to say, where the values contained in the material to
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be handled may not exceed from ten to fifteen cents per

cubic yard. In other words, the machine is designed

to recover at a profit values from gold bearing soil

which cannot be recovered and had never before been

recovered in this country by the use of any known sys-

tem of gold mining. To this end the apparatus required

to be of such a construction as to permit of the material

to be treated being removed from its bed and placed

onto the collecting or value recovering means at the

earliest possible mom.ent, and delivered onto such value

recovering means in a condition of separation, the valu-

able metal being extracted from the treated material

during its fiow in a separated or selective condition of

separation over the surface of the collecting or value-

recovering means. In addition, to handle the low grade

of value bearing material profitably, the working parts

of the apparatus required such a co-operation or union

of joint action, that more than a thousand cubic yards of

material per day was capable of being handled by the

machine.

While the title of the invention of the letters patent

in suit indicates a dredge for the excavating and elevat-

ing of excavated material for treatment, and while the

patent describes the invention as being capable of and,

in fact, used for the recovery of values from the bottoms

of rivers, etc., its use must not be understood as being so

confined, for, as a matter of fact, the apparatus of the

patent in suit is used more as an "inland" dredge than

for use in rivers. It is a fact, that during the latter

years its use has mainly been in connection with "in-

land" dredging, by which is meant dredging at a dis-
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tance from rivers. This will be readily understood by

reference to the testimony of complainant's witness Ben-

nett, wherein he describes ''inland" dredging.

"Q. 37, record p. 43. How does it work inland? Just

describe what takes place.

"A. That boat or hull is built in a pit, and then

floated by water flowing into this pit by artificial means,

usually, and from that pit they then begin operation of

excavating and reaching bed-rock, and continue to

carry their pit with them and to operate the dredge

within the pit made by themselves, carrying on their

operation of dredging.

"Q. 38. That is, as you continue the work of dredg-

ing, the operation of dredging is continually advancing

and filling up at the rear?

"A. The apparatus is continually advancing and fill-

ing up at the rear, and consequently keeping practically

the same sized pit or pond as when they started, after

getting properly opened out for dredging purposes, and

discharging the material behind, so that there is no pit

left behind them after they have dredged the ground."

The position of the dredge apparatus while working

within a pit for inland recovery of values from gold

bearing soil, will be readily understood by reference to

illustrations appearing on pages 75, 76, 77, 79 and 81,

of complainants' Exhibit J. Bulletin No. 36, Cal. St.

Mining Bureau, record p. 641. On page 45 of said

exhibit is illustrated more in detail the arrangement of

the working parts of the dredging apparatus of the

patent in suit.
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The operation of the invention contained in the ap-

paratus of the patent in suit is so fully and clearly set

forth by complainant's expert witness Smyth, pp. 217 to

229 of the record, that it is needless for an understand-

ing of the invention to go into the same at this time.

As stated, the claim of the patent which is charged to

be infringed, is claim 3, which claim is for a com-

bination of co-operating features to produce the de-

sired result, the features enumerated in the claim be-

ing:

A boat or platform; a rotary grizzly; devices for ro-

tating the grizzly; means for excavating and elevating

the excavated material and discharging the same into

the grizzly; a perforated spray pipe leading into the

grizzly; a pump for forcing water into the spray pipe

and through its perforations onto the material fed into

the grizzly, with disintegrating pressure, and collect-

ing tables arranged below the grizzly, said tables re-

ceiving the separated material forced from within the

grizzly and extracting the values therefrom.

So far as the record discloses, the patented apparatus

is the first organized machine for the dredging of gold,

comprising an unitary structure of co-acting parts con-

sisting of means for excavating and elevating the ex-

cavated material, means for receiving the excavated

material and treating the same so as to separate the gold

bearing values therefrom, under a selective action of

separation, and collecting means arranged to receive

the separated material and collect the values therefrom

during travel of the material, the whole being mounted.
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contained, supported and carried by a common struc-

ture.

The excavating and elevating mechanism comprises

the endless bucket elevator of the patent, the buckets of

which cut the soil to be treated, elevate and discharge

the same into the receiving and separating means.

The receiving and separating means embrace the

apertured rotary grizzly arranged at a downward in-

clination, a perforated spray pipe located therein, and a

force pump for supplying water to the spray pipe and

through its perforations onto the material fed into the

grizzly, under disintegrating pressure.

The collecting means consists of the inclined collect-

ing tables arranged adjacent to and below the receiving

and separating means, and onto which the separated

material is delivered by the pressure of the streams dis-

charged from the perforated spray pipe located inside

the rotating grizzly.

The claim, although specifically mentioning seven

working parts as comprising its organized combination,

may be and is properly divisible into a combination of

four elements, viz:

(a) The movable support for sustaining and carry-

ing from place to place, as the work of dredging ad-

vances, the working mechanism.

(b) The procuring means for the material to be

treated, which consists of an endless bucket and chain

elevator.

(c) The preparing means for the excavated material,

the same comprising the rotating grizzly, the perforated



29

spray pipe arranged therein, and the pump for forcing

water into the spray pipe and through its perforations

under disintegrating pressure onto the material fed

therein.

(d) The value recovering means arranged to receive

the separated material discharged from the rotating

grizzly, said means consisting of the inclined collecting

tables located adjacent to and below the grizzly of the

preparing means, and over the surfaces of which the

discharged material is propelled.

During the operation of the dredging apparatus of

the patent in suit, the excavated material is delivered

into the upper open end of the rotating grizzly of the

receiving and preparing means, and, during its travel

there through, is subjected to the action of the water

jets discharged from the spray pipe arranged therein,

which jets strike against the material under pressure

sufficient to disintegrate the material and free the gold

values therefrom. These freed values, together with

such of the disintegrated material as is of a size suffi-

cient to pass through the apertures or perforations of

the rotating grizzly, are forcibly ejected from within

the grizzly onto the collecting tables or value collecting

means, and the material thus delivered in a condition

of separation under the disintegrating action of the

water jets within the grizzly, is, by the propelling ac-

tion of the flowing water forcibly conveyed or pro-

pelled across the surfaces of the collecting means or

tables, the valuable particles to be recovered adhering

to the surfaces of the tables and being thus retained and

recovered, while the "gangue" or worthless portion of
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the material is carried off by the flow of the water pass-

ing over the tables.

The water jets discharged under pressure from the

perforated spray pipe within the grizzly, not only serv^e

to disintegrate the material fed therein and to force the

same therefrom onto the value-recovering means or

tables, and over the surfaces of the said tables, but

further to maintain free and clear the apertures of open-

ings of the rotating grizzly, which otherwise would

quickly become clogged or choked and allow of the fine

particles to be saved being washed over the inner sur-

face of the grizzly and carried therefrom with the tail-

ing discharged from the lower open end of the grizzly.

The coarse or worthless material, such as stones, sticks,

boulders, etc., of a size too large to pass through the

perforations of the grizzly, are gradually worked to-

ward the lower open end of the said grizzly and dis-

charged therefrom as tailings.

It is by the utilization of the described combination of

co-operating elements in an unified structure that the

patentee is enabled to carry out the declared object set

forth in the letters patent in suit, which is the construc-

tion of a gold dredging apparatus whereby "the work-

ing of the river bottom may be accomplished with the

minimum expense" and by means of which such gold

bearing material "may be successfully and profitably

worked where the percentages of gold or precious metal

is very small per cubic yard or such beds as cannot be

used to advantage with the dredgers now in use."

By the use of the invention of the patent in suit, the

material to be worked is delivered onto the value re-
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covering means (the collecting tables) at the earliest

possible moment after having been released from its

bed, and is deposited on said value recovering means in

such a condition of separation as to dispense with sub-

sequent handling or treatment. With the material thus

treated, the coarse and finer particles are separated and

the values to be recovered selected from the mass prior

to the deposit of the finer portions thereof onto the

value-recovering means; hence, unnecessary or subse-

quent working of the material after leaving the prepar-

ing means is eliminated. The result is a quick handling

of the material to be treated, and a recovery of the

values at a minimum expense. Inasmuch as the treat-

ment of the material from the moment of severance

from its bed to the extraction of the values therefrom is

by a continuous working thereof without interruption,

rehandling of the material and the cost incident to such

rehandling are obviated. By reason of the continuous

handling of the material and the uninterrupted treat-

ment which it receives from the moment it enters the

buckets of the procuring means until delivered in a pre-

pared condition onto the value-recovering means, the

enormous daily output of over fifteen hundred cubic

yards of material may be successfully treated by a single

machine.

Now, understanding the working of the machine, and

the claim of the patent in suit alleged to be infringed,

we pass to a consideration of the apparatus of the de-

fendants.
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DEFENDANTS' MACHINE.

This machine, admittedly manufactured and sold by

the defendant Western Engineering & Construction

Company, and placed into use by the defendant Central

Gold Dredging Company, is illustrated by complain-

ant's Exhibit B, which is a blue print drawing of the

apparatus of the defendants.

The identity of the infringing apparatus and the use

thereof is established by complainant's witness Bennett,

whose testimony relative thereto will be found on pages

39 to 46 of the record. He states that he personally ex-

amined the gold dredging apparatus used at Oroville,

California, by the defendant, the Central Gold Dredg-

ing Company, which examination was made during the

month of May, 1904, and that at the time of such ex-

amination the apparatus was in practical operation.

That the gold dredger examined at such time and then

in operation consisted of

—

"A boat with means for evcavating material, elevat-

ing the same and dumping it into a revolving screen or

grizzly; a pump to force water through a spray pipe

inside the revolving grizzly, under pressure; a system

of collecting tables, arranged beneath, with vv^hich to

catch the metal from the disintegrated material as it is

discharged from the perforated revolving grizzly."

That the blue print drawing complainant's Exhibit

B, of the defendants' machine, was made under his sup-

ervision, and he knows the same to correctly portray the

apparatus which he examined at the time stated. That

the apparatus represented by said exhibit corresponds
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to that of the machine covered by the patent in suit, is

evident from an inspection of the two exhibits, and a

comparison of the machine of Exhibit B with the gold

dredger illustrated by complainant's Exhibit D, which

is a blue print drawing of complainant's apparatus of

the patent in suit. However, witness Bennett has made
this comparison of the machine of Exhibit B with that

disclosed by the letters patent in suit Exhibit A, and he

finds the corresponding elements of the claim alleged to

be infringed in each; see testimony commencing with

Q. 51, p. 46, to and including Q. 57, p. 49 of the record.

The defendants justified in their answer to the bill of

complaint as to the charge of infringement, by claiming

to be working under and in accordance with United

States letters patent No. 714,75:;, granted December 2,

1902, to the Bucyrus Company, assignee, on an applica-

tion for letters patent filed by Adelbert B. Stetson for an

improved ore concentrating and dredging apparatus.

We therefore expected proofs to be offered as to the al-

leged infringing machine being for an apparatus dif-

ferently constructed to that of the one of the patent in

suit, in fact, in accordance with the invention of the

Stetson patented device. No such proof has been intro-

duced, nor were the said letters patent offered in evi-

dence. However, the Stetson letters patent under which

the defendants justify were introduced by complainant

as Exhibit H. The said letters patent were not granted

until the year 1902, nearly three years after the issuance

of the patent in suit. The apparatus of the Stetson pat-

ent is for a different invention to that of the patent in
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suit, inasmuch as it calls for the material to be treated

being discharged onto shaking screens. These shaking

screens are not contained in the infringing apparatus,

and a machine constructed in accordance with the Stet-

son letters patent would not constitute an infringement

of the invention of the letters patent in suit. The use of

such a constructed machine was open to the defendants,

but they evidently considered that such an apparatus

would not meet the requirements of the material to be

worked. Anyway, they deliberately elected to abandon

the Stetson patented device (owned and controlled by

the Bucyrus Company), and to adopt the apparatus of

the patent in suit.

DIFFICULTY SOLVED BY THE POSTLE-
THWAITE INVENTION.

In answering the question as to whether a given ap-

paratus displayed invention and the exercise of the in-

ventive faculty, it is not unusual to look to the accom-

plishment of the invention, and what has been solved by

its use. Viewed form this standpoint, we state without

hesitation that the problem which the Postlethwaite in-

vention before the Court successfully solved, was one

which the mining world generally was interested in. In

fact, the great question was how to successfully, econom-

ically and profitably recover the fine values from ma-

terial heretofore permitted to run to waste, and which

could not be recovered by any of the known methods

then in use. This was an important problem of long

standing, the solution of which those interested in the

mining industry had for years been endeavoring to sue-
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cessfuUy reach. The fact that it was not sooner solved,

and that when made known and successfully demon-

strated by the patentee Postlethwaite, it was at once

adopted by those skilled in the art of gold recovery, is,

of itself, a sufficient guarantee as to the merit of the

invention and the rank to which it is entitled.

The testimony of witnesses Griffin, Aubury, State

Mineralogist of California, and patentee Postlethwaite,

heretofore referred to, all points to the fact that before

the introduction of the Postlethwaite invention into this

country, the recoverv of gold by the dredging system

was unknown as an independent and separate branch of

mining, and, in fact, that prior to such introduction dur-

ing the year 1897, no gold dredging apparatus had

proven a success for profitably working the class of

material treated by the Postlethwaite invention.

The history of gold dredging in California, contained

between pages 7 to 12 of complainant's Exhibit J, rec-

ord pp. 649-654, is an interesting, although brief ex-

position of the various unsuccessful attempts for the

profitable recovery of gold by the use of dredging

machinery from the year 1850 to the time of the intro-

duction of the Postlethwaite invention into this country

during the year 1897, when credit is given by said

publication to Mr. Postlethwaite for the first success-

ful apparatus put into operation within the State of

California.

Prior to the year 1897, there were no gold dredgers

working successfully and profitably in this country for

the recovery of values from the class of material treated

by the apparatus of the patent in suit, although repeated
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efforts had been made to do so ever since the year 1850.

We thus have a period of stagnation, embracing forty-

seven years.

The apparatus covered by the patent in suit com-

mended itself favorably to the owners of soil contain-

ing the low values per cubic yard of ground to be

w^orked. Griffin's testimony, X. Q. 87, record p. 205.

Since the year 1897, the growth of the gold dredging

industry has been a rapidly increasing one, testimony of

witness Griffin replying to X. Q. 86, record p. 205. That

the industry is one of importance is testified to by the

same witness in response to X. Q. 66. record p. 201.

That up to and during the year 1897, only one machine

was in use within this territory (Postlethwaite's ma-

chine), but that since 1897 and up to 1906, at least fifty

machines were put into commission within this terri-

tory. See reply of same witness to X. Q. 55, record p.

200. Thus defendants' own witness, and, in fact, an

interested witness as being an infringer, is forced to pay

tribute to the value of the invention covered by the

patent in suit; and with this testimony we could, in all

fairness rest, so far as establishing the claim for the

usefulness, merit and value of the invention involved.

However, to show the appreciation as to the value of

the patented invention by those conversant with the art

of gold recovery, the immediate popularity into which

it sprang, and the favorable reception thereof, not only

in this country, but in foreign countries, the list of

machines embodying the invention of the patent in suit,

manufactured and sold by the complainant herein, is

given, the same being taken from the testimony of wit-
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ness Postlethwalte, and appears betrween pages 345 to

347 of the record, and is as follows:

Cap. cu.

yds. per

No. Date, day each. For Whom Built.

April, 1897 2500 Archimedes Gold Drg. Co., Cal-

ifornia.

Nov., 1897 2500 Capt. Thos. Couch, California.

Dec, 1897 2500 North Amer. Gold Drg. Co.,

Colorado.

Jan., 1898 2500 Hickler & Prenzlauer, Oregon.

Feb., 1898 2500 Gilman & McNeil, California.

Mar., 1898 2500 Chas. H. Souther, Idaho.

Oct., 1898 2500 Kia Oro Gold Drg. Co., Cali-

fornia.

Oct., 1898 2500 Marigold Drg. Co., California.

Nov., 1898 2500 W. P. Bonbright & Co., Cali-

fornia.

Jan., 1899 2500 North Amer. Gold Drg. Co.,

Colorado.

Mar., 1899 2500 H. Hinds, N. W. Territory.

July, 1899 4000 Capt. Thos. Couch, California.

April, 1900 2500 French Gulch Drg. Co., Mon-
tana.

Mar., 1900 4000 Marigold Dredging Co., Cali-

fornia.

June, 1900 2500 Western Montana Placer Mng.
Co., Montana.

June, 1900 2500 Berrin Valley Gold Mng. Co.,

West Coast of Africa.

Nov., 1900 4000 F. T. Sutherland, California.

Mar., 1901 3200 Cons. Mng. & Drg. Co., Cali-

fornia.

May, 1901 3200 Oroville Gold Drg. Co., Cali-

fornia.
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4 Mar.,

2 Nov.,

Nov.,

2 Jan.,

April,

2 April,

June,

Sept.,

April,

Sept.,

Nov.,

April,

Aug.,

Oct.,

Dec,

Feb.,

Mar.,

April,'

July,

April,

Oct.,

Mar.,

901 3200

901 4000

901 4000

902 4000

902 2500

902 2500

892 2500

902 2500

903 2500

903 4000

903 2500

904 2500

904 4000

904 5000

904 4000

905 4000

905 2500

90s

905

906

906

907

2000

6000

4000

4500

4500

I May, 1907 2000

R. D. Evans, California.

Syndicate Drg. Co., California.

Chicago Gold Mng. Co., Mex.
Feather River Expl. Co., Cali-

fornia.

Ankobra Development Syn.,

West Coast of Africa.

Northern Gold Mng. Co., Ida.

Dr. Mirando, Brazil.

Beaver Creek Mng. Co., Idaho.

Henry Bonas & Co., West Coast

of Africa.

J. H. Leggett, California.

Brazilian Diamond Co., Brazil.

Philippine Mining Co., Philip-

pine Is.

Rainbow Creek Mng. Co., Alas-

ka.

El Dorado Dredging Co., Cali-

fornia.

H. A. Ainsworth, Idaho.

Yreka Creek Drg. Co., Califor-

nia.

Nasbate Gold Mng. Co., Philip-

"^ pine Is.

Segbers & Noncreiff, Alaska.

W. T. Baggett, California.

Russell King, Alaska.

J. Gardella, California.

Walkers Fork Gold Drg. Co.,

Alaska.

Low^er Cal. Gold Drg. Co., Cali-

fornia.
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A total approximate valuation of $3,705,000.00 for

the fifty dredgers, not including cost of land on which

they operate.

While the foregoing list represents only the machines

manufactured and sold by the complainant herein, it

nevertheless discloses that within a short period of less

than ten years from date of the introduction of the in-

vention into this country, fifty of the patented machines

had been installed and put into successful operation,

involving an outlay of money representing the sum of

$3,705,000.00, exclusive of the cost of the land on which

they operate. This illustrates not only an exceedingly

rapid growth for the invention, but emphasizes the

value of the patented apparatus, the appreciation there-

of by those skilled in the art and engaged in the recov-

ery of gold, and the want which the invention of the

patent in suit supplied.

The importance of the patented machine and the

value thereof to gold mining, and the increasing growth

of the industry cannot be better exemplified than by

showing the yearly output or recovery of gold by the

use of the gold dredgers from the year 1899 to the

year 1906, inclusive, and for this purpose we quote from

the testimony of our State Mineralogist, witness Lewis

E. Aubury, which is given in answer to Q. 22 and 23,

Record, p. 385, as follows:
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AMOUNT
YEAR. PRODUCED.

1899 $ 206,302

1900 200,929

1901 471,762

1902 801,295

1903 1,475,749

1904 2,187,038

1905 3,276,143

1906 5,098,359

$13,717,577

A total recovery of that which otherwise would have

been lost except for the use of the gold dredgers work-

ing within this territory for the period of seven years,

amounts to the enormous sum of $13,717,597. This

sum recovered is directly attributable to the Postle-

thwaite invention of the patent in suit. Until the advent

of the Postlethwaite invention into this country, gold

dredging was unknown as a successful branch of the

mining industry. Since the introduction of the Postle-

thwaite invention, gold dredge mining has sprung into

prominence, and credit should, therefore, be given to the

patented invention for the great gain made as to the

recovery of gold within this State for the seven or eight

years testified to by witness Aubury.

However, recognition of the Postlethwaite invention

has not been confined alone to the State of California,

or even to the United States, for out of the list of fifty

machines testified to by witness Postlethwaite, we find

two of the machines were sold for use in the State of

Colorado; three for use in Idaho; four for use in Alas-
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ka; one for use in the Philippine Islands; two for use

in the State of Montana; one for use in the Territory

of New Mexico; three were sent to the west coast of

Africa; two to Brazil and one to Mexico. Of the fifty

machines sold within said period of ten years, nineteen

were distributed outside of the State of California,

which outside sales clearly demonstrate that recogni-

tion as to the practicability, importance and success of

the Postlethwaite invention was not confined to the

State of California, but equally so by those interested

in the recovery of gold generallv, even to the remote

country of Brazil, and the west coast of Africa. It is

difficult to conceive of an invention receiving a higher

endorsement than that which has been conferred by the

public generally upon the invention of the patent in

suit. For the Postlethwaite invention it m.ay therefore

be claimed:

The establishment of a new industrial art relative to

the recovery of gold. Extensive public recognition of

the invention. Immediate recognition as to the value of

the invention and the adoption thereof by those skilled

in the art. That it constituted the first successful ap-

paratus for profitably recovering the fine values by the

method of dredging introduced into this country. The

production of an apparatus which created a revolution

in the recovery of values theretofore lost. Extensive

sales and use of the invention in this and foreign

countries.



42

RANK OF THE POSTLETHWAITE
INVENTION.

For the reasons heretofore given, we most respect-

fully urge that the invention of the patent in suit is

entitled to a rank of first magnitude. It is seldom the

Court has before it an invention which has opened up a

new art and which solved the difficulty that for nearly

fifty years had baffled the skill and inventive genius of

those interested in the solution of the question, nor one

which created a revolution of an established industry.

Never,before the Postlethwaite invention had any head-

way been made in this country for the successful and

profitable recovery of gold by means of gold dredgers.

It remained for the invention of the patent in suit to

give impetus to a new art. Since the introduction of

the invention into this country, the advance of gold re-

covery by the use of dredgers or dredging machinery

has been, not only pronounced, but phenomenal.

The invention of the patent in suit is, like all inven-

tions of a revolutionary character, one which, after it

is known, seem very simple. Undoubtedly it will be

urged that the patented apparatus lacks invention, that

it consists of a mere aggregation of elements, that the

invention is anticipated by the prior art, and by prior

use in this country. These are the usual defenses raised

by every defendant against the charge of infringement,

and by which it hopes to escape. Whatever the defense

that may be urged, it is impossible for the defendants to

establish the point that the invention was an obvious

one, or that invention was not required in the establish-
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ment of the co-operating mechanism in view of the

problem that it solved, the long time waited for, a suc-

cessful solution thereof, and the benefits which have

flowed from the use thereof.

The language of the Supreme Court in answer to a

non-invention argument in Loom Co. v. Higgins, 105

U. S. 591, seems particularly appropriate:

"But it is plain from the evidence and from the very

fact that it was not sconer adopted and used that it did

not for years occur in this light to even the most skillful

persons. It may have been under their very eyes; they

may also be said to have stumbled over it, but very cer-

tainly failed to see it, to estimate its value and to bring

it into notice. Who was the first to see it, to understand

its value, to give it shape and form, to bring it into

notice and urge its adoption is a question to which we
shall shortly give our attention. At this point we are

constrained to say that we cannot yield our assent to the

argument that the combination of the different parts of

elements for attaining the object in view was so obvious

as to merit no title to invention. Now that it has suc-

ceeded, it may seem very plain to anyone that he could

have done it as well. This is often the case with inven-

tions of the greatest merit. It may be laid down as a

general rule, though perhaps not an invariable one, that

if a new combination and arrangement of known ele-

ments produce a new and beneficial result never attained

before, it is evidence of invention."

The Supreme Court held in the case of Keystone Co.

V. Adams, 151 U. S. p. 142, that a reversal in the opera-

tion of the old elements of an old combination is patent-

able, stating: "When the test of practical success is

applied the conclusion is favorable to the last patent."
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Walker on Patents, Sec. 37, states: ''To deny the

quality of invention to all later, different, and far su-

perior combinations for doing the same thing, would

be unreasonable and unjust and plainly contrary to

Sec. 4886 of the Patent Statutes."

When, as in the present case, we find a patented ma-

chine which not only produced a new result, but created

a new industrial art whereby millions in money are ex-

pended and recovered, what rule are we to adopt? We
contend, that no strained construction is required to

sustain such a machine as beinp- the result of the in-

ventive faculty.

Again, the Supreme Court has stated: "Patents for

inventions are to receive a liberal construction, and un-

der the fair application of the rule, ut res magis, valeat

quam pereat are, if practicable, to be so interpreted as

to uphold and not destroy the right of the inventor."

Turrill v. Railroad Co., i Wall. 491.

"A patent should be construed in a liberal spirit to

sustain the just claims of the inventor. This principle

is not to be carried so far as to exclude what is in it, or

to interpolate anything which it does not contain. But

liberality, rather than strictness, should prevail where

the fate of the patent is involved, and the question to be

decided is whether the inventor shall hold or lose the

fruits of his genius and his labors."

Klien v. Russell, 19 Wall. 433.

"The object of the patent law is to secure the inven-

tors a monopoly of what they have actually invented or

discovered, and it ought not to be defeated by a too strict
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and technical adherence to the letter of the statute, or by
the application of artificial rules of interpretation."

Toplifif V. Topliff, 145 U. S. 171.

The question as to what effect extensive use has rel-

ative to sustaining the contention of invention in con-

nection with a patented device of apparent simplicity, is

thoroughly analyzed and ably treated by Judge San-

born, speaking for the Circuit Court of Appeals, Eighth

Circuit, in the case of the National Hollow B. B. Co.

V. Interchangeable B. B. Co., 106 Fed. 693. Comment-

ing on the extensive use of the patented device, the

Court says, p. 697:

"These facts establish neither the novelty nor the

patentability of his device, but they certainly challenge

admiration, and demand that the presumption of valid-

ity which supports his patent shall not be stricken down
without careful consideration and cogent and convinc-

ing proof. The keen, shrewd, mercantile spirit of this

age is seldom deceived into the purchase and continued

use of worthless improvements in mechanical devices,

and, when all is said, success is by no means the poorest

criterion by which to judge the acts and words of

men."

On page 707 of the report, the Court, continuing,

says: "But where the question of novelty is fairly open

for consideration under the law, the fact that a pat-

ented device or combination has displaced others which

had previously been used to perform its function, and

has gone into immediate and general use, is pregnant

and persuasive evidence that it involves invention."

Citing Smith v. Vulcanite Co., 93 U. S. 486; Loom Co.
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V. Higgins, 105 U. S. 580; Manufacturing Co. v.

Adams, 151 U. S. 139; Magowan v. Packing Co., 141

U. S. 332; Graphophone Co. v. Leeds (C. C), 87 Fed.

873 ; Toplifif V. Topliff, 145 U. S. 156.

In the case of Michael & Wildman Manufacturing

Co. V. Stafford et al., 105 Fed. 380, Judge Coxe held:

"In dealing with the question of invention, the Court

should take a broad and liberal view, in harmony with

the intent and purpose of the patent law; and a patent

should be sustained unless there is clearly no invention

shown, or the presumption of novelty arising from the

patent itself is overcome by preponderance of evidence.

Any question of doubt is to be resolved in favor of the

patentee."

Bearing these rules in mind as laid down by the Su-

preme Court of the United States, and followed uni-

formly by our Circuit Court of Appeals, and the Cir-

cuit Courts; also the fact that no such device as the pat-

ented one was in existence in this country prior to the

introduction of the Postlethwaite invention, the fact that

it sprung into immediate use and popularity, created a

new art in connection with the recovery of gold, sup-

planted such machines as had been attempted to be used

for the successful gold recovery by dredging, we shall

now consider the defences raised against the claim as to

infringement.

DEFENCES.

Of the defences alleged by Appellants, we shall first

consider the question as to the apparatus manufactured,

sold and used being an infringement of the device cov-
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ered by claim 3 of the letters patent in suit, afterwards

treating the defence relative to the invalidity of the

patent sued on so far as relates to claim 3 (the only

claim involved) is concerned.

INFRINGEMENT.

Usually, the determination as to whether or not the

apparatus of a defendant is an infringement of the

claim of the letters patent of the complainant alleged

to have been infringed, is the most complex question

to be determined. As a rule, we find the defendant's

machine differs somewhat in its structural arrangement

from the complainant's patented machine, and such dif-

ferences are urged before the Court to escape the

charge of infringement, and, ordinarily, the Court is

required to invoke the doctrine of mechanical equiva-

lents, in order to find the defendant's machine to be

an infringement of the claim or claims of the patent

in suit.

In support of the defence as to non-infringement, the

appellants ask that the Court apply two limitations to

the claim involved, (a) as to the entrance of the spray

pipe into the rotary separator or grizzly, and (b) that

the arrangement of the collecting table relative to the

said rotary separator or grizzly be confined to a specific

position other than "below the separator or grizzly"

as specified in the claim.

Each asserted limitation we will separately consider,

for the purpose of determining whether appellants'

contention is sound.
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Limitations Sought by Appellants to be Given
Claim 3 of the Patent in Suit.

It was not until the case was presented for argument

in the Circuit Court before his Honor Judge Van Fleet

that the defendants made any serious effort to distin-

guish between the infringing apparatus and the terms

of the involved claim, and then such difference was

attributed to the fact that in the defendant's machine

the perforated spray pipe did not enter the rotary sep-

arator or grizzly from the lower end thereof, but on

the contrary entered from the upper end. In other

words, the contention was then raised for the first time

that a limitation existed in the claim, and that by reason

thereof the defendants' machine was not an infringe-

ment, although admitting that otherwise every element

of the claim was present in the alleged infringing ap-

paratus and operated in the manner called for by the

patent in suit. The same claimed limitation of the

involved claim we find urged at this time, and we there-

fore feel called on to refer thereto at this point at length,

inasmuch as the first 33 pages of the iVppellants' brief is

devoted to a consideration of this question.

The said expression does not constitute an element

of the claim, but merely a descriptive location of the

perforated spray pipe. This expression, throughout

the taking of the testimony, was not treated by either

side as distinguishing the defendants' machine from

the claim sued on. No effort was made by the defend-

ants to show an advantage resulting from the leading

of the spray pipe into the separator or grizzly from

the upper end, over leading it therein from the lower
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end. The testimony of each party discloses that the

spray pipe has been led into the separator or grizzly

from each end, it being immaterial, so far as the work-

ing of the apparatus is concerned, at which end the

spray pipe enters the separator or grizzly. Finally,

the ruling of the Examiner in the United States Patent

Office, during the prosecution of the Postlethwaite ap-

plication, was to the effect that the entrance position

of the spray pipe into the separator or grizzly was im-

material, the language of the Examiner being, "and in

a practical test of the Bartnett dredger in the presence

of the assistant examiner in charge of this application

it was found to be immaterial whether the pipe entered

the screen through the upper or the lower end." This

appears in the Examiner's communication, under date

of February ii, 1899, (Record, p. 836), which con-

stitutes a portion of the file-wrapper exhibit introduced

on behalf of the defendants. After this ruling, which

was acquiesced in by the applicant, the expression un-

der consideration was treated as immaterial, more

especially as the location of the pipe did not lend

patentable novelty to the claim. So much so was this

ruling of the Examiner accepted, that in presenting

the case on appeal before the Honorable Commissioner

of Patents, it was stated that the elements of the ap-

pealed claim consisted of "first, a support or boat; sec-

ond, of a rotary grizzly; third, of means for rotating

the grizzly; fourth, of means for excavating and ele-

vating the excavated material and discharging it into

ine giizzly; fifth, of a perforated spray pipe leading

into the grizzly; sixth, of a pump for forcing water
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into said pipe and through its perforations onto the

material fed into the grizzly with disintegrating

force; seventh, of collecting tables arranged below the

grizzly."

This statement is taken from the brief, dated Feb-

ruary 21, 1899, filed with his Honor, the Commissioner

of Patents, which appears as a portion of the defend-

ants' file-wrapper exhibit, record, page 796.

Admitting, for the time being, that the solicitor for

applicant of the letters patent in suit, did state to the

Primary Examiner having charge of the application

in the Patent Office, that the introduction of the spray

pipe into the grizzly from the lower end thereof placed

certain of the water pressure at the desired point within

the grizzly, what particular bearing it has as a limita-

tion of the claim at the present time we are at a loss

to comprehend. It in no manner aided in securing

an allowance of the claim sued on. On the contrary,

as before pointed out, the Primary Examiner having

charge of the application, expressly held, that it made

no difference in securing the water pressure at the

desired point, whether the spray pipe entered the griz-

zly from the lower end or from the upper end thereof.

The expression as to the applicant's preference for the

entrance of the spray pipe into the grizzly had no in-

fluence so far as relates to securing an allowance of

the claim, and not serving such a purpose it cannot

be considered and treated as a limiting element. As

previously stated, no different function is brought about

by introducing the spray pipe into the grizzly at its

upper end, for when so introduced it does, as expressly
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referred to by the Primary Examiner having charge

of the Postlethwaite application in the Patent Office,

exactly what is accomplished thereby when introduced

at the lower end of the grizzly.

Appellants' expert witness stated that in the appa-

ratus of the patent in suit the spray pipe was introduced

at the lower end of the grizzly, while in Appellants'

apparatus it entered from the upper end. However,

the witness made no effort to show a different function

produced by such introduction of the spray pipe, nor

a result accomplished thereby which did not flow when

the spray pipe entered from the lower end of the griz-

zly. Without question, this expert witness agreed with

the ruling expressed by the Primary Examiner in his

action of February ii, 1899, partly quoted on page 14

of Appellants' brief, the holding of the Examiner be-

ing—

"It may here be noted that the operation of the

jet pipe is not strictly the same in the two cases; in

Barnett's the jetting is of practically the same force

throughout the length of the screen, while in applicant's

it is strongest near the tailings discharge end of the

screen. Barnett's improvement was made to obtain this

very difference of result. And in a practical test of the

Barnett dredger in the presence of the assistant Exam-

iner in charge of this application it was found to be

immaterial whether the pipe entered the screen through

the upper or lower end; the same excess of discharge

at the lower portion took place in each case."

To constitute the expression, "leading into the sep-

arator or grizzly from the lower end thereof" a limita-
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tion, said expression must enter into the claim as an

element thereof; which is not the case. The spray pipe

is the element, and the expression under discussion is

merely a statement as to location. However, to justify

the contention that such a statement is a limitation of

the invention, it must appear, and be shown that it en-

tered into the claim as an element, and that it was given

weight by the Examiner in the Patent Office as tending

to distinguish the invention from that of the prior art,

and so induced an allowance of the claim. Defendants'

Patent Office file-wrapper exhibit negatives any such

holding, for, as we have shown, the Examiner having

charge of the application in the Patent Office, held it to

be immaterial at which end the spray pipe entered the

grizzly.

We agreed with the Examiner; and we contend that

it is immaterial at which end of the grizzly the spray

pipe enters; and, furthermore, the record in the pres-

ent case discloses such immateriality. The element of

the claim in suit, relating to the grizzly, is a spray

pipe entering therein, and this element of the claim,

together with the remaining elements, and in combina-

tion therewith, is made use of in the defendants' ma-

chine, and is placed in the grizzly for exactly the same

purpose as it is so placed in complainant's machine.

An examination of the file-wrapper of the applica-

tion which eventuated in the issuance of the letters

patent in suit, fails to disclose that which Appellants'

counsel asserts in the filed brief. On the contrary, the

Patent Office proceeding clearly indicates a persistent

effort for covering broadly the arrangement of the
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spray pipe within the rotary grizzly or separator, when

combined with the other elements called for by claim

3 of the letters patent.

The application as originally filed contained three

claims, the first two of which are substantially claims

I and 2 of the letters patent, and which are not involved

herein. The third claim was directed to features for

taking care of the tailings. This claim was cancelled

and two additional claims inserted, making four claims.

The first of these newly inserted claims called for any

means for supplying water to the rotary separator or

grizzly, a well construction within the boat for receiv-

ing the discharge from the collecting tables, with means

for conveying the material from said well. To this

claim, claim 4 added the element of an elevator into

which the tailings from the grizzly discharged. These

claims were cancelled and a new claim substituted

therefore, which is the claim of the patent in suit, ex-

cepting that said claim did not contain the expression

"directly" relative to the discharge of the material into

the rotating separator or grizzly, nor the expression

"pump" for forcing water into the spray pipe, nor the

limitation that the water discharging from the said

pipe should be under disintegrating pressure. These

expressions were added to the claim by way of an

amendment. Otherwise claim 3 of the letters patent

in suit appears as originally filed. In amending the

claim to express the idea of discharging the water from

the spray pipe "under disintegrating pressure," the at-

torney stated in his communication to the Patent Ofiice

under date of February 9, 1899, record p. 834, "It will
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be seen that applicant's apparatus is clearly distin-

guished from the apparatus of the prior art wherein the

water supply to the separator is used for the purpose of

lubricating only and in some instances for cleaning the

mesh of the separator walls. Applicant, by the use of

his force pump, secures a sufficiently strong stream or

streams from the spray pipe to thoroughly separate and

disintegrate the material. This point we believe is

primarily new with applicant and is absolutely essential

to the successful working of applicant's apparatus/'

The language thus employed shows a clear intent to

cover, through the medium of a spray pipe within the

rotary separator or grizzly, the application of disinte-

grating jets playing onto the material delivered into

the grizzly for treatment, and an appreciation by the

applicant as to the value thereof, contending such fea-

ture to be primarily new, and essential to the successful

working of the apparatus. Again, in presenting the

matter on appeal to his Honor, the Commissioner of

Patents, the attorney stated, "Applicant has incorporat-

ed in his machine that one feature which makes the

apparatus a successful one for the work it is intended

and that element is the introduction of the perforated

pipe into the rotary grizzly so that the work of disin-

tegrating is very completely carried on and all the fine

material allowed to pass through the grizzly. He is

the first to introduce a perforated spray pipe into a

rotary grizzly when used in the particular combina-

tion defined and to use in connection therewith a pump

by which the water can be forced from the jet openings
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with sufficient force to secure the results above men-

tioned."

This statement, together with the analysis of the

claim as presented, negatives the entire contention of

Appellants as to the location of the spray pipe relative

to its entrance within the rotary separator or grizzly

being a limitation. The Examiner having charge of

the application during the course of the prosecution

thereof stated, that from a personal examination he

found it to be immaterial from which end of the grizzly

the spray pipe entered, the result being the same in each

case. After this ruling applicant had every right to

disregard such expression in the claim, and in present-

ing the case before the Honorable Commissioner of

Patents he did so treat the expression, looking upon the

same as an immaterial expression.

His Honor, Judge Van Fleet, passed on a very sim-

ilar expression in the recent case of the Best Manu-

facturing Co. V. The Holt Manufacturing Co., which

w^as an action for damages for the infringement of a

patent for a combined harvester and thrasher. In

this patent the claim contained the expression, "a sup-

plemental engine mounted upon a platform at the side

of the thrashing machine frame." The defendant con-

tended that its machine did not infringe the claim in

suit, because, in its machine, the supplemental engine

was not mounted at the side of the thrashing machine

frame. However (like the spray pipe of the present

case), the supplemental engine, although differently

located relatively to the thrashing machine frame, per-

formed exactly the same function as did the supple-
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mental engine in the plaintiff's machine, and his Honor

held that the expression of the claim, as to the location

of the supplemental engine on the frame was imma-

terial, so long as it produced the same function as that

of the plaintiff's supplemental engine. Such is the case

in the suit at bar. The spray pipe within the grizzly-

performs the same function in the defendants' machine

as in the complainant's machine, the location of said

pipe with regard to its entrance into the grizzly being

immaterial.

The question as to the immateriality of expressions

in the claim* of a patent was early and fully considered

by the Supreme Court in the well known case of Winans

V. Denmead, 15 How. 330-348. The invention related

to improvements in railway cars, and the claim of the

patent involved was "making the body of a car for the

transportation of coal, etc., in the form of a frustrum

of a cone," etc. The defendant's car differed as to

shape; and non-infringement was urged on the ground

that the cars of the defendant were octagonal in shape,

and not cylindrical as called for by the claim of the

patent. On the part of the plaintiff it was insisted

(as in the present case), that this was immaterial; pro-

vided the octagonal car attained the same useful results.

The trial judge instructed that inasmuch as the de-

fendant's car was entirely rectilinear, there was no in-

fringement of the plaintiff's patent. By writ of error

the case was taken to the Supreme Court, which Court

reversed the judgment of the Court below, holding

that the instruction that the claim was limited to the

particular geometrical form mentioned in the specifica-
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tion and claim, and that as the defendant had not made

cars in such particular form, there v/as no infringement,

was erroneous. The Court stated, that while undoubt-

edly "the patentee may so restrict his claim as to cover

less than what he invented, or may limit it to one par-

ticular form of machine, excluding all other forms,

though they also embody his invention, yet such an

interpretation should not be put upon his claim if it

can fairly be construed otherwise, and this for two

reasons:—first, because the reasonable presumption is

that having a just right to cover and protect his whole

invention, he intended to do so; second, because speci-

fications are to be construed liberally in accordance with

the design of the Constitution and the Patent Laws of

the United States, to promote the progress of the use-

ful arts, and allow inventors to retain to their own use,

not anything which is a matter of common right, but

what they have themselves created."

Again, the Court also used the following language:

"Patentable improvements in machinery are almost

always made by changing some one or more forms of

one or more parts, and thereby introducing some me-

chanical principle or mode of action not previously

existing in the machine, and so securing a new or im-

proved result. And in the numerous cases in which it

has been held that to copy the patentee's mode of

operation was an infringement, the infringer had got

forms and proportions not described and not in terms

claimed. If it were not so, no question of infringement

could arise. If the machine complained of were a copy,

in form, of the machine described in the specification,
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of course, it would be at once seen to be an infringe-

ment. It could be nothing else. It is only ingenious

diversities of form and proportion, presenting the ap-

pearance of something unlike the thing patented, which

give rise to questions; and the propert\' of inventors

would be valueless if it were enough for the defendant

to say, your improvement consisted in a change of form

;

you describe and claim but one form ; I have not taken

that, and so have not infringed. The answer is, m.y

improvement did not consist in a change of form, but

in the new employment of principles or powers, in a

new mode of operation, embodied in a form by means

of which a new or better result is produced: it was this

which constituted my invention; this you have copied,

changing only form; and that answer is justly ap-

plicable to the patent."

This answer is equally applicable in the present case.

The Defendants' machine embodies, in its entirety, the

combination of the claim in suit. Like ever\' infringer,

the Defendants seek an outlet by which to escape the

charge of infringement, and, in order to do so grasp at

the immaterial point that their spray pipe does not

enter the rotary grizzly from the lower end thereof,

although admitting that the function of the spray pipe

is carried out equally as well, whatever end of the griz-

zly it may enter.

In passing on this question when presented in the

present case to the lower Court, his Honor, Judge Van

Fleet, stated in his opinion ''but I do not regard this

language as entering into or disclosing an element in

the make-up of the machine. I think, as contended by
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the complainant, it is more in the nature of a mere de-

scription, one of those things which merely tend to dis-

close the idea of the inventor or designer at the time

as to his then conception of what was the best way to

introduce the particular of the device; but not that

he intended to bind himself thereby in such a way as

to be precluded from varying that method of construc-

tion, should experience or conditions show the necessity

or desirability for such a change," record, p. 594.

We most earnestly contend that his Honor was cor-

rect in this holding, and that the invention is not limited

to a spray pipe entering the grizzly from the lower end

thereof, and that it is immaterial from which end of

the rotary separator or grizzly the spray pipe enters

the same. It performs the same function whether it

enters from the upper end or from the lower end of the

rotary separator or grizzly, which function is per-

formed by the arrangement of the spray pipe in the

defendants' apparatus. The defendants have shown no

different function to be performed by the spray pipe

entering the rotary separator or grizzly from the upper

end thereof, over that performed when the same enters

from the lower end. The defendants infringe the claim

to all intent and purpose of the invention.

The patentee never acquiesced in the rejection of

claim 3 of the letters patent in suit, which now exists

as originally presented, by reason of the invention be-

ing anticipated. On the contrary, he argued for the

claim in such original form, he contested therefore, and

urged that the involved features were primarily new.

It is only too well understood by practitioners, that re-
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jections in the Patent Office, and the cancellation of

rejected claims, because the terms do not express the

invention, do not constitute limitations which attach

to the patent. This was the view taken by the Circuit

Court of Appeals for the Third Circuit, in a decision

rendered by Justice Shiras, the Court stating:

—

"The first matter pressed upon our attention by the

learned counsel for the appellants is based on the nu-

merous changes in his claims made by Hale during the

progress of his application through the patent office.

It is argued that the submission of the applicant to such

repeated rejection upon references, and the consequent

cancellation of his claims, render the patent absolutely

invalid, as no distinction can be taken between the re-

jected and canceled claims and those finally allowed.

To sustain this contention the following decisions of the

Supreme Court are cited:

—

"Royerv. Coupe, 146 U. S. 524, 13 Sup. Ct. 166;

"Knapp V. Morss, 150 U. S. 224, 14 Sup. Ct. 81

;

"Corbin Cabinet Lock Co. v. Eagle Lock Co.,

150 U. S. 40, 14 Sup. Ct. 28;

"Morgan Envelope Co. v. Albany Perforated

Wrapping Paper Co., 152 U. S. 425, 14 Sup.

Ct. 627.

"Undoubtedly these cases do establish the proposi-

tion that when an applicant acquiesces in the rejection

of some claims, and accepts a patent for others, the

claims allowed must be read and interpreted with ref-

erence to those rejected, and cannot be construed so as

to cover either what was rejected by the patent office,

or disclosed by prior devices; that where a patentee, on
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the rejection of his application, inserts in his specifica-

tion, in consequence, limitations and restrictions, for the

purpose of obtaining his patent, he cannot, after he has

obtained it, claim that it shall be construed as it would

have been construed if such limitations and restrictions

were not contained in it. But we are unable to see that

these principles are applicable to the case before us.

It may well be that a patentee cannot be permitted to

hold under his patent anything that he has clearly re-

nounced and excluded from his invention during the

prosecution of his application. But surely it has never

been held that mere changes of phraseology to suit the

views of the examiner, and to distinguish the claims

made from those contained in prior applications, to

which reference has been made, can be held to defeat

the patent, when granted. What is forbidden is the

attempt, after a patent has been procured, surrendering

or disavowing substantial claims or devices, to recover

such renounced and abandoned claims by demanding a

broad construction of those allowed. Our examination

of the various changes and cancellations made in the

present case has not shown us any such radical or im-

portant changes as to bring this patent under the con-

demnation of the cited cases. From the first to the last,

as we read the history of the case, the claims (except-

ing the original second claim, which was wholly

abandoned), while changed in number and in formal

terms, were substantially the same, and at no time in-

consistent with those finally granted. Many of the ob-

jections from time to time taken seem to us to have

been trivial and unimportant. At any rate, we are not

able to say that this patent, if found to be otherwise

valid, must be overthrown because of verbal changes

made to meet those rejections."

Hillborn v. Hale & Kilburn Manufacturing

Co., 69 Fed. Rep. 960-961.
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As stated by Judge Ray, in the recent case of Smyth

Manufacturing Co. v. Sheridan et al., 144 Fed. 423:

"I think it well-settled law that infringement is es-

tablished, when, looking at tAvo machines and their

several devices and elements and at what they do and at

the offices and functions performed by each, and the

manner in which these offices and functions are per-

formed, we find that the one thing is substantially the

same as the other, and that it performs substantially the

same function in substantially the same way to obtain

the same result."

The testimony in the present case discloses the pat-

ented apparatus to be one of utility, and that it con-

stitutes a decided advance in the art. The patentee is

entitled to the protection for the advance made in the

art, not only against colorable changes, but also to the

benefit of the doctrine of equivalents commensurate

with the invention disclosed.

In the recent case of Columbia Wire Co. v. Kokomo

Steel & Wire Co., the Circuit Court of Appeals,

Seventh Circuit, held as follows:—

"The alleged improver may have a valid patent for

his new means, and is entitled to its exclusive use; but

the prior patent equally excludes him from the use of

the prior invention, with or without his improvement.

As expressed by Mr. Justice Bradley, in Cochrane v.

Deener, supra, he cannot appropriate the earlier in-

vention, 'even though supplemented by and enveloped

in very important and material improvements' of his

own. Each has the right to enjoy the monopolv

awarded by his patent, but cannot be permitted to in-

vade the limits of the other's invention and patent privi-
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lege. The object of the law authorizing the grant is to

stimulate invention by this reward to the inventor. It

must be administered in conformity with this liberal

policy, as a wise exception from the common-law rule

against monopolies. So the exclusive privilege of the

patentee must be protected to the full extent of his in-

vention and grant, while its limitations are to be

strictly observed, to prevent interference, beyond the

fair scope of valid grant, with improved means. . . .

Within such limitations, however, the exclusion applies

equally against the improver and the general public,

and we are of opinion that the alleged improvement

does not escape the patent."

Columbia Wire Co. v. Kokomo Steel & Wire
Co., 143 Fed. 116 (124).

In the present case we find the invention copied lit-

erally, operating in the same manner, and for the ac-

complishment of the described objects.

Infringement is not escaped by merely a change in

the entrance location of the spray-pipe of the invention.

''Where the whole substance of the invention may be

copied in a different form, it is the duty of the court and

juries to look through the form for the substance of the

invention for that which entitles the inventor to a

patent, and which the patent was designed to secure.

Where that is found there is infringement. Winans v.

Denmead, 15 How. 338; Machine Co. v. Murphy, 97
U. S. 120."

"

Ferrv-Hallock Co. v. Hallock, 142 Fed. 172

(.76).

"Where a patent is for the means devised to produce

a result, in an action for infringement, the question is
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whether the defendants use the same or equivalent

means."

Ives V. Hamilton, 92 U. S. 426.

"The first person who applied a valve regulation of

any kind to a combination of a gas burner with tubes,

etc., is entitled to hold as infringements all valve regu-

lations applied to such a combination, which perform

the same office in substantially the same vv^ay. and were

known equivalents for his form of valve regulation."

Clough V. Gilbert 5c Barker Mfg., Co. ("Clough

V. Barker''), 106 U. S. 166.

"The patentee having described his invention and

shown its principles and claimed it in that form which

most perfectlv embodies it, is, in contemplation of law.

deemed to claim every form in which his invention mav
be copied, unless he manifests an intention to disclaim

some of those forms."

Winans v. Denmead. 15 How. 330.

"If two devices do the same work in substantially the

same way, and accomplish substantially the same result,

thev are the same, even though they differ in name, form

or shape."

Union Paper Bag Machine Co. v. Murphy, 97

U. S.

SECOND CLAIMED LIMITATION.

Between pages 33 and 37, Appellants contend, spe-

ciously as we say, for a second limitation to be given to

the involved claim of the letters patent in suit, and

argue that if the expression "from the lower end

thereof" be not construed as a limitation, then there
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is no infringement, due to a second so-called limitation,

which limitation is sought to be given to the claim by

reason of a construction placed thereon by counsel for

appellants. It will be noted that the claim calls for

"collecting tables arranged below the separator or

grizzly and by means of which the separated metal

from the dredged material is recovered." The clear

intent and understanding of such expression is, that the

tables shall be placed lower than the grizzly, so as to

receive the material discharged through the openings

thereof. It is needless to state that the drawings of

the letters patent in suit, likewise Exhibit "B," defend-

ants' apparatus, and Exhibit "D," complainant's appa-

ratus, disclose such an arrangement, and in the com-

parison of such exhibits with the device of the claim

in suit by the various witnesses, no difficulty was expe-

rienced in finding these features arranged in same rela-

tion relative to the rotary separator or grizzly. Appel-

lants in commenting on what they term the "selective

theory" of expert witness Smyth, pretend to under-

stand therefrom that the collecting tables are required

not only to be below the rotary separator or grizzly,

but to commence at a given point relative to the mate-

rial discharging therefrom.

The appropriate answer to this feigned limitation,

which results from a strained construction of the wit-

ness's theory is, that it is immaterial whether the witness

is correct in his theory, inasmuch as the record dis-

closes, even by the testimony of Appellants' witnesses,

that the Appellants' apparatus embodies in the con-

struction thereof each and every element of the claim
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of the letters patent in suit, constructed and designed

to operate in the same manner, and accomplishes the

same result as the device covered by the letters patent.

Appellants did not have sufficient faith in the sound-

ness of the alleged second limitation to be given the

claim, to urge the same before the lower Court, and

Vv'e do not believe from the limited treatment thereof

in the brief, that any force is placed thereon at this

time.

We are confirmed by the brief filed as to our non-

belief in the sincerity of Appellants' argument as to

the location of the separating table being located rela-

tive to the rotary separator or grizzly. On page 7 of

Appellants' brief the claim sued upon is given and the

statement made in connection therewith that the claim

contained seven elements, indicated by the arabic

numerals, and five limiting clauses, indicated by italics.

On page 8 of the brief the fifth element of the claim

is mentioned, and counsel for Appellants state that the

limiting clause thereof has been cancelled, contending

that Appellee wishes the fifth elements of the claim so

modified, while insisting that all the other limiting

clauses of the claim be retained. Counsel for Appel-

lants then make the following statement: "The reason

why they want this particular limiting clause stricken

out is that if it stays in, the Appellants do not infringe,

and that is not true as to the other clauses."

The only meaning that can be given to this language

is, that Appellants admit that the limitation on the

seventh element of the claim, as indicated by the italics

on page 7 of the brief, is not such a limitation as relieves



6;

against infringement, for the statement is made, "and

that is not true as to the other clauses."

For an understanding of this contention it will be

necessary to refer to Complainant's drawing, Exhibit

"B," record, p. 625, and by reference thereto we find

adjacent the rotary separator or grizzly and above the

head end portion of the collecting tables, what is termed

a "distributing box," which, in reality, comprises fixed

plates located at each side of the revolving grizzly and

held a slight distance above the surface of the head

end of the collecting tables. Inasmuch as the surface of

the collecting tables is sub-divided by raised ribs into

separate transversely disposed channel ways, a series

of vertically adjustable- doors are arranged to slide on

the face of the distributing box to contract and enlarge

the passage-way existing between the lower edge of

the so-called distributing box and upper surface of the

collecting tables at the head end portion thereof. It

is needless to state that the receiving surface imme-

diately below the rotating separator or grizzly, and

inside of the walls constituting the distributing box,

comprise the head end portion of the collecting tables,

inasmuch as the same is the surface for receiving the

finer material discharged from the rotary separator or

grizzly. The purpose and only function of the part

designated as a "distributing box," is to guide the dis-

charged and flowing material into the various channels

or runways formed on the surface of the collecting

tables outside of the vertical walls constituting the said

distributing box, the adjustable doors answering to con-

tract and increase the outlet area of the passage-way for
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the material discharged from the grizzly onto the head

end portion of the collecting tables and flowing under

the pressure created by the influence of the jet streams

from the spray pipe within the grizzly, toward the dis-

charge edge thereof, so as to increase and decrease the

flow at any given section or portion of the collecting

tables throughout the length thereof.

Witness Smyth testified that the jet streams under

disintegrating pressure discharged from the spray pipe

within the rotary separator or grizzly, act onto the

material delivered into the separator or grizzly and

forced the finer particles separated thereby onto the

collecting tables, which tables are arranged "in close

proximity to the delivery point of the material" from

the rotary separator or grizzly. In this he is correct,

and the material so delivered is carried by the propell-

ing action of the jet streams, which continue, across the

face of the collecting tables.

Appellants claim to find in this statement a limitation

of the claim, stating that if such action results, then

the tables must be arranged immediately below the

rotary separator or grizzly at the delivery point of the

material, and that when so arranged the Appellants'

apparatus does not fall within the terms of the claim,

due to the fact that the collecting tables by means of

which the separated metal from the dredged material

is recovered, are "arranged below the separator or

grizzly," but not immediately beneath the same at the

delivery point for the material. The claim in suit calls

for the collecting tables being "arranged below the

separator or grizzly," and the letters patent inform us



69

that the purpose of these tables is to recover the sepa-

rated values. This is what the tables in Appellants'

apparatus are used for, and they are arranged below

the grizzly. Knowing that the surface directly beneath

the rotary separator or grizzly constitutes the head or

receiving edge portion of the tables, we contend that,

even accepting the construction which Appellants seek

to place on the testimony of witness Smyth, the ar-

rangement of Appellants' tables is that called for by

the claim of the letters patent in suit. The introduction

of guiding means, termed a distributing box, to control

the quantity of flow from the head edge of the tables

to dififerent sections throughout the length thereof, does

not remove the arrangement of the tables from the

terms of the claim. The construction of Appellants'

apparatus. Complainant's drawing Exhibit B, is the

same as the device disclosed by the claim of the patent

in suit, represented by Complainant's drawing Ex-

hibit D.

We submit that there is no force in the contention

as to the claim being given such second limitation, so

as to restrict the location of the collecting tables at some

specified point below the rotary separator or grizzly,

and no valid reason is presented why any such construc-

tion as now contended for should be placed on the

wording as to the location of the collecting table.

Certainly, none of the witnesses appearing for either

side diflferentiated Appellants' apparatus from the

claim of the letters patent in suit by reason of an alleged

difference as to the location of the collecting tables, on

the contrary, they found the arrangement the same in
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each case, and in Appellants' apparatus so placed

to accomplish that result attributed to the collecting

tables by the letters patent.

Appellants have evolved a theory which they seek to

have the Court place on the testimony of witness

Smyth, irrespective of the fact that such theory is at

variance with the record. Although it is plain from

an inspection of the apparatus disclosed by Complain-

ant's drawing Exhibit B, that Appellants' apparatus

has the collecting table located below the rotary sepa-

rator or grizzly, and irrespective of the fact that the

witnesses have testified that the tables are so located and

for the purposes of the letters patent in suit, neverthe-

less, Appellants now contend that the collecting tables

are not so located to receive the material discharged

from the rotary separator or grizzly.

Realizing that the prior art, which will be consid-

ered at length hereafter, does not meet and anticipate

the claim of the letters patent in suit. Appellants would

now have the Court place strained limitation onto the

device covered by the involved claim, and by so doing

be relieved of the charge as to infringement.

If the so-called restrictions above referred to are not

read into claim 3 of the letters patent in suit, then no

question remains as to Appellants' apparatus being an

infringement. This is amply proven by the various

witnesses, who have compared the apparatus of the

Appellants with the device disclosed by claim 3 of the

letters patent and found the elements of the claim pres-

ent in such apparatus, operating in the same manner

and for the same purpose.
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Inasmuch as no departure of Appellants' apparatus

from the device covered by claim 3 of the letters patent

has been shown to exist, the Court is relieved of the

duty of construing the apparatus. The identity of Ap-

pellants' apparatus, disclosed by Complainant's draw-

ing Exhibit B, with the apparatus of the letters patent

in suit, represented by Complainant's drawing Exhibit

D. is amply proven by witness Bennett, record, pp. 38

to 45. Such identity has also been admitted, likewise,

the manufacture and sale thereof by the defendant

Western Engineering & Construction Company, and

the use thereof by the co-defendant, the Central Gold

Dredging Company. This is established by the testi-

mony of witness Griffin, president of the defendant

corporation, Western Engineering & Construction

Company, from which testimony we quote, record, pp.

195 to 197:

''X. Q. 25: Did your company supply the machine

which is being used by the Central Gold Dredging

Company?

"A. We did.

"X. Q. 31 : Have you the following elements (refer-

ring to the apparatus sold to the Central Gold Dredg-

ing Company), a bucket excavator?

^'A. Yes.

"X. Q. 32 : A rotary grizzly or separator, into which

the material excavated is discharged?

''A. Yes.

"X. Q. 33 : Collecting tables adjacent to and ar-

ranged below the rotary grizzly or separator?
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"X. Q. 35 : But in each there is a water, a spray pipe

arranged within the rotary grizzly or separator?

"A. There is."

Such evidence, coming as it does from the president

of the main infringing corporation, is entitled to the

greatest possible weight in establishing the infringe-

ment of claim 3 of the patent in suit, as it is an admission

that the alleged infringing apparatus contains each and

every feature of the combination set forth in the said

claim 3 of the Postlethwaite patent.

Passing now from the question of non-infringement,

consideration shall be given to the second defence,

namely, invalidity of the letters patent in suit so far as

claim 3 thereof is concerned. We shall consider in the

order named: (a) Public Use, (b) Prior Publications,

(c) Want of Invention, which latter is divisible into

two heads, viz : Lack of Invention, and Aggregation.

PUBLIC USE.

Our reply to this defence is, first, that no device dis-

closed by the record as having been used, anticipates the

patented invention; second, that no device alleged to

contain the patented invention was in public use in the

United States prior to the Postlethwaite invention, or

for more than two years prior to the date of filing of

the application in the United States Patent Office which

eventuated in the issuance of the letters patent in suit.

Mr. Justice Bradley, in Reiter v. Jones (C. C), 35

Fed. 421, states as follows:
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"It is contended that the makingof the grooves

was no invention ; and that, if it Vv^as, that had been

^
made and used before for precisely the same pur-

pose. The fair questions to put, however, are, was

there no invention in the whole thing taken to-

gether, the detachable crown or lid with its grooves

and cells? And has such a crown or lid been made
and used before? In answer to these questions the

patent itself is prima facie evidence in favor of the

patentee, and unless there is clearly no invention

in what is claimed to be such, or preponderating

evidence of anticipation, the patent should be sus-

tained."

To successfully establish the defence of public use, it

is essential under the law that the device or devices set

up for this purpose should have been in public use in

this country prior to the date of invention, or for more

than two years prior to the filing date of the application

in the United States Patent Office.

The Postlethwaite invention dates from 1890, the

sam.e having beeii invented prior to the patentee coming

to this country in 1896 (which fact is admitted by Ap-

pellants in brief filed). The first machine embodying

the invention, he made during the years 1893-4, ^^ New
Zealand, which machine was put into operation at

Alexandra, New Zealand. The first machine which

the patentee manufactured and put into use in this coun-

try was during the year 1897. Postlethwaite's testi-

mony, pp. 340-342.

The application for letters patent for the Postle-

thwaite invention was filed in the United States Patent

Office July 6, 1897.
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To maintain the defence of public use, it is encum-

bent on the defendants to produce evidence, which is

clear and convincing as to a machine containing the

combination of elements called for by the claim of the

patent in suit alleged to have been infringed, and to

show beyond question that such machine had been in

successful operation in this country for more than two

years prior to the sixth day of July, 1897.

The earliest form of an apparatus alleged to have

been used in this country, is that referred to by Defend-

ants' witness Beard, which relates to an apparatus man-

ufactured by the Bucyrus Company (the party defend-

ing the present action), and shipped to Pascoe, Wash-

ington, during the spring of 1894, testimony of Beard,

record, p. 106. Just what the arrangement of the Pascoe

machine was we are in doubt, as no drawing of the same

has been presented, and as to the alleged working

thereof we have only the unsupported testimony of a

witness as to what occurred approximately twelve years

previously.

However, so far as we are able to understand from

the testimony of witness Beard, the Pascoe apparatus

consisted of (i) an ordinary dipper dredge, i. e., a boat

provided with a scoop actuated device thereon for rais-

ing material from river bottoms, (2) an independent

scow carrying supposed means for collecting values,

which means comprised (a) a hopper into which the

dredged materials raised by the scoop of the dipper

dredge was deposited, (b) a screen mounted to revolve

in a tank of water, (c) some form of an amalgamator.

Perhaps a better understanding of the apparatus may be
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had from the testimony of the witness, which we here

give

:

''Q. 30, record, p. 106. The method of working.

How did it get the gravel from the river bed?

A. It was a dipper dredge."

'*Q. 31. It was a dipper dredge of the ordinary

type?

A. Yes, sir."

"Q. 32. What did it do with the gravel from the

dipper?

A. It dumped in the hopper and the dirt was con-

veyed to a rotary screen, and passing from the screen to

an amalgamator for saving gold."

"Q- 33) record, p. 107. How did it pass from the

hopper to the screen? Through a chute?

A. Through a chute, yes, sir."

"Q. 34. A chute emptying in the rotary screen?

A. Yes, sir."

"Q. 35. Describe that screen, please, the way it was

when you found it?

A, The rotary screen was a screen about 6 or 8 feet

long and about 4 or 5 feet in diameter, and it revolved

in a trough or tank of water, to wash the coarser mate-

rial on a belt conveyor which was carried at the side of

the machine, and the finer material conveyed through

a pipe to this trough to the amalgamator."

"Q. 36. Where was this trough with reference to the

hopper and the dredge boat?



76

A. It was on an independent scow or boat, passing

through the main dredge scow."

As will be seen, the supposedly washed material from

which the values were to be recovered, in some un-

known manner was carried from the rotating screen to

the amalgamator, and inasmuch as the rotary screen

discharged into the tank within which it was partly sub-

merged, the conveying mechanism must have been of an

arrangement to elevate the material from the said tank

and deposit the same within the amalgamator.

V/e contend that whatever the form of this apparatus,

it was not a successfully operative machine, and as to

this we are upheld by the testimony of witness Beard.

Replying to Q. 46, record, p. 108, the witness states:

"The muddy water corroded the screen where the fine

material was passing, and it passed everything out of

the grizzly. It didn't work successfully."

An effort was made to overcome the defect by placing

a spray pipe inside the rotating screen or grizzly, but

the witness would not state that when such change was

made successful washing resulted. He testified in an-

swer to Q. 64, record, p. no: "It w^as satisfactory."

The witness stated that he attempted to work the appa-

ratus for a period of thirty days, two weeks of the work-

ing being with the admittedly non-successful form of

apparatus, and the remainder of the thirty days with the

changed or altered washing feature. The entire appa-

ratus was then abandoned, and never used again at any

time. We suggest that such is not the fate of a success-

ful machine, one which it is contended had solved a

problem, the solution of which had been eagerly sought
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by those skilled in the art for more than forty years.

This is not the proof of working and prior use required

under the law to defeat a patented invention.

The Pascoe apparatus, besides being an abandoned,

non-successful operating device, did not contain the

combination set forth in the claim alleged to have been

infringed of the patent in suit. This apparatus did not

and cannot be said to anticipate the Postlethwaite in-

vention. Abject failure cannot be the same as revo-

lutionary success.

"Novelty is not negatived by anything beneficially in-

capable of the function of the subject of the patent, even

though apparently similar thereto." Walker on Pat-

ents, Sec. 65, citing Morey v. Lockwood, 8 Wallace,

230.

A machine which never survived its trial run, was

thrown back on its builders and abandoned, cannot

anticipate by public use or otherwise an apparatus

which not only solved successfully a problem of long

standing, but sprung at once into popular favor, and has

become recognized generally throughout the mining

world.

An earlier machine to the one testified to as having

been located at Pascoe for a short time, is referred to in

the deposition of defendants' witness Stetson, given at

Chicago, 111., February 5 and 6, 1906. This machine

for convenience, we shall term the JEFFERSON
RIVER, MONTANA, DEVICE.

Inasmuch as this machine appears to be very similar

to the apparatus testified to by witness Beard as the

Pascoe machine, it is safe to assume that whatever de-
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fects existed as to the Pascoe device, applied with equal

force to the Jefferson River machine, and as to the Pas-

coe apparatus the witness testified that the same was un-

successful as originally constructed, the original con-

struction thereof being substantially the same as the

Jefferson River machine, each having been manufac-

tured by the Bucyrus Company, which appears

from the record to be the real defender of the pres-

ent suit. Anyway, whether the Jefferson River appa-

ratus was or was not a successful machine, it was not

the machine of the patent in suit. It differed as to con-

struction, mode of operation, and identity of parts, and,

even from the testimony of witness Stetson, such a con-

structed machine did not and could not be said to

contain the combination called for by claim 3 of the

patent in suit, and its use was not a public use of the

invention of the patent. The opening portion of wit-

ness Stetson's deposition would tend to indicate that the

Jefferson River machine was put into operation during

the year 1889, and was used or rather operated by him

for a period of about six months during said year, and

he attempts to describe the operation of the parts rela-

tive to the recovery of gold. However, his reply to Q.

68, record, p. 538, wherein he states: "Well, I cannot

state back of 1895, for the reason that my experience

with the saving of gold doesn't go back to that time"

would seem to indicate that he had no experience with

the operation of the Jefferson River machine during the

year 1889, ^^ connection with the recovery of gold.

The third machine referred to by the Defendants' tes-

timony, also manufactured by the Bucyrus Company,
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was in use during the year 1894, at Lynx Creek, Pres-

cott, Arizona, and which we shall refer to as the PRES-

COTT MACHINE. This machine, so far as its use

is concerned, is testified to by Defendants' witness Swi-

gert, and the manufacture thereof by witness Stetson,

the making of the drawings for the manufacture of the

machine by witness Hettlesaeter, the testimony being

contained in the deposition given at Chicago, 111.,

March 18, 1907, record, pp. 553-567.

The construction of the preparing means of this ma-

chine, which constitutes the third element of the claim

3 of the patent in suit, differs radically from the prepar-

ing means of the Postlethwaite invention, and the

fourth element of the claim of the patent, /. e., the col-

lecting tables arranged below the preparing means, is

entirely lacking.

In the Prescott machine, that which is claimed to be

the preparing means of the patent in suit, comprises a

series of concentric screens, in the inner one of which is

located a water pipe. The material is deposited into

the inner screen, and onto the same water discharged

from the pipe plays to wash the material, which mate-

rial so washed escapes into the second screen, and from

the second screen into the third concentric screen, and

passes from said screen into an amalgamating tank,

which tank contained a body of water within which the

two outer screens of the composite cylinder revolved

and were partly submerged. The material passed from

the third screen of the composite cylinder into the amal-

gamating tank in the form of pulp, similar to the pulp

received from a stamp battery of an ore mill, and from
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this mass of pulp I'he gold had to be recovered within

the amalgamating tank by the system of amalgamation.

In other words, the composite screen cylinder consti-

tuted a washing and grading device for the pulp, which

pulp was treated within the amalgamating tank, which

tank constituted the preparing means and the value re-

covering means. As stated by witness Swigert, answer

to question 40, record, p. 575 : "The fine material which

fell into the tank through the screen and the gold with

it was kept in constant motion by the jets in the bottom

of the tank, and was gradually worked down toward the

centrifugal pump at the discharge end of the tank. Tlie

gold and fine material came in contact with the plates

before it reached the discharge and a large percentage

of the gold stuck to it, the fine material being carried

out with the water through the centrifugal pump."

As stated, the composite revolving screen cylinder

submerged partially within the amalgamating tank

served simply as a grader for the material to be treated,

and the amalgamating tank the double function of

being a preparing means for the pulp received from the

grader, and as a value recovering means for collecting

portions of the gold separated from the material being

treated therein by the action of a series of jets, the value

recovering means of the preparing tank collecting "a

large percentage of the gold." By the use of such a

constructed form of preparing and recovering means,

the very fine gold which the Postlethwaite invention

successfully recovers would be carried ofif and lost, the

same going ofif as tailings with "the fine material being

carried out by the water through the centrifugal
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pump." In other words, the Postlethwaite invention

could be successfully and profitably used to treat the

tailing permitted to run to waste by the Prescott

machine.

Without the utilization of the jet streams within the

amalgamating tank of the Prescott machine, it is safe to

say that but little if any gold would be recovered, for

without such jet streams the tank would quickly fill

with the pulp received from the revolving grader, and

the only gold recovered such as might possibly gravi-

tate or work down through the mass and settle on the

amalgamating plates. As a matter of fact, if these jet

streams were omitted from the amalgamating tank of

the Prescott machine, we would have the Pascoe ma-

chine, with the exception that instead of a single screen

revolving, a composite screen cylinder would exist. It

is a significant fact that although each of the machines

referred to was manufactured by the Bucyrus Com-

pany, yet each differs as to construction, although each

claimed to be for the same purpose. This fact certainly

demonstrates that the said company was persisting in

its eflorts to devise a machine which would be success-

fully operative for the desired purpose.

However, the Prescott machine does not contain the

elements of the claim involved of the patent in suit, and

the use of such a constructed machine neither antici-

pates the Postlethwaite patent nor negatives invention

as to the apparatus of the patent issued therefor. It is

for a different device, operating in a different manner,

and having radically different working features for the

treatment of the material acted on. The use of such a
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constructed apparatus as the Prescott machine would

not constitute an infringement of the Postlethwaite in-

vention of the patent in suit, and the use thereof is open

to its manufacturer. It falls within the common doc-

trine of patent law, that that which does not infringe if

later, cannot anticipate it earlier.

Complainant's witness Smyth has fully analyzed the

Prescott or Arizona machine, and clearly differentiated

hetween it and the machine of the patent in suit, which

testimony will be found between pages 256-258 of the

record.

The next machme in order of time, is that referred

to by Defendants' witness Beard, page 114 of the rec-

ord. This is the machine known in the record as the

BANNOCK MACHINE.

^^'hat the construction of this apparatus was, is some-

what difficult to understand from the testimony. How-

ever, from the direct testimony, pages 114-117, and

cross-examination, pages 126-129. commencing with

X. Q. 31. it would appear that it related to a dredger

of the bucket elevator type, having arranged thereon a

rotating screen. The excavated material was doubtless

dumped into a hopper, from whence it passed into the

rotary screen. The material discharged from the rotary

screen entered a hopper, from whence it was taken by a

secondary elevator and conveyed up to a tiume, into

which it was deposited. The material delivered into

this flume or sluice runway contained the values to be

recovered. This flume seems to have been about one

hundred feet long, and carried on scows or floats. This

machine is not the apparatus of the patent in suit. It?
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arrangement of parts and mode of operation is not the

same. The rotary screen of the said machine consti-

tuted a mere washer and grader for the material, which

was discharged in an unseparated condition into a hop-

per, and from this hopper by secondary means the ma-

terial was removed in a commingled condition and in

such condition delivered by said means into the sluice or

runways, wherein the material was treated in order to

remove the values therefrom. Whatever its practica-

bility may have been, it finds no place in this record for

any useful purpose. As an anticipation by reason of

public use, it fails. It was not in public use in this

country for more than two years prior to the filing of

the application in the United States Patent Office which

eventuated in the grant of the patent in suit, which

application was filed July 6, 1897. In support of this,

we direct attention to the testimony of Defendants' wit-

ness Beard. He states that he arrived in Bannock,

Montana, about the spring of 1895, Q- ^^S? record, p.

1 14. The dredge was not in operation at such time,

in fact "very little of the machinery, scarcely any ma-

chinery had arrived yet, and the hull was just being

formed." Answer to Q. 116, record, p. 115.

"Q. 163, p. 120. Did it operate successfully?

A. It did for those days. It would be inferior now-

adays. The second year it was successful.

"Q. 164. The first year it was more or less of an

experiment?

A. An experiment? Yes, sir."
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Even witness Beard states that the machine would not

be a successful machine for these days. However, the

Postlethwaite apparatus was not only a successful ma-

chine in 1897, but has been so ever since and is the same

today as when first put into operation.

We submit that whatever relevancy this machine may
have to the invention of the patent in suit, the testimony

presented is not of such a character as to establish pub-

lic use for more than two years prior to the filing date

of the Postlethwaite application for letters patent.

Witness Beard says it was not successful the first year

(1895), which was experimental work, but was suc-

cessful in the next year, 1896. Thus it was not in suc-

cessful operation within this country until one year

prior to the date of the Postlethwaite application for

letters patent, and therefore does not constitute two

years' public use required under the law to invalidate

a patented device.

The record contains testimony of Defendants' wit-

nesses Beard and Stetson as to a machine having been

manufactured by the Bucyrus Company, which dredge

was installed at Bannock, Montana, some time during

the year 1897, testimony of Beard, answer to Q. i8r,

record, p. 121. This machine is illustrated by "Defend-

ants' Exhibit Stetson's Blue Prints No. i. No. 2, No. 3,

No. 4 and No. 5." According to stipulation annexed to

deposition of witness Stetson, taken at Chicago, 111.,

February 16, 1906, this machine was not contracted for

until December 17, 1896, and the last shipment of

machinery in connection with same was not made until

April 20, 1897. This machine differs in construction
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and operation from the apparatus of the letters patent

in suit; also from the construction of the Pascoe ma-
chine manufactured by the said Bucyrus Company, and
the Prescott, Arizona, machine manufactured by the

same company, and can only go to show that from the

year 1888 down to the year 1897, the said company was
persistently endeavoring to invent an apparatus that

would successfully treat the material acted on by the

Postlethwaite apparatus. The Bannock machine can

serve no other useful purpose, and find no place in the

record, even if the identity of the device to the patented

gold dredging apparatus of the patent in suit could be

established, inasmuch as it had not been in public use

for more than two years prior to the filing date of the

Postlethwaite application. In fact, there is nothing in

the record to show that it had been in use even for one

day prior to the filing of such application.

Besides the discussed machines set up to establish the

defense of public use, the defendants have introduced in

evidence several printed publications, doubtless with

the view of establishing publication of the invention in

this country prior to the Postlethwaite invention, or tv/o

years prior to the filing date of the Postlethwaite appli-

cation for letters patent. We will now consider under

its proper heading the matters alleged to constitute

prior publication of the invention of the patent in suit.

PRIOR PUBLICATION.

To invalidate a patent by reason of prior publication,

the published article must be for the same invention as

that contained in the letters patent which it seeks to
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invalidate. It must be of such a character as to enable

those skilled in the art to construct the machine of the

patent therefrom, and it must disclose a complete and

operative machine. "The invention described in the

publication must be identical in all respects with that

whose novelty it contradicts. The same idea of means,

in the same stage of development, as that which the

inventor of the latter has embodied, must be thereby

communicated to the public." Robinson on Patents,

Sec. 329, p. 450.

Devices and publications leading up to, but not fully

accomplishing a desired end, do not anticipate an inven-

tion which for the first time effectively meets all re-

quirements and successively accomplishes such end.

Trucex v. George F. Childs Adjustable Chair

Co. et al., 162 Fed. R. 907.

That the publication must describe the invention as

fully as does the patent to which it is off'ered as a bar,

see New Process Fermentation Co. v. Koch, 21 Fed. R.

580; Downton v. Yeager Milling Co., 108 U. S. 466.

The Supreme Court in the case of Seymour v. Os-

borne, II Wall. 516, stated:

"Patented invention cannot be superseded by the

mere introduction of a foreign publication of the kind,

though of prior date, unless the description and draw-

ings contain and exhibit a substantial representation of

the patented improvement, in such full, clear and exact

terms as to enable any person skilled in the art or science

to which it appertains to make, construct and practice

the invention to the same practical extent as they would
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be enabled to do so if the information was derived from

a prior patent. Mere vague and general representa-

tions will not support such a defence, as the knowledge

supposed to be derived from the publication must be

sufficient to enable those skilled in the art or science

to understand the nature and operation of the inven-

tion, and to carry it into practical use. Whatever may

be the particular circumstances under which the pub-

lication takes place, the account published, to be of any

effect to support such a defense, must be an account of

a complete and operative invention capable of being

put into practical operation."

The first publication introduced is page 225 of the

issue of October 8, 1887 of the Mining and Scientific

Press, marked "Defendants' Exhibit Mining and Scien-

tific Press," record, pp. 783-787. The exhibit is a do-

mestic publication, and the fact as to whether the appa-

ratus therein described is a practical and operative

device does not appear from the testimony. Nowhere

does it appear that the article describes "an account of

a complete and operative invention," as declared by the

Supreme Court to be essential.

The publication is fully discussed by expert witness

Smyth, pages 231 to 234, also by witness Postlethwaite,

pages 375 to 376 of the record.

The witnesses state that no spray pipe is disclosed by

the publication as being located within the revolving

grizzly, but that such spray pipe as is illustrated is out-

side of the rotating grizzly and discharges water onto

the stationary screens located below the said grizzly.

In the working of an apparatus constructed in accord-
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ance with the publication (provided the same could he

constructed from the meager description contained

therein), the operation would undoubtedly be as fol-

lows : The excavated material dumped into the rotating

screen, and from said screen discharged onto the sta-

tionary screens arranged outside of the same, and the

material so discharged onto the stationary screens

washed thereon by the water from the water supply

pipe arranged thereabove, which water doubtless would

wash the material and spread the same over the screens,

allowing the particles to separate and the values to

escape into sluice boxes arranged to receive the same.

To put it more clearly, the rotating screen would serve

the purpose of a grader or sieve to eliminate the coarse

stones from the material, the stationary screens in con-

junction with the water supply acting as means for pre-

paring the material discharged from the revolving

screen or sieve, and the sluice boxes as the value collect-

ing means. The published description is of a machine

resembling so far as relates to the treatment of

the material, the apparatus heretofore discussed as

the Jefferson River machine. Certainly the publica-

tion, even presuming it for the time being to be of an

operative machine, does not disclose the invention of

the patent in suit, as the combination set forth in the

claim of the patent alleged to have been infringed is

not present. The publication is not that full, clear,

exact, and precise description of the patented device,

which the law requires to invalidate a patented ma-

chine. The testimony of the witnesses and our under-

standing of what the publication describes is not only
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upheld by the article itself, which is sufficiently plain,

but by the decision of the Honorable Commissioner of

Patents, and by the decision of the lower Court. The

involved claim of the patent in suit was appealed dur-

ing the prosecution of the Postlethwaite application in

the Patent Office to the Commissioner of Patents, from

an adverse decision rendered by the Board of Examin-

ers-in-Chief. In his decision, reversing the said Board,

the Commissioner stated, commenting on the domestic

publication of 1887: "In this apparatus the fine mate-

rial passes through the grizzly and falls onto inclined

screens, where it is washed by a jet of water, the gold

passing into riffle-boxes where it is collected. The tail-

ings, containing the float gold which applicant's device

recovers, are carried over the stern of the dredge into

the river."

It will thus be seen that the very values which the

patentee's apparatus successfully recovers, is, by the use

of an apparatus constructed in accordance with the pub-

lication, lost with the tailings discharged from the

sluice-boxes referred to for recovering the gold. In

the machine of the publication, all mechanism in ad-

vance of the sluice-boxes constitute mechanism for siev-

ing and washing the dredged material. Clearly this is

not the apparatus of the patent in suit, and a reading of

the same would not apprise one of the Postlethwaite

invention. The description and drawings of the publi-

cation do not represent the patented improvement "in

such full, clear and exact terms," and such "an account

of a complete and operative invention capable of being

put into practical operation," as is stated by the Su-
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preme Court, in Seymour v. Osborn, to be so essential

to defeat a patent. The testimony of witness Smyth,

patentee Postlethwaite, and the construction placed

thereon by the Honorable Commissioner of Patents

negatives any such contention. At best, it can only be

claimed that the publication describes the utilization of

a dredging apparatus in conjunction with the sluice-box

system for recovering heavy gold, or such gold as will

settle in the riffles of the sluice-boxes as the material

with the finer values is carried there through.

The testimony of expert witness Smyth, witness Pos-

tlethwaite, the analysis of the Commissioner of Pat-

ents, our understanding, and the ruling of the lower

Court relative to this publication, is upheld by the brief

of Appellants. On the assembled drawing appearing

opposite page 7 of the brief filed, Cut i, Appellants

illustrate an enlarged cross section as to the arrange-

ment of the rotary separator or grizzly, spray pipe, flat

screen, and separating table disclosed by the publica-

tion. This cut conforms to the testimony given relative

to the said 1887 publication, and forcibly illustrates that

Appellants' understanding thereof is the same as ours.

The cut illustration negatives any contention as to the

spray pipe being located within the rotary separator

or grizzly, and any claim for the use thereof to perform

the function attributed to the coaction between the

grizzly and the spray pipe of the patent in suit.

Two other publications are referred to by the defend-

ants, but these, as stated by witness Smyth on pp. 258-

259 of the record, give no clue to the character of the

devices for gold saving which may be carried by the
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boat. They may therefore be passed without further

comrhent.

Turning now to the exhibit publication dated 1896,

read into the record in connection with the testimony of

witness Griffin, pp. 159 to 160, and on page 73, of the

deposition given by witness Stetson at Chicago, III.,

February 16, 1906, we must confess ourselves at a loss

just how to apply the same, or to understand the import

thereof. The publication from which the extract is

taken, is dated 1896. As a publication of the invention

it can serve no purpose whatever, inasmuch as it is not

a printed publication either prior to the date of the

Postlethwaite invention, which dates from the year

1890, nor more than two years prior to the filing date of

the Postlethwaite application which resulted in the is-

suance of the letters patent in suit, which application

was filed in the United States Patent Office on the sixth

day of July, 1897. I" view^ of these failures of the pub-

lication, it is needless to consider what is or is not dis-

closed thereby. It suffices that it in no manner con-

forms to the requirements of the statute to sustain the

defense of prior publication of the patented invention.

With these comments we dismiss the publication ex-

hibits introduced to invalidate the patent in suit, and

give consideration to the main defence offered by the

defendants, to wit:

WANT OF INVENTION.

For convenience in the presentation of our reply to

this general defense in answer to the charge of infringe-

ment, we shall divide the same into two headings, viz

:
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(
I

) Want of invention in the patented machine by rea-

son of anticipation contained in the prior art, and (2)

Want of invention in the patented machine on the

ground of aggregation. Each of these subdivisions

shall be separately considered.

To sustain the defense as to want of invention by rea-

son of the prior art, the defendants have introduced a

voluminous record of prior issued United States letters

patent. Nineteen of such earlier letters patent have

been introduced in evidence as exhibits to anticipate the

patented invention, each of which has been fully and

completely analyzed by expert witness Smyth, between

pages 234 to 258 of the record. It is obviously impos-

sible at this time to give minute consideration to each

of the said letters patent set up in anticipation, and we

shall therefore be required to touch lightly on all, ex-

cepting those which Defendants' expert witness Burton

and witness Griffin consider to be the nearest approach

to the patented invention, for it is safe to assume that

the machines contained in the remainder of the letter

patent exhibits do not so nearly resemble the invention

under consideration as the ones contained in the letters

patent which the witnesses treat as being the nearest

approach to the patented invention.

Witness Burton treats the earlier letters patent No.

107,958, granted Piatt October 4, 1870, and letters pat-

ent No. 595,457, granted Lay December 4, 1897, as

being the nearest approach to the apparatus of the

patent in suit; while according to the testimony of wit-

ness Griffin, letters patent No. 395,624, granted Miller
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January 21, 1889, is the nearest approach to the Poslle-

thwaite invention.

PATENT NO. 107,958.

(Record, p. 863.)

These letters patent granted October 4, 1870, is con-

sidered by witness Burton as disclosing one of the closest

mnchines to the Postlethwaite invention. In the said

letters patent is illustrated and described a machine for

washing ore and other mineral. The use of the said

machine is not suggested as applying to the recovery of

gold, and, in fact, the described operation of the pat-

ented machine would preclude the possibility of any

such use being made for the machine. Its sole purpose

is to wash material within a revolving screen C, which

works within a stationary cylinder B. The material to

be washed is described as being fed into the screen C
through a hopper E, presumably being delivered

thereto by hand, and while contained in the revolving

screen being washed by water or steam supplied to the

interior of the screen through the hollow drive shaft D.

The washed material escapes from the lower end of the

revolving screen into the conveyor case G, from which

it is removed by the endless bucket conveyor k, and

dumped into the chute m, from whence such washed

material is conveyed to any suitable place of deposit, or

dropped into carts, wagons, or cars, or vessels. The

entire specification of the mentioned letters patent

clearly demonstrates the desire of the inventor, which

is that the material delivered into the conveyor case G
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is the material to be collected. This material consists

of the washed stones and gravel too large to pass

through the openings of the revolving screen (corre-

sponding to the boulders, etc., passed from the lower

end of the Postlethwaite grizzly) , which washed mate-

rial is to be conveyed from the conveyor casing G to a

suitable place of deposit, or dropped into carts, cars, or

vessels. Such of the finer material (that which the pat-

ent in suit deals with) escaping through the revolving

screen C into the cylinder B, is permitted to escape

therefrom and run to waste by opening the valve e.

This must be what patentee Piatt had in mind, for he

states in his specification "The clay and earth is drawn

ofif at d by opening the valve e, while the washed and

cleaned material passes out of the lower end of the

screen, into a chute or inclined way F, whence it passes

into the lower end of the conveyor case G."

Not a single element of the Postlethwaite invention is

involved in the machine of the said Piatt letters patent,

and certainly the combination called for by claim 3 of

the patent in suit is not present. In fact, the Piatt

machine wishes to save that which the Postlethwaite

apparatus seeks to get rid of, to wit, the washed stones,

gravel, and material too large to pass through the re-

volving screen ; while that which the Postlethwaite in-

vention aims to save and is created for the very purpose

of treating (the fine material with its values), the Piatt

patented device not only permits to run to waste, but is

especially designed to get rid of.

The Piatt machine could not be successfully used for

the recovery of the fine gold saved by the Postlethwaite
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invention. It was not designed by its maker to be ap-

plied to any such use, in fact the machine is for use in an

art foreign to that to which the Postlethwaite invention

belongs. Such an apparatus cannot by any known rule,

used in dealing with the question of invention be held

to anticipate or limit the patent in suit; still, according

to the testimony of Defendants' expert witness Burton

this patented machine, in his opinion, is the nearest ap-

proach to the invention of the patent in suit.

LAY PATENT NO. 595,457.

(Record, p. 968.)

These letters patent were granted December 4, 1897,

five months after the filing date of the Postlethwaite

application for letters patent. The machine contained

in the said letters patent is for an improved "System of

Mining Gold Bearing Placers." Without question, this

is a nearer approach to the Postlethwaite invention than

the machines disclosed by the remaining patent exhibits

of the prior art. However, it is needless to go into the

invention as set forth by the said letter patent exhibit so

far as it relates to the question of anticipation, for the

reason that patentee Postlethwaite has carried the date

of his invention back of the filing date of the applica-

tion of the Lay letters patent, which application was

filed in the United States Patent Office January 20,

1896, and was pending in the Patent Office concurrent

with the Postlethwaite application for letters patent. It

is safe to assert that had the Lay application been for the

apparatus disclosed by the Postlethwaite application,
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the Patent Office would not have issued the two letters

patent. They are for different inventions. Postlethwaite

having carried his invention back of the Lay exhibit,

the same ceases to be effective for any purpose whatever.

St. Paul Plow Works v. Starling, 140 U. S. 184.

MILLER PATENT NO. 395,624, of 1889.

(Record, p. 935.)

The apparatus disclosed by the Miller letters patent

is considered by witness Griffin to be the nearest ap-

proach to the apparatus of the patent in suit. The

machine of the Miller letters patent, as its name

implies, is a device for screening sand and gravel. The

material to be treated thereby having been previously

washed free from mud by a special form of washing

apparatus, is discharged into a long screen cylinder

composed of sections having different size apertures or

perforations, which rotating screen serves as a grader

for separating the washed material, delivered thereto,

into sizes. Beneath each section of the screen is located

a chute, for directing the sized material fed therein to

a suitable place of deposit, illustrated in the drawings

as scows arranged alongside of the barge for receiving

the separated and sized material. The only feature

which this machine has in common with the apparatus

of the patent in suit, resides in the utilization of a boat

or platform for supporting the working machinery, and

in the endless bucket chain elevator. With these parts,

similarity of the machine to the apparatus of the patent
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in suit ceases. The Miller device does not disclose the

preparing means of the patent in suit, comprising a

rotating grizzl}^, a spray pipe arranged therein, and a

force pump for conveying water into the spray pipe

and through its perforations under disintegrating pres-

sure onto the material delivered into the revolving

grizzly, nor does it contain the value recovering means

(inclined collecting tables) located adjacent to and be-

low the preparing means. The machine of the Miller

reference and apparatus of the patent in suit are used

for different purposes, are put to different uses, and are

not for the same inventions. Neither machine could

successfully be used in the place of the other, and, there-

fore, one cannot be said to be an anticipation of the

other. The machine of the Miller letters patent ex-

hibit does not indicate nor contain the combination of

the invention of the patent in suit.

DeGROA:^ & FARRELL PATENT NO. 417,773-

(Record p. 941.)

Like the machine of the Miller letters patent exhibit,

the apparatus of these letters patent is a grader of sand,

and not a machine for separating gold from material

and recovering t! e gold so separated. Being for a mere

grader of sand, it differs radically in its action from

that of the machine of the patent in suit. The grading

of the sand by the use of the patented device is effected

purely by the degree of fineness in the mesh of the con-

centric screen composing the "inclined revoluble sep-

arator or grader D."^
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In the machine of the patent exhibit, the preparing

means of the Postlethwaite invention is lacking in its

entirety, and all means for collection outside of the pre-

paring means are absent in the alleged anticipating

patent. The said DeGroat & Farrell patented machine

does not perform the functions of the apparatus of the

patent in suit, nor has it the arrangement of devices

called for by the Postlethwaite invention. It has not

the combination contained in claim 3 of the patent in

suit, and does not anticipate the invention contained

therein.

WILHELM PATENT NO. 211,824, of 1879.

(Record p. 872.)

The invention of the Wilhelm letters patent is for an

improved Ore Washer and Amalgamator. That this

patented machine has no bearing relative to the inven-

tion of the patent in suit, is too obvious to require dis-

cussion.

MEECH PATENT NO. 227,988, OF 1880.

(Record p. 876.)

The machine of the letters patent relates to an "Ap-

paratus for Dredging and Separating Ores." The only

similarity which it bears to the apparatus of the patent

in suit resides in the use of a boat, and an endless bucket

elevator. It does not disclose the rotary grizzly, with

its internally arranged spray pipe and means for forcing

water therethrough and under disintegrating pressure
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onto the material within the grizzly. Neither does it

contain the collecting tables of the patent in suit.

Neither the Postlethwaite invention nor the combina-

tion called for by claim 3 of the patent in suit, is con-

tained in the Meech patent reference. The Meech pat-

ented machine is not an antici-patent of the Postle-

thwaite invention.

KIRK PATENT NO. 270,813, OF 1883.

(Record p. 889.)

These letters patent are issued for an improved con-

structed washing cylinder, which the patentee terms

a "Gold Washer & Amalgamator." The bearing of the

machine to the patent in suit, and the pertinency thereof

is not apparent. Certainly, it does not describe nor illus-

trate the Postlethwaite invention under consideration,

neither does it set forth a combination of co-acting parts

which even approximates the combination called for by

the claim of the patent in suit alleged to have been in-

fringed. As an anticipatory machine it fails, and in no

manner limits the Postlethwaite invention.

LACHARME PATENT NO. 6,771, OF 1849.

(Record p. 846.)

Discloses one form of the earlier Gold Washers &

Amalgamators. The patented machine belongs to the

same class of invention as the Kirk patented machine,

and what has been said regarding the Kirk patent ap-
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plies with equal force to the Lacharme patented amal-

gamator.

CARPENTER PATENT NO. 288,545, OF 1883.

(Record p. 906.)

The invention covered by these letters patent relates

to an improved "Apparatus for Excavating & Screen-

ing Sand." The machine is substantially of the type of

machinery contained in the DeGroat & Farrell patent

No. 417,773, although of a much earlier date. The

Carpenter patented device has nothing in common with

the Postlethwaite invention, and a mere inspection

thereof is sufficient to enable one to state that it could

not be used to perform the functions of the apparatus

of the patent in suit.

KELLER PATENT NO. 126,968, OF 1872.

(Record p. 868.)

This patented machine is for the separation of sand

and gravel. It is a more elaborate form of the ma-

chines disclosed by the Carpenter, DeGroat & Farrell

patents referred to, but of the same general type. The

use thereof cannot accomplish the purposes of the ap-

paratus of the patent in suit, the function of the work-

ing parts not being the same, and the machine does not

contain the combination of parts called for by the third

claim of the patent in suit. The use of the Keller patent

machine would not suggest the Postlethwaite invention,

inasmuch as its use is foreign to that of the apparatus
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covered by the patent in suit. It neither anticipates,

limits nor modifies the invention involved.

BALL PATENT NO. 103,825, OF 1870.

(Record p. 859.)

The patented device contained in the above letters

patent has but little, if indeed any, bearing on the ap-

paratus of the patent in suit; in fact the two machines

have no features in common. Ball's invention is for an

improved form of an "Ore Separator," one in which the

previously treated metallic ores, reduced to a com-

minuted condition, are sorted into qualities, according

to gravity. The purpose of the machine, is the grad-

ing of slimes received from stamp batteries. In other

words, the machine is designed for separating according

to gravity, previously prepared material. The unified

structure of the apparatus of the patent in suit is lack-

ing, for the Ball patented device does not disclose nor

contain in any manner whatever the excavating and

elevating mechanism of the Postlethwaite invention

;

it lacks the means for forcing water into a spray pipe

within a revolving grizzly and discharging the same

through the perforations of the spray pipe onto the

material delivered into the revolving grizzly under dis-

integrating pressure. There is no boat for sustaining

the working mechanism of the Postlethwaite invention,

and the Ball device lacks the arrangement of parts

called for by the patent in suit and set forth in the claim

thereof involved. It is obvious that the treatment

which the material receives when delivered into the
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sectionized type of the Ball screens, is not the treatment

accorded the material delivered into the Postlethwaite

preparing means. The collecting or value-recovering

means of the claim of the patent in suit, is also absent in

the Ball machine. It is extremely difficult to under-

stand what bearing this patent machine has, and what

use it can possibly serve in the present case.

ROBINSON PATENT NO. 526,056, OF 1894.

(Record p. 955.)

This machine is for an improved combined excavat-

ing and amalgamating apparatus. It has, in common

with the apparatus of the patent in suit, a support on

which the working machinery is mounted, excavating

and elevating means for the material to be treated, and

a revolving screen into which the excavated material is

delivered. Similarity to the invention involved, here

ceases. The patent to Robinson does not contain the

perforated spray pipe arranged within the rotary griz-

zly, together with means for forcing water therein and

discharging the water therefrom through its perfora-

tions onto the material within the grizzly under disin-

tegrating pressure, nor does the said patent make men-

tion of or describe the value-collecting means of in-

clined tables arranged adjacent to and below the rotat-

ing grizzly of the preparing means. The Robinson

machine is merely an excavating and amalgamating

device. It is not for the invention of the patent in suit,

and is not designed for nor capable of performing the

work of the Postlethwaite invention. It suffices for our
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purpose, that the combination called for by claim 3 of

the patent in suit is not contained, described, or illus-

trated in the Robinson patented machine, and it, there-

fore, follows that it does not anticipate the invention

under consideration.

HUSSEY PATENT NO. 555,704, OF 1896.

The above letters patent is for an improved dredging

apparatus. The gold bearing soil is raised by a suction

pump and deposited in sluice-boxes, the gold being

saved therein in the ordinary manner. The patented

machine has no bearing on the invention of the patent

in suit, in fact is for an entirely differently constructed

and working apparatus. However, patentee Postle-

thwaite has carried his invention back of the Hussey

patent, which disposes of the same as anticipatory mat-

ter.

PIKE PATENT NO. 528,973, OF 1894.

This machine is for an improved washing, concen-

trating and amalgamating apparatus. An inspection

of the drawings accompanying the descriptive matter

of the letters patent is sufficient to demonstrate that

there exists nothing in common between it and the ap-

paratus of the patent in suit, other than that each treats

gold bearing material. The material raised by the

scoop or dipper of the Pike machine, is conveyed to and

treated in a series of settling tanks. The features of a

rotating grizzly with the spray pipe therein, means for

supplying water into and through the pipe under disin-
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tegrating pressure onto the material delivered into the

grizzly, and the collecting tables arranged adjacent to

and below the grizzly, are omitted from the Pike pat-

ented machine, and, conf^equently, the said patented

device cannot perform the functions, nor have the mode

of operation of the device of the patent in suit. The
Pike patented machine is not the Postlethwaite inven-

tion, and in no manner bears thereon.

BOWERS PATENT NO. 318,859, OF 1885.

(Record p. 912.)

These letters patent, also letters patent No. 318,860,

of 1885, record p. 924, to the same patentee, relate to an

improved form of Suction Dredgers. The machines are

simply a disclosure of the hydraulic dredgers which

have been at work in our harbor for many pears past.

The machines of the mentioned letters patent have

nothing in common with means for the recovery of

gold. The material raised by such dredgers is forced

through pipes onto the land, being used for the purpose

of land reclamation. They are obviously for a different

purpose than that to which the Postlethwaite apparatus

is placed, and work in a wholly different manner. They

could not possibly be used to accomplish the work of

the apparatus of the patent in suit, and do not relate to

the same art. A comparison of the apparatus involved

with the ones disclosed by the Bowers patents seems

unnecessary, as the machines have nothing in common.

A mere suction dredge, cannot anticipate a combined

apparatus for excavating and elevating excavated ma-
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terial, preparing the material so excavated, and recov-

ering the value from the treated material.

MENGE PATENT NO. 288,093, OF 1883.

(Record p. 891 '.)

The machine of these letters patent is an improved

dredging apparatus. Its resemblance to the Postle-

thwaite patented apparatus is no greater than that of

the Bow^ers' patented dredgers, and whatever had been

said as to the non-pertinency of the said Bowers' dred-

gers, applies with equal force to the Menge patent

reference. The said patent in no manner anticipates

the patent in suit.

BARLOW-MASSICK PATENT NO. 554,902,

OF 1896.

(Record p. 964.)

The patented device is for an improved amalgamator

for separating and saving gold. It has, absolutely, no

relation to the apparatus of the Postlethwaite patent in

suit, either as to construction or operation. Anyway,

patentee Postlethwaite has carried his invention back

of the said Barlow-Messick patent, which disposes of

the same as a reference.



io6

BACON PATENT NO. 532,629, OF 1895.

(Record p. 960.)

The machine covered by these letters patent relates to

an improved Screen, and is for the purpose of treating

previously crushed stones or ore. It is an improved

grading device. The patentee states "This invention

relates to an inclined revolving screen for separating

previously crushed stones or ore into sizes." The bear-

ing of this patented grader to the invention of the

patent in suit, is not apparent. In fact, like the ma-

jority of the considered earlier patent references set

forth as exhibits, the only use served thereby has been

simply to swell the record of the present case and to

needlessly prolong an examination of the prior art.

GATES PATENT NO. 435,562, OF 1890.

(Record p. 948.)

The invention of the letters patent is merely one of a

large class of concentrating tables, having for its object

an even distribution of the material to be treated. It

does not contain the grizzly with its perforated inter-

nally disposed spray-pipe, the inclined collecting tables

arranged below the same, nor the excavating and ele-

vating feature of the patent in suit, neither does it set

forth in any manner whatever the combination called

for by claim 3 of the patent in suit.
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EVANS PATENT NO. 256,555, OF 1882.

(Record p. 882.)

Evans' invention is for an improved amalgamating

and concentrating riffle, the same being an improved

means for saving precious metals and sulphurets by

passing them over undulating surfaced amalgamating

riffles. Like the Gates exhibit, it has nothing in com-

mon with the apparatus of the patent in suit.

MARTIN PATENT NO. 384,050, OF 1888.

(Record p. 931.)

This exhibit illustrates a special form of an hydraulic

injector pump, and its only apparent bearing on the

apparatus of the patent in suit resides in the fact that

it is "adapted for use in river gravel and mining, acting

itself as an elevator." This is not the invention of the

Postlethwaite patent, and we submit that the said patent

exhibit is without force for any purpose.

We have thus taken up and separately considered

each of the prior patents introduced as exhibits by the

Defendants in anticipation of the patent in suit. Our

analysis of each has been fair, we believe, and we can

state without hesitation that, so far as we can perceive,

the main purpose served by the said patent exhibits is

to emphasize the savage attack against the validity of

the patent in suit. In addition, they answer to support

the testimony of Defendants' witness Stetson, wherein

he states "the building of all gold dredgers has been a
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process of evolution," answer to Q. 37, p. 532, of the

Chicago deposition. In fact, the same might be said as

to nearly every patented device. However, evolution

can only possibly answer to characterize an invention

as of a simple nature, but then simplicity does not nega-

tive invention. In this connection the words of the

Supreme Court in Potts v. Creager, 105 U. S. 608, are

applicable: "The apparent simplicity of a new device

often leads an inexperienced person to think that it

would have occurred to any one familiar with the sub-

ject, but the decisive answer is that, with dozens, and

perhaps hundreds, of others laboring in the same field

it had never occurred to any one before."

In the case at bar, we find from the record that ever

since 1888, the Bucryus Company, an unquestioned ex-

pert in the art, diligently striving to produce the inven-

tion of the patent in suit, and, although it had produced

a number of variously constructed machines with the

light of the prior art before it, as disclosed by the

record, still it was not until it constructed the infringing

apparatus that it succeeded in producing the invention

under discussion. After the disclosure of the patent in

suit, it is not a difficult matter to claim that the invention

is of a simple character, and that it involved no inven-

tion in view of the prior art. The complete answer is,

that the prior art does not contain the invention of the

patent in suit, and no evidence has been produced as to

an apparatus prior to the patented one ever having suc-

cessfully carried out the purposes of the Postlethwaite

invention. It may be here stated that the entire prior

art as disclosed by the letters patent exhibits was before
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the Commissioner of Patents when passing on the ques-

tion of invention set forth in the claim of the patent in

suit ; still, even with the prior art before him, his Honor

declared the combination of the claim to be a new and

useful invention.

The Kirk and Piatt patent exhibits were considered

by his Honor, the Commissioner of Patents, when con-

struing the claim appealed in the light of the printed

publication exhibit of 1887, and in his decision is stated

"Especially should this be so (meaning as to all doubts

being resolved in favor of the Appellant Postlethwaite)

when it is considered that the publication on which

applicant's claim has been refused had been in existence

for ten years before applicant invented his device, and

said publication was issued in San Francisco, the head-

t]uarters, it may be stated, of the mining machine in-

dustry, yet no one with a knowledge of the Kirk or

Piatt patents, which were issued in 1870, made the de-

vice before Appellant."

The testimony of Defendants' witness Griffin, Presi-

dent of Defendant corporation Western Engineering &
Construction Company, should be sufficient to relegate

the whole of letters patent exhibit to oblivion, as suc-

cessful mechanism for the recovery of gold. The wit-

ness states, answers to X. Q. 74 to X. Q. 85, record pp.

202 to 205, that, what in his opinion constituted the

nearest approach to the apparatus of the patent in suit,

was not a gold-dredging machine; that he would not

recommend the same to intending purchasers; that no

device contained in the list of the patent exhibits dis-

closed the combination of the claim of the patent in
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suit, and finally that he did not know of any such prior

patented machines ever having been operated as a prac-

tical gold dredging apparatus. With this testimony

coming from one of the Defendant corporations, it is,

nevertheless, urged upon your Honors that the verv

machines which the corporation would not recommend

to intending purchasers for the purpose of gold saving,

serve as a complete anticipation of the successful and

practical apparatus of the patent in suit, and which is

the same apparatus that the corporation did recommend

and sell to its co-defendant.

To defeat the combination contained in claim 3 of

the Postlethwaite patent in suit, the Defendants set up

nineteen prior patents, and from these prior patents they

attempt to patch up a non-invention argument. This

non-invention argument of the Defendants is merely

the threadbare attempt to anticipate a combination

claim by drawing the several elements from different

sources, and is the argument presented by nearly almost

every infringer. For example, they undertake to draw

the endless bucket excavator and elevator from one or

more of the earlier letters patent, the supporting struc-

ture from others, the rotary grizzly from still another,

the force pump from others, the spray pipe from still

another, and finally the collecting tables from other

patents of the earlier art, and then triumphantly pro-

claim that no invention exists in so combining and ar-

ranging these various features to co-operate in an uni-

fied structure to successfully and practically carry out

the idea contained in the mind of the inventor, so that

the working sum of the whole will prove the factor for
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the successful solution of the problem that for more
than half a century had baffled all elTforts of those

skilled in the art, the solution of which problem created

a new industrial art, and revolutionized the working of

low grade material. Such a false reasoning for emas-

culating a valuable invention is not only unreasonable,

but it is likewise repugnant to the spirit and intent of

the patent law.

The law is elementary that a combination must be

met as a whole, and that it cannot be anticipated by sub-

traction and addition of the prior art. "Novelty is not

negatived by antiquity of part or parts. In such cases

the whole is different from the sum of all its parts,

much as this printed page is different to what it would

be if the same words were arranged in alphabetical

order."

Walker on Patents, Sec. 66.

The combination may be a simple one, but the very

fact, as evidenced by the record of this case, that others

were striving unsuccessfully to accomplish the result

aimed at, serves to strengthen and uphold our conten-

tion as to invention for the patented apparatus.

This was undoubtedly the view taken by his Honor

Judge Morrow, when announcing: "All of these re-

sults appear to have been accomplished by the Com-

plainant's device, and in the art of riveting it is cer-

tainly a new and useful result to produce a device which

will accomplish several times as much work in a given

time as any mechanism before in use, and requiring less

expensive labor to operate it, and the adaptation of old
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elements to this new use required, in my judgment, the

exercise of the inventive faculty."

Moore v. Schaw, ii8 Fed. 602-06.

In the case of the Babcock & Wilcox Company v.

North American Dredging Co., 151 Fed. 265, the in-

vention involved related to transposing the position of

the steam drum of a boiler. The patent described up-

wardly inclined water circulating tubes, with the steam

and water drum arranged transversely within the space

above the inclined water tubes at the front of the boiler.

Water tubes upwardly inclined from the front to the

rear of the boiler were old, also water tubes downward-

ly inclined from the front to the rear of the boiler. In

the cases where the tubes were upwardly inclined from

front to rear of the boiler, the water and steam drum

was arranged at the rear of the boiler. In cases where

the water circulating tubes were inclined downwardly

from the front to the rear of the boiler, the steam and

water drum was arranged at the front of the boiler.

The change made by patentee Hoxie of the invention

involved, consisted in changing the position of the

steam and water drum from the rear of the boilers with

the water circulating tubes upwardly inclined, to the

front thereof, and the claim of the patent called for this

combination with the water tubes upwardly inclined

from front to rear, of the steam and water drum located

within the space above the water tubes at the front of

the boiler. Judge Lanning rendered the decision, and

in commenting on the invention states: "These two

things constitute his alleged invention, and they, in com-
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bination, are what he sets forth in his claim. Simple,

ver\^ simple, the combination seems to be. But, so far

as the record discloses, nothing like it was ever before

devised." The validity of the patent was sustained, and

the same held to have been infringed. Undoubtedly his

Honor Judge Lanning in passing on the question of in-

vention, gave, as the decision indicates, much weight

to the fact that the invention had sprung into immediate

popularity, was at once adopted by those skilled in the

art, and revolutionized the art of constructing the boil-

ers. In fact, the invention of the Hoxie patent did for

boilers exactly what the Postlethwaite invention has

done for the gold industry. Each invention sprung in-

to popular favor, was at once adopted by those skilled

in the art, and revolutionized an art. However, the

Postlethwaite invention has gone beyond the extent of

the Hoxie boiler, inasmuch as it created a new art,

bringing into existence that which did not exist.

In Maunula vs. Sunell, 155 Fed. 538, Judge Wolver-

ton held: ''While the new arrangement may be simple,

and looked at from the retrospective standpoint might

be suggested that it is the result of the commonest kind

of mechanical skill, yet the fact that there existed a me-

chanical requirement for such a utility for a long time,

and that it was not discovered or applied until a later

period, is highly evidentiary of inventive application

and genius. So bearing in mind that the letters patent

prima facie establish inventive genius, considered in

connection with the historical growth and development

of the alleged improvement, I conclude that the com-

bination is the result of the inventive genius as contra-



114

distinguished from mechanical skill applied to the dif-

ferent arrangement of old elements," citing Krements

V. S. Cottle Co., 148 U. S. 556; Star Brass Works v.

General Electric Co., 1 1 1 Fed. 398.

Finally, a combination claim cannot be met piece-

meal, and be invalidated by showing its several ele-

ments to be old in separate and independent letters pat-

ent of the prior art. The want of novelty must be ad-

dressed to the combination as an entirety and not to its

separate parts.

WITNESS SMYTH'S ANALYSIS.

Pages 69 and 91 of Appellants' brief, is devoted to a

vicious attack on the testimony of expert witness Smyth.

Although counsel makes studied efifort to detract from

the value of this witness's testimony, we find, as in the

brief filed in the lower Court, one-third of their brief

devoted to the subject involved, the main purpose there-

of being an endeavor to throw discredit on the testimony

of the witness. In justice to the witness, we present

herein what was submitted to the lower Court for con-

sideration as to the soundness of the witness's testi-

mony:

—

Witness Smyth has testified as an expert in the ma-

jority of the leading patent cases tried before this Court,

and it requires no comment on our part as to his stand-

ing and rank as an expert. However, we have deemed

it only proper to set forth, in an illustrative manner, the

testimony of Mr. Smyth as to the treatment of the

material within the rotating grizzly and the selective



action which takes place therein, for, by so doing, we
not only establish without question the co-action of the

collecting tables with the separating means (grizzly),

but also disclose the error of Defendants' counsel as to

the operation performed, which error doubtless ex-

plains their failure to grasp the co-action existing be-

tween the respective elements of the involved claim.

It must be borne in mind that the means for excavat-

ing and elevating the excavated material and discharg-

ing the same into the rotating grizzly, is in the form of

an endless chain bucket elevator. The rotary grizzly

into which the material discharge is arranged at a

downward inclination, and it is continuously rotated

during the working of the apparatus. We thus have an

intermittent feed of separate loads of material into the

grizzly (for the chain bucket elevator is an intermittent

feeder), each load the moment it is discharged into the

grizzly, being at once acted on within the said grizzly,

and treated therein independently of successive loads of

material subsequently delivered thereto by the inter-

mittent feeder. Now the error into which counsel for

the Appellants have fallen, and which they have carried

throughout their entire brief, was the failure to appre-

ciate the fact that the excavating and elevating means

for delivering the excavated material into the rotating

grizzly, is in the form of an endless chain bucket ele-

vator or intermittent feeder, while the preparing means

(grizzly and spray pipe) acted continuously on each

load or charge of material delivered thereto, and that

such charge was taken care of and advanced a consider-

able distance within the preparing means prior to the
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second or subsequent charge being delivered thereto.

The series of illustrations, which we have prepared,

clearly and emphatically sustains the contention of the

witness Smyth as to what takes place relative to the

separation of the material within the grizzly, and the

maintenance of such separation upon the collecting

tables or value recovering means.

Sheet I of the series, illustrates the intermittently act-

ing chain bucket excavator and elevator, the rotary

inclined grizzly, and the relative position thereof to the

collecting table arranged below the grizzly. It must

be remembered that the rotating grizzly serves for the

conveying of the material in a broken helical course, in

separate loads downwardly toward the lower end,

where the boulders and objects too large to pass through

the perforations thereof escape. In the illustration, the

action on only one charge or load of material is fol-

lowed, it being obvious that the same action takes place

on each subsequent charge or load, and that so far as the

treatment of separation is concerned each charge of

material delivered to the preparing means is taken care

of independently. In said illustration the elevator is

shown as depositing material in bucket loads, the un-

even distribution being shown, also the efifect of the

rotation of the grizzly in raising and dumping the

bucket load throughout its course of travel through the

grizzly. This cut illustrates the testimony of the wit-

ness in connection with X. Q. & A., 292 to 296, 374, 388

to 397, 407, 459, 463, 487 and 488.

Sheet 2 of the series, is a diagramatic illustration of

testimony appearing under X. Q. & A., 459, 482, 484,
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489, 490) 49 ^ 495) 5oo to 508, 514, 516 and 519. Here

is disclosed the diagram of forces and motions present

under condition of grizzly, internal spray pipe and col-

lecting tables, and a kinetic analysis of motions induced

by forces (Fig. i of the sheet) acting on A, small par-

ticle, and B, relatively large mass. The diagram, with

its marginal notes is self explanatory.

Sheet 3 of the series, is illustrative of the testimony

of the witness as involved in X. Q. & A., 459, 482, 484,

489, 490, 491, 495, 500 to 508, 514, 516 and 519. It is an

analysis similar to that of the illustration appearing on

Sheet 2, amplified by the successive positions of A and

B (small particle and relatively large mass) being in-

dicated in sequence ( i, 2, 3, 4) of separate diagrams.

Sheet 4, is illustrative of the testimony of the witness

involved in the X. Q. & A.^ noted on the sheet, and is a

clearer illustration of the action set forth on Sheets 2

and 3 in operation on heterogenous material in the

grizzly, showing separation of the fine material from

the coarse material by the selective action of water,

under conditions of grizzly, internal spray pipe and

current on collecting tables.

Sheet 5, which is a perspective elevation from the dis-

charge end of the grizzly, illustrates the path of each

bucket load of material through the grizzly, it being a

modified helix due solely to revolution of grizzly and

gravitation. The said cut clearly sets forth the testi-

mony of the witness as embraced within X. Q. & A.,

459, 460 to 464.

Sheet 6, discloses a sectional elevation of the collect-

ing table, also a plan view of the collecting table. In
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the latter view the grizzly is shown in section, the

position of the spray pipe being disclosed therein. This

Sheet 6 illustrates the feed of the material in separate

bucket loads into the grizzly; also path of the feed

through the grizzly; the selective action of the jet

streams; the diagonal position assumed by the smaller

particles A, and the larger particles B (gravel) by co-

action of water current on the tables causing removal

of deposit parts A-B at each fall (Sheet 5), and illus-

trates practically the whole of witness Smyth's testi-

mony relative to the selective action and co-operation

between the elements involved in the claim of the pat-

ent alleged to have been infringed in the Defendants.

This sheet forcibly illustrates that the separation se-

cured within the preparing means (grizzly), is main-

tained throughout the course of the travel of the sep-

arated material over the collecting table (value recover-

ing means), thus clearly establishing the co-action

between the value recovering means and the pre-

paring means. It is obvious that were the settling

cistern or amalgamating tanks of the Pascoe, Arizona,

and Bannock devices, and of the prior art references re-

ferred to by the Appellants, used in place of the in-

clined collecting tables of the Postlethwaite patented

apparatus, the material discharged from the grizzly

would simply settle to the bottom thereof as a mass, and

afterwards have to be separated within the said tank,

or by other means. The very purpose of the separating

grizzly would thus be defeated, and the grizzly con-

verted into a mere sieve. Such settling tanks cannot be



119

employed in connection with the Postlethwaite prepar-

ing means, for any practical purpose.

However, the present case does not depend on witness

Smyth's theory as to the action of the working parts.

We believe the testimony in substance outlines what

takes place in the actual working of the apparatus, but

whether this is so or not is immaterial.

The main objection to the testimony of witness

Smyth, appears to be based by Counsel on the fact that

the witness never saw an apparatus of the letters patent

in operation, and hence his testimony must, of necessity,

be of a somewhat doubtful character. Admitting that

the witness never personally examined the apparatus

while in operation, still such non-inspection would not

detract from or in any manner impair the weight of his

testimony. The stand thus taken by Counsel appears

somewhat inconsistent with his efforts to impress the

Court with the dependence to be placed upon and the

weight to be given the testimony of Appellants' expert

witness Burton, for this witness is in the same position

as witness Smyth in never having examined while in

operation any of the machines which he testified to.

On this point Appellants' expert witness Burton testi-

fied, between record page 488 to 490, that he had no

knowledge as to the practical working of the machines

under consideration.

We thus see no reason for discrediting the testimony

of witness Smyth, and giving full weight and credit to

the testimony of Appellants' expert witness Burton.
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PUBLIC RECOGNITION OF THE INVEN-
TION AS SHOWN BY ITS EXTEN-

SIVE USE.

The immediate acceptance and the extensive com-

mercial use of the Postlethwaite Gold Dredging Ap-

paratus covered by the involved claim of the patent in

suit has not been questioned by the Defendants, nor

could the same well be in view of the testimony given

by witness Aubrey, our State Mineralogist, and the

table supplied by witness Postlethwaite as to the ma-

chines manufactured, sold, and actually installed by the

Appellee. Although the machines of the prior art were

open to the Appellants, and although the Bucyrus Com-

pany, for whom the Appellant, Western Engineering

& Construction Company, acted substantially as agent

for the selling of the infringing apparatus, had made

repeated efforts to produce a satisfactory Gold Dredg-

ing Apparatus, it was not until the advent of the Postle-

thw^aite patented invention, that recognition was given

to gold dredging as a practical means for the recovery

of the values from the soil.

The moment the apparatus of the patent in suit was

produced and the practicability thereof demonstrated,

there came into existence and was created a new in-

dustrial art, and a want that had existed for the past

forty years was supplied. Prompt recognition was

given to the invention, and the demand therefor was

extensive. The demand for an efficient apparatus for

economically recovering the low values from the soil

was well known. Many had tried to supply this want,
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but the previous efforts to meet such demands were fail-

ures. The fact that the patentee of the letters patent in

suit successfully supplied the demand and turned fail-

ures into success, is strong evidence of invention, especi-

ally when coupled with the immediate demand for the

patented apparatus, and its great utility.

The language of the Circuit Court of Appeals, for

the First Circuit, in the recently decided case of the

Warren Steam Pump Company vs. The Blake &
Knowles Steam Pump Works, 163 Fed. 263, is par-

ticularly in point. In passing on a very similar ques-

tion, where a severe attack had been made on the val-

idity of the patent in suit, the Court stated, at the con-

clusion of its decision:

—

"Again, it may be said that these patents belong

to that class which the patent law was designed to

protect, inasmuch as they cover a device which is

new and useful, and which immediately met a pub-

lic want. For these reasons we are of the opinion

that these patents involved the exercise of the in-

ventive faculty, as distinguished from mere me-

chanical skill. If, however, in view of the prior

art, there is any doubt upon this question of inven-

tion, that doubt must be resolved in favor of the

patents by reason of the utility, efficiency, and ex-

tensive commercial use of this air pump."

In the said case of The Blake & Knowles Steam

Pump Works, the Circuit Court of Appeals followed

the expressions of the Circuit Court of Appeals, Second

Circuit, in the case of O'Rourke Engineering Con-

struction Company vs. McMullen et al., 160 F>^d. R. p.
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933- ^" P^gc 938 of the report, the Court states the

following:

—

The principal question in such cases is: Has the

patentee added anything of value to the sum of

human knowledge, has he made the world's work
easier, cheaper and safer, would the return to the

prior art be a retrogression? When the Court has

answered this question, or these questions, in the

affirmative, the efifort should be to give the inventor

the just reward of the contribution he has made.

The effort should increase in proportion as the

contribution is valuable. Where the Court has to

deal with a device which has achieved undisputed

success and accomplishes a result never attained be-

fore, which is new, useful and in large demand, it is

generally safe to conclude that the man who made
it is an inventor. The Court may resort to strict

and, it may even be, to harsh construction when the

patentee has done nothing more than make a trivial

improvement upon a well known structure which

produces no new result; but it should be corres-

pondingly liberal when convinced that the paten-

tee's improvement is so radical as to put the old

methods out of action. The Courts have frequently

held that one who takes an old machine and by a

few, even inconsequential, changes compels it to

perform a new function and do important work

which no one before ever dreamed it capable of

performing, is entitled to rank as an inventor.

In Hobbs v. Beach, 180 U. S. 383, 392, 21 Sup. Ct.

409, 413, 45 L. Ed. 586, the Court says:

—

"It appears from the testimony that several of

these addressing machines, of which that of Dennis
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and York is a type, and which are now claimed to

have inspired the Beach patent, had been upon the

market for many years and yet it never seemed to

have occurred to any one engaged in the manufac-

ture of paper boxes that they could be made avail-

able for the purpose of attaching strips to the cor-

ners of such boxes. This very fact is evidence that

the man who discovered the possibility of their

adaption to this new use was gifted with the pre-

science of an inventor. While none of the ele-

ments of the Beach patent—taken separately or

perhaps even in a somewhat similar combination

—

was new, their adaption to this new use and the

minor changes required for that purpose resulted

in the establishment of practically a new industry,

and was a decided step in advance of any that had

theretofore been made."

Neither of the devices of the prior art discloses the

apparatus of letters patent in suit, and neither of such

prior patented devices is capable of performing the

work accomplished thereby, and certainly, although

long waited for, the said prior devices did not success-

fully solve the problem, nor from the use thereof did

the benefits flow which have resulted by the use of the

patented device. Under these circumstances, we be-

lieve invention of the highest degree is involved in the

apparatus of the letters patent in suit, and the owner

thereof entitled to protection against the manufacture,

sale and use thereof by others.

This brings us properly to a consideration of the last

defence offered by Appellants to the charge of infringe-

ment, the same being the second heading of the defence

as to want of invention, viz :

—
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AGGREGATION.

Consistently with their previous course, both on de-

murrer to the bill, and on final hearing in the Court

below, Appellants still insist that the claim sued on is

not a true combination, but is merely an aggregation,

and as such is void for lack of invention.

To this, therefore, we now address ourselves, and if

we appear to be prolix in its treatment, we must justify

ourselves by the difficulty inherent in the subject, and

by the importance with which the Appellants have

sought to invest it.

In dealing with the subject of aggregation, a natural

division would seem to be as follows

:

First—Its history and philosophy.

Second— Its illustration in specific cases, both nega-

tively and affirmatively.

Third—The difficulty of reconciling specific in-

stances with the pure theory of the doctrine, to show the

indefiniteness of the line of demarcation between ag-

gregation and combination.

Fourth—The application of the doctrine to the claim

in suit.

Fifth—Our replies to such application.

First—The History and Philosophy of the Doctrine

of Aggregation.

Aggregation is one of the forms of non-invention.

To fully understand it we should first touch upon the

subject of invention.

In Section i of the Patent Act of 1790, it is provided

"That upon the petition of any person or persons to the
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Secretary of State, the Secretary for the Department of

War, and the Attorney General of the United States,

setting forth that he, she or they hath or have invented

or discovered any useful art, manufacture, engine, ma-

chine or device, or any improvement therein not before

knoavn or used," etc., may receive a patent.

We have italicized certain words as above, to call

attention, at the outset, to what would seem to be essen-

tial to the grant of a patent, to wit, that a thing must

have been invented or discovered; that it must be use-

ful, and it must be new.

In Section i of the Patent Act of 1793, by which the

earlier act was repealed, we find it stated "That when

any person or persons, being a citizen or citizens of the

United States shall allege that he or they have invented

any neu' and useful art, machine, manufacture or com-

position of matter," etc., a patent may be had.

Here again we have the essentials, invented, neiv and

useful , though the word discovered, as coupled alterna-

tively with invented, is omitted.

In Section 6 of the Patent Act of 1836, we find the

wording to be "That any person or persons, having

discovered or invented any new and useful art, machine,

manufacture or composition of matter," etc.; and here

again we have the same essentials with the alternative

"discovered" once more in place.

In Section 24 of the Consolidated Patent Act of 1870,

we find the words "That any person who has invented

or discovered any new and useful art," etc.

Finally, in the Revised Statutes of the United States,

which superseded all these Acts, we find in Section 4886
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the words which are still in force, to wit, "Any person

who has invented or discovered any neiv and useful art,

machine, manufacture or composition of matter, or any

new and useful improvement thereof," etc.

Now, it will be seen that from the beginning there

were three prerequisites of patentabilit\% namely, that

the thing shall be new, that it shall be useful and that it

shall have been invented or discovered.

In Patent Law the word "discovered" is synonymous

with the word "invented;" it has no broader significa-

tion.

Walker on Patents, 4th Ed., Sec. 2.

For years, as we read the history of this subject, the

Courts, except in rare instances, seemed to regard the

prerequisites of patentability^ as two, not three, in num-

ber. They looked only to novelty and utility, and they

overlooked the necessity for invention, for the reason, as

we take it, that it was always expressed in the Acts and

Statutes as a verb, and they probably regarded it as

equivalent to "produced" or "brought-out."

About 1880, however, and thenceforward, beginning,

say. with the case of Pearce v. Mulford, 102 U. S. 112,

we find the Supreme Court vigorously applying the test

of "invention" or the "exercise of the inventive faculty"

to all patents; and in 1884 in Thompson v. Boisselier,

114 U. S. II, we find the positive and distinct expres-

sion of the essentialit}' of the words "invented or dis-

covered" as used in the Statute. The Court says "So. it

is not enough that a thing shall be new, in the sense

that in the shape or form in which it is produced it
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shall not have been before known, and that it shall be

useful, but it must, under the Constitution and the Stat-

ute, amount to an invention or discovery."

From that time to the present there is no patent which

has escaped, or which can hope to escape the applica-

tion of this test as to the presence of invention.

It would seem that such an essential prerequisite to

patentability would be capable of a reasonably certain

definition by which it can be recognized. The other

essentials, novelty and utility, can be accurately deter-

mined. But such is not the case with invention. At-

tempts to define it have resulted in the mere statements

of what it is not. Thus in McClain vs. Ortmeyer, 141

U. S. 427, the Supreme Court, speaking of the word

said, "The truth is the word cannot be defined in such

manner as to afiford any substantial aid in determining

whether a particular device involves an exercise of the

inventive faculty or not. In a given case we may be

able to say that there is present invention of a very high

order. In another we can see that there is lacking that

impalpable something which distinguishes invention

from the simple mechanical skill. Courts, adopting

fixed principles as a guide, have by a process of exclu-

sion determined that certain variations in old devices

do or do not involve invention ; but whether the varia-

tion relied upon in a particular case is anything more

than ordinarily mechanical skill is a question which

cannot be answered by applying the test of any general

definition."

As, therefore, there is no affirmative rule to deter-

mine invention, it must be tested by several negative
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rules. With only one of these we are now dealing,

namely, "aggregation."

Aggregation is not invention.

Walker on Patents, 4th Ed., Sec. 32. There is no

dispute about this.

The philosophy of the doctrine, which is undoubtedly

sound, lies in the fundamental distinction between a

true combination, which is invention, and a mere ag-

gregation, which is not invention.

We take it that the fundamental difference between

them is that a combination is a unit, though composed

of a plurality of elements, while an aggregation is and

remains a distinct plurality of elements even though

brought into juxtaposition.

Robinson on Patents, in Section 153, says "A com-

bination is an instrument or operation, formed by unit-

ing two or more subordinate instruments or operations

in a new idea of means;" and, in Section 154, referring

to an aggregation of elements he says "Although they

have been brought together in an apparent organism

and rendered more available for use, they still remain

the same and independent means, still acting as so many

separate units," etc.

This now leads us to our second head.

Second—Illustrative Instances.

The most celebrated, as well as one of the earliest

instances of an aggregation, is the self-feeding coal

stove involved in Hailes v. Van Wormer, 20 Wallace

353-

In that stove were included and assembled several

features, each old in itself, and each good in itself, but
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wholly independent of each other, each serving its own
purpose and in the same old way, so that while the stove

as a whole presented more good features and was, there-

fore, better than other stoves, still this excellence was

the result of the independent good features simply

added together, and not the joint result of the combina-

tion of such features.

The Court held this to be mere aggregation and, as

such, involved no invention.

Another case, equally notable, is Reckendorfer v.

Faber, 92 U. S. 357. This presents aggregation in a

simpler, though slightly different light. It is the case

of the lead-pencil with a rubber eraser on its end. The

Court found the claim to be an aggregation, because

there was no joint action between the lead at one end

and the rubber eraser at the other, as each performed

its function independently of the other.

Another view of aggregation is presented by the case

of Double-Pointed Tack Co. v. Two Rivers Manufac-

turing Co., 109 U. S. 120.

The second claim of the patent in suit covered the

combination with a peculiar double-pointed staple, of a

washer on one of its legs. The Court found that the

washer did not in any way modify or afifect the action

of the staple which was due to its peculiar construction,

the washer operating with this staple just as it would

with any staple. The claim was held to be an aggre-

gation.

Here we find the principle dependent, not on the fail-

ure of general co-operation of parts, but on a want of

co-action between the washer and the specially con-
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structed part with which it was sought to be combined.

On the same principle, the castors on the legs of the

ore-feeder in Hendy v. Miners Iron Works, 127 U. S.

;[74, were held to be merely aggregated with the special

feed roller of the machine.

Similarly, in Bussey v. Excelsior Manufacturing Co.,

r 10 U. S. 141;, certain claims in a stove patent were held

to be aggregations because there was "no patentable

relation between a portable reservoir with a flue in its

rear side, and the existence or portability of a base pan

beneath it;" nor, "between a damper for the middle flue

of a three-flue stove, and the existence or portability of

a base pan or the existence of a warming closet."

Another example of the aggregation of features hav-

ing no joint action is found in Stephenson v. Brooklyn

Cross Town Railroad Co., 114 U. S. 158, wherein the

third patent sued on was for the combination, in a street

car, of the bonnet or hood of the car-platform over the

driver's head, a mirror set at an angle in the hood, and

a glass panel in the front end of the car, over the door.

The Court held this to be aggregation as "Neither

one of the three elements of the alleged combination

performs any new office or imparts any new power to

the others, and, combined, they do not produce any new

result or any old result more cheaply or otherwise more

advantageously."

It is needless to multiply these instances, for the

Courts continue to find these and similar aggregations

and whenever it is found, in a particular instance, that

in an assemblage of features, each performs its own

appropriate function in its old way, with old results,
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claim is held to be an aggregation.

Office Specialty Manufacturing Co. v. Fenton Me-

tallic Manufacturing Co., 174 U. S. 492.

On the other hand, where the assemblage is one into

which the several features enter with such modifying

effect and co-action as to present a new idea of means,

a new instrumentality as a whole, a new result, or an

old result in a better way or to an increased extent, or

a new mode of operation, the Courts have supported

invention and found a true combination.

In Webster Loom Co. v. Higgins, 105 U. S. 591, a

combination consisting of five elements was held to be

a true combination, in the face of argument that the

claim was "a mere aggregation of old devices, already

well known and, therefore, not patentable." This was

the case of the loom which, because of the combination

of old devices, was given a capacity of weaving fifty

yards of carpet a day, when before it could only weave

forty. It was this capacity which was held to be the

new and useful result of the combination, and upon

which the claim was sustained for a valid combination.

The combination greatly increased the effectiveness of

the machine.

In Rees v. Gould, 15 Wallace, 187, certain combina-

tions, in a steam-engine, of connecting-rods, links, cam-

rods and levers were stated to be patentable, if they

entered into the machine as a combination of old ele-

ments whereby a new and useful result was obtained.

So, too, concerning the elements of a combination in

a hat-making machine in Gill v. Wells, 22 Wallace i.
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In Beach v. Hobbs, 82 Fed. 916, where the final re-

sult, that of attaching stays to the corners of boxes,

was achieved by feeding mechanism, cutting mechan-

ism and pasting mechanism, which performed their

.functions as steps to said result, the Court found the

claims for these combinations to be valid as true com-

binations against a vigorous defense that they consti-

tuted non-patentable aggregations. These same com-

binations were held by the Circuit Court of Appeals to

be valid. Beach v. Hobbs, 92 Fed. 146, and, upon

certiorari, the Supreme Court affirmed the Court of

Appeals. Hobbs v. Beach, 180 U. S. 382.

As a true combination is conceded to be patentable,

and as most claims of more patents are combination

claims, it will serve no further purpose to illustrate by

citations any more of the innumerable combinations

which have been upheld as patentable, and we can,

therefore, pass to our third head.

Third. The Difficulty of Applying the Doctrine of

Aggregation. This difficulty can be primarily illus-

trated by an attempt to compare the conclusions reached

in the case of Stephenson v. Brooklyn Crosstown Rail-

road Co. (ante) with those in the case of Hobbs v.

Beach (ante). In the former, the object of the com-

bination was single and complete, namely, to enable

the driver to see behind him those things which it was

well for him to observe. To this end the mirror re-

flected images of objects behind, the hood enabled the

mirror to be properly placed for the observation, by

the driver, of these images, and the glass pane in the

door provided for the direct light rays from the rear to
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reach the mirror. Such a combination would seem to

be a true one, bv apphang many of the rules of inven-

tion. But the Court has said otherwise. In the latter

case, the feeding mechanism, the cutting mechanism

and the pasting mechanism is each complete in itself

and each performs its function independently of the

others and in the same way it would act if in any other

combination. One might, readily, in applying rules

of invention, reach a conclusion that the combination

was an aggregation. But the Court has said otherwise.

Walker, in section 32, this expresses the difficult\^ of

the application of the rules of aggregation : "The law

on this subject is well settled, and the dividing line be-

tw^een combinations and aggregations is well estab-

lished. Every case must fall on one side or the other

of that line, and no case can stand upon it. But the facts

in particular cases, which will arise hereafter, will often

make it difficult to determine upon which side of the

line those cases respectivelv belong."

This language is almost a quotation from Judge

Hawley, in this Court, in Standard Oil Co. v. Southern

Pacific Co., 48 Fed. 109, and though in that case the

Court held the claim to be an aggregation by applying

to the particular facts the principles of the law, it is to

be noted that in another case in this same Court, Bow-

ers V. Von Schmidt, 63 Fed. 572, Judge McKenna, with

a recognition of the same difliculty of applying the law,

found a true combination in the face of a strenuous ar-

gument on aggregation. He says, page 582: "The

extreme cases of combinations and aggregations are

easily distinguished, and, as counsel say, Tt is evidently
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only aggregation when an additional car is added to a

train of cars.' The added effect is equal to the added

cause and we are not confused because our purpose

could not be accomplished without the additional car.

An aggregation thus formed is clearly seen to be, to use

the language of Justice Matthews, 'the mere adding to-

gether of separate contributions.' But is this true of

the combinations of plaintiff's patents?" He found

that it was not.

Much of the difHculty in applying the law seems also

to have grown out of a misconception, to a certain extent

at least, of its principles. Justice Matthews in Picker-

ing V. McCullough, 104 U. S. 318, a case frequently

cited, said "in a patentable combination of old elements,

all the constituents must so enter into it as that each

qualifies every other;" and in the same connection, he

said, "It must form either a new machine of a distinct

character and function, or produce a result due to the

joint and co-operating action of all the elements, and

which is not the mere adding together of separate con-

tributions."

These two sentences, in the light of subsequent com-

ment and decision, are somewhat inconsistent. The first

has been practically discarded, and the more liberal

doctrine of the second, of late, especially, has been fol-

lowed. The Court of Appeals of the third circuit in

National Cash Register Co. v. American Cash Register

Co.. 53 Fed. 371, has said, "If it were essential to a valid

patent for any combination whatever, that the mode of

operation of every element included in the combination

should be changed by each of the others, it would have
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been Impossible to sustain several combination patents

which have in fact been upheld, as, indeed, it would be

difficult to conceive of any mechanical combination

which would be both possible and patentable."

And in Bowers v. Von Schmidt, cited above, where-

in the combination was upheld, the action of each of

the combined devices was, in the combination, nothing

but its own individual action. This is also true of the

feeding mechanism, the cutting mechanism and the

pasting mechanism of the machine in the Beach v.

Hobbs case, which would go to show that the Supreme

Court itself was later more inclined to the more liberal

sentence expressed by Justice Matthews in Pickering

v. McCuUough.

This is enough, for the present discussion, to indi-

cate the difficulty in the application of the pure doctrine

of aggregation, and we may state that this difficulty will

be found in by far the larger number of cases, because

few combination claims are so plainly aggregated ele-

ments that one may know them at a glance, and, con-

versely, very few, as respects their elements, are so

evidently inter-related and inter-twined, as it were, that

no one should dare to pick them to pieces. The vast

body of combination claims (and this body represents

practically the whole of patent grants) is somewhere

between extremes, and each is open to a skillful disinte-

gration process, due to the very fact of its being a plu-

rality of elements, by which it is sought to show that it

lacks invention. Indeed, we believe the difficulty of

applying the special and really technical doctrine of

aggregation is greater than that of determining the
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more generic rule of want of invention, for the latter is

dependent upon many considerations, some of which

are definite enough, while the former is to be found in

an artificial distinction, which, logically, should never

have grown up, and about which there is more or less

conflict.

Fourth. The Application of the Doctrine of Ag-

gregation to the Claim in Suit.

Under this head we propose to present the contention

of aggregation as we gather it from the entire course

and arguments of Appellants in this case, leaving our

reply to the next head.

The claim under discussion, is plainly in its form, a

combination; that is, it is an assemblage of elements,

not a single element. The device in which the assem-

blage is found is stated to be an apparatus for dredging

and separating the dredged material. In such an ap-

paratus there may be some single features which may

be new. and there may be, of some of these new feat-

ures, some new combinations; and there may also be, of

some of these new features and some old ones, some new

combinations ; and, finally, there may be some new com-

binations formed wholly of old features. These are all

well known to the patent law, and they form the ground

work of claim making. In the present instance, the

claim under discussion belongs to the final form of

claim above stated, for, though, as a matter of fact,

some of the elements might be new, there is a well

established rule of claim construction, that when ele-

ments are claimed in combination, each element is pre-

sumed to be old.
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Therefore, the claim is a combination of old ele-

ments. Moreover, as far as the separate elements are

concerned, the testimony and the exhibits show them to

be individually old; and they also show these elements

to be variously assembled in the prior art, in various

subcombinations, though alti-ays short of the whole

combination. This must be assumed and admitted for

the purposes of the present topic, which is dealing only

with aggregation. Were it otherwise, and if the prior

art showed the precise combination, we would then

have complete anticipation, a wholly different defence,

and no question of aggregation would arise, for the

claim would be void for anticipation.

But, as the claim may be void for aggregation, even

though not anticipated, and as we are discussing the

doctrine of aggregation only, we must assume and ad-

mit its novelt}^ in the sense of new^ness.

As far as aggregation is concerned, therefore, we

state that nowhere, in the prior art, is this combination

disclosed, and leave the proof of this fact to the dis-

cussion, in other parts of the brief, of the disclosures

of the prior art.

Now the first element of the claim, "a boat or plat-

form" is an old thing. Both boats and platforms have

been known from the earliest times, and while each has

several functions, the one, namely, a suitable support,

which this element has here in the claim, is a function

which both boats and platforms have always had, and,

therefore, no new function is introduced into this claim

by this element.
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The second element, "rotary grizzly or separator"

mounted on the boat or platform, is also an old and well

known device, and such a thing has heretofore been

mounted upon all kinds of supports, including a boat or

platform. Its function of separating or sieving, no mat-

ter where it is mounted, is always the same. It will

sift material on dr\- land, as well as it will on a boat,

and, therefore, as far as its presence on the boat is con-

cerned, it performs its separating function just the same.

The third element, "devices for imparting rotation

thereto," are manifestly generically old; and as far as

their function of imparting rotation is concerned, they

perform that function for the grizzly in the same wav

as they would perform it for a millstone or for any

other rotatable device, and will do it as well on dry

land as on a boat. No new function is, therefore,

apparent in this regard, in the claim.

The next element is "means for excavating and ele-

vating the excavated material and discharging the same

directly into the rotary grizzly or separator.'' Means

for excavating material are old; and means in connec-

tion therewith for elevating the excavated material are

old; and means for discharging the excavated material

into and upon various receptacles and surfaces are old;

and, finally the collective means have been shown to be

old in the function of delivering the material into a

rotary' grizzly or separator. They perform no other

function here than they have always performed^ to-wit,

to excavate, elevate and deliver material.

The next element, "a perforated spray-pipe leading

into the separator or grizzly from the lower end there-



139

of" is also shown in the prior art. Spray-pipes are old;

perforated spray-pipes are old; they lead over, upon,

into and under the thing to which they lead, and, there-

fore, the function of the spray-pipe here is no different

from that which it has always had.

The next element is "a pump for forcing water into

said pipe and through its perforations and under dis-

integrating pressure onto the material fed into the

grizzly or separator." A pump is old ; a pump for forc-

ing water into a pipe is old; a pump for forcing water

through the perforations of a spray-pipe is old; a pump

for forcing water through the perforations of such pipe

under some pressure, at least, is old; and whether it

be a disintegrating pressure or not will depend upon the

character of the material; and, finally, a pump for forc-

ing water through a spray-pipe upon material in a

grizzly is old. This old pump, therefore, performs its

function of forcing water just as it has always done.

The final element is "collecting-tables arranged be-

low the separator or grizzly and by mean of which the

separated metal from the dredged material is recov-

ered." Collecting tables are old; and collecting devices

below grizzlies are old. They perform their usual

function wherever placed.

We think that we have now applied the doctrine of

aggregation, in its strongest aspect to the claim in suit,

and are naturally led to our next and last head.

Fifth. Our Replies to Such Application.

These mav be divided into
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ist. Presumption of validity due to the grant of

the claim.

2nd. The overruling of defendants' demurrer to the

bill, and the subsequent decision of the Court on final

hearing.

3rd. The resolution of any doubt, in favor of the

claim, on the showing of extensive use.

4th. The merits of the claim, founded on the law

and the evidence.

I St. The grant of the patent is presumptive evi-

dence of its validity in every particular. The claim is,

therefore, presumably, not an aggregation.

2nd. The demurrer and final hearing.

The Court will find that defendants interposed a de-

murred to the bill in this case, record page 15, and from

an inspection of that demurrer and of the points and au-

thorities required under the rules to be filed in support

thereof, it will be seen that the main point of the de-

murrer was aggregation. Upon full argument his

Honor, Judge Morrow, overruled the demurrer.

On final hearing the same contention was renewed,

and his Honor, Judge Van Fleet, held the claim not

to be an aggregation.

3rd. Extensive use.

The efifect, in patent law, of extensive use, in resolv-

ing any doubt in favor of the patent, we have con-

sidered at length in another part of this brief, in

connection with the general subject of invention. As
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aggregation is one form of non-invention, it follows

that extensive use and all the considerations growing

out of the change to and adoption by the defendants of

the same combination, must apply as well to aggrega-

tion; and that such use, change and adoption must

resolve any doubt upon the validity of the claim for

aggregation, in favor of the validity of said claims.

4th. The merits of the claim.

It does not follow that because the individual func-

tions of the old elements remain in the claim, there can

be no true combination. If the Court will examine the

claims in the celebrated Bowers dredge patents, over

which no more extensive patent litigation has ever taken

place, on this Coast, at least, there will appear a striking

similarity between them and the claim in the case at

bar. A ready reference to some of the Bowers claims

will be found in Bowers v. Von Schmidt, 63 Fed. 572,

on pages 580 and 581. Judge McKenna's analyzation

and ruling on these claims, with respect especially to

the defence of aggregation (pages 582 et seq.) are

peculiarly pertinent to our contention that claim 3 of

the patent herein sued upon is not an aggregation.

But of even more importance to our contention is the

affirmance by our Circuit Court of Appeals (Von

Schmidt v. Bowers, 80 Fed. 121) of Judge McKenna's

decision. We are constrained to quote from Judge

Ross, on pages 149 and 150, as follows: "In no just or

proper sense can any of the combinations described in

the complainant's claims involved on this appeal be said

to be mere aggregations, for the reason that the result
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is the product of the combination, each element affect-

ing the action of the others, and all of them co-operating

in the one result of severing by the forward and side

action of the machine the material in place where it is

not wanted, and depositing it in another place where it

is wanted. The flexible points of the floating discharge

pipe and the vertical anchors or turntable, as the case

may be, permit the movement of the machine from side

to side, as well as forAvard, and, in combination with

the other elements specified, make possible the continu-

ous cutting and lifting of the material in place, and its

continuous transportation to the desired place of de-

posit. No combination of elements that so operate can

be regarded as a mere aggregation, for each one has a

direct influence upon the action of each of the others,

the result necessarily being the product of the combina-

tion itself, and not a mere aggregation of several results,

each the complete product of one of the combined ele-

m.ents."

This language can be understood if we know the

device about which it is expressed. The Bowers dredge,

briefly described, in its most general features, is a boat,

from which projects outwardly and downwardly a large

pipe, suitably supported by a frame or ladder. In the

lower end, or within the sphere of the lower end of this

pipe is a rotary cutter, adapted to cut into the banks of

mud under the water. Power devices on the boat trans-

mit rotary motion through gears and shafts to rotate

the cutter. Upon the boat is an exhaust pump which

draws up the saturated cut mud into and through the

pump, and by this pump this fluidic mud is forced along
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through another pipe to its destination, where it is de-

livered ;
and, its water evaporating, the mud is left as a

deposit. To enable the cutter and suction pipe to swing

through an arc across the face of the submerged bank,

the boat swings on spuds, and said suction pipe itself has

a turntable to provide for all its movements of travel

and adjustment; and the discharge pipe has a flexible

joint to compensate for the movements of the boat.

With claims for combinations of such elem,ents as

these, the contention was made by the defendant that

each element was old and each performed its well

known function. In fact the very argument which is

made in the present case will admirably fit the Bowers

claims. So that when Judge Ross speaks of each ele-

ment modifying and affecting every other element, he

can only mean that each is necessary to the desired result

and directly contributes it, for, otherwise, he could not

mean that the rotary cutter modified in any way the old

function of the delivery pipe to convey and discharge

the material, nor that the operation of the delivery pipe

in any way modified or afifected the individual and old

action of the cutter.

His meaning is summed up in the words, "All of

them co-operating in the one result of severing . . .

the material in place where it is not wanted, and depos-

iting it in another place where it is wanted."

This is well applicable to our device. It is impossible

to omit any element of the claim and yet produce our

result of taking the material from where it is not wanted

and placing it on the collecting tables where it is

wanted.
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We may, therefore, say that one test of the trueness

of this combination is that no element can be omitted

without destroying the result.

It is not necessary that each element of a combination

shall change or modify the individual action of the

others.

National Cash Register Co. v. American Cash

Register Co., 53 Fed. 371.

It is enough if, as we said in Pickering v. McCul-

ough, 104 U. S. 318, a result is produced due to the

joint and co-operating action of all the elements.

.See, also, in this connection, the recent cases of Day-

ton Malleable Iron Co. v. Foster, Waterbury & Co.,

153 Fed. 201. In this case, page 204, it is stated, "The

rule has been much modified in later years, and it is no

longer held that, in order to constitute a valid combina-

tion patent, each element must directly co-act upon each

of the others to produce the result. Where all are

necessary to obtain the desired end, a combination may

be implied."

See, also, National Tube Co. v. Aiken, 163 Fed.

254 (260-261)
;

St. Louis Street Flushing Machine Co. v. Amer-

ican Street Flushing Machine Co., 156 Fed.

574-

This is further elucidated by another well settled rule

of combination as distinguished from aggregation, to-

wit, that it is not necessary to a true combination that

the elements must act simultaneously. Justice Curtis,
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long ago, in Forbush v. Cook, 2 Fisher 669, stated what

Walker in Section 33 considers the true doctrine. "To

make a valid claim for a combination, it is not neces-

sary that the several elementary parts of the combina-

tion should act simultaneously. If those elementary

parts are so arranged that the successive action of each

contributes to produce some one practical result, which

result, when attained, is the product of the simultane-

ous or successive action of all the elementary parts,

viewed as one entire whole, a valid claim for thus com-

bining those elemicntary parts may be made." Walker

adds : "And that view of the law has also been taken in

more recent times," citing Holmes Alarm Tel. Co. v.

Domestic Tel. Co., 42 Fed. 226, and San Francisco

Bridge Co. v. Keating, 68 Fed. 353.

In our experience we have often applied a test which

has been productive of good results in the application

of the rules of combination and aggregation to par-

ticular facts. In this test the endeavor is to find out the

principle or law of the combination.

Simply speaking, we try to find what may be termed

the life of the claim.

Judges frequently ask which element is to be re-

garded as the essential one. Now, while the funda-

mental principle on which a combination is possible,

namely, that it is a unit, negatives the idea that any

element is the essential one, for they are all essential

to the instrument defined by the combination, still the

question is not without force, for its answer may lead

to a perception of invention which may be otherwise

hard to gain; and, in cases of suspected aggregation, the
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question and answer are peculiarly pertinent, in that, if

the essence be found, it may be clearly seen that all the

other elements are directly contributory, and that, as we

have frequently expressed it, this essential feature may

leaven the lump and throw life into the whole com-

bination.

What, then, is the life of the claim in suit? Let us

try to reach it by a process of exclusion.

It cannot be the boat or platform, for this, though

essential for support, carries no strong conviction of

essential quality. .

Nor can it be the chain-bucket excavator and ele-

vator, for though this must be present to procure the

material, the idea involved is too fundamental to be of

the essence. Nor yet can it be the collecting tables in

any broad view of them, for these have too basic an

aspect in the art to fill the desire of the mind searching

for the life.

If, then, the essence may not lie in the support, nor

in the means for procuring the material, nor in the

value-collecting means, we have left only the means for

preparing the material in such manner that when duly

presented by the procuring means, it can be delivered

to the collecting means in form and condition to permit

said means to exercise their function. These preparing

means are the rotary grizzly, the spray-pipe inside of it,

and the pump operated under the stated condition with

force enough to drive the water through the perfora-

tions of the spray-pipe under disintegrating pressure

upon the material in the grizzly; and to these may be

added the position of the collecting tables below the
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grizzly, so that the prepared material shall be delivered

at once and while in a condition of preparedness, upon

the tables.

Broadly considered, the claim may, therefore, be

divided into four things, each expressive of an idea,

namely, a support, a material-procuring means, a ma-

terial-preparing means and a value-saving means. Of

these we say the material-preparing means are the life

of the combination, and, if we are right in this, the

addition to these means of the elements in front of them

and the elements behind them, all essential to the com-

plete body, does not make of the claim an aggregation,

hut, on the contrary, serves to make a complete and

operative combination to produce the end sought. Any

contradiction of this is repugnant.

We contend that this view of the claim is true on

the face of the patent itself; that it is true in the light

of the prior art; and that it is true in view of the tes-

timony.

The patent so clearly discloses a unified instrumen-

tality that we need not enlarge upon it.

The prior art shows a wealth of failures, approximat-

ing in some cases, but never reaching, this combination.

The testimony for the defendants presents an analysis

founded upon a minute disintegration of the claim, a

resolution, as it were, of its body into its original mole-

cules, atoms and ions; and a treatment founded on this

analysis, which might be proper for such original ele-

ments, but not for the vivified claim of the patent.

The testimony for complainant, especially that of the

witness Smyth, in addition to explaining the prior art
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and differentiating it from the patented device in suit,

certainly finds the life of the claim in these material-

preparing means; and the witness Smyth also presents

what may be the secret of this life; and, right here, we

say emphatically that whether he has found this secret

of the undoubted and undisputed success of this device,

or whether he has not; whether his theory of selective

separation be true, or only partly true, or not true at

all, the claim still stands as defining a true combinatiorr

and not an aggregation, and describes an instrument

which, for whatever cause or reason, is wonderfully

efficient, widely successful, and extensively copied.

To this "life" element of the claim, the defendants

herein have turned, after experience with machines

from which it was absent. Why? Is it because there

is nothing in it? Inconceivable.

There is, there must be, something in this claim of

the patent. There must be something in the machine

described by this claim. It may be, nay, we think it is

even probable, that the selective separation described by

the witness Smyth (by which under the disintegrating

action of the streams and sprays, the force of which to

be disintegrating must necessarily be something greater

than the force of cohesion of the particles torn asunder,

the particles of smaller mass are impelled away and sep-

arated from the particles of larger mass) is present and

has a beneficial eflect upon the final result. But

whether this particular theory of separation be true or

not (and we cannot see how it can avail the defendants

to show it to be incorrect) , there must be some principle

involved which renders this device better than others,
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but. whether we know it or not is immaterial. It is suf-

ficient that this combination is a true one; a real in-

vention.

We submit that these conclusions are abundantly

proven.

CONCLUSION.

First. The lower Court properly sustained the va-

lidity of the letters patent sued on as far as claim 3 (the

only claim involved) is concerned.

Second. The lower Court was justified in holding

Appellants' apparatus to be an infringement of the de-

vice covered by claim 3 of the letters patent in suit.

Respectfully submitted,

N. A. ACKER,
WM. F. BOOTH,

Solicitors for Counsel for Appellee.
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The brief of Amiei Curiae assumes that it is ad-

dressed to a consideration of defences not heretofore

called to the attention of the lower Court, inasmuch

as, at the outset, we are confronted by the statement,

"Our views, as hereinafter set forth, were not pre-

sented to the lower Court. We do not, therefore,



ask this Court to consider any point passed upon

by his Honor, Judge Van Fleet."

The brief is properly divisible into three defences,

which relate to

—

1. Date of the Postlethwaite Invention.

2. Non-infringement of claim 3 of the letters

patent sued upon, due to a newly conceived limita-

tion claimed to be placed thereon.

3. Anticipation.

The first of the foregoing, treated between pp. 2-19

of the brief, was presented to the consideration of

his Honor, Judge Van Fleet, the same having been

set out and fully argued between pp. 2-6 of the brief

filed by defendants in the lower Court.

The second question, non-infringement by reason

of a second limitation desired to be read into the

claim, was not raised in the Circuit Court.

This claimed defence is apparently the sole pur-

pose of the filed brief, and is treated at length be-

tween pp. 19-60.

The defence of anticipation by prior publication,

pp. 60-64 of the brief, was argued at length before

his Honor, Judge Van Fleet, and is referred to in

his decision, record p. 595.

We thus find that of the three questions now pre-

sented, the first and third of the defences were fully

considered by the Judge of the Circuit Court, and

decided favorably to the appellee.

The second defence now urged, viz. : non-infringe-

ment by reason of a believed newly discovered lim-



itation sought to be read into Claim 3 of the letters

patent sued upon, is the only one which was not pre-

sented to the Circuit Court.

This question to which we shall first give consider-

ation, is touched on in the appellants' brief, pp. 33-

37, and we have partly replied thereto in our brief

between pp. 64-72. Inasmuch as the new defence

was not raised in the Circuit Court, and is at this

time presented by the appellants, as well as argued

at length in the brief of Amici Curiae, to which we

have been accorded the privilege of replying, leads

us to infer that counsel have been co-operating in an

endeavor to create a new defence to the charge of

infringement.

The whole defence is based on an assumption as

to the use of a distributing box in connection with

the rotary separator or grizzly, which box, it is

claimed, receives and confines the material discharged

therefrom, and from this assumption is deduced the

theory, that if a distributing box is interposed be-

tween the rotary separator or grizzly to receive and
confine the escaping material, it must, of necessity,

act as an impounding device to prevent the material

which escapes from the preparing means of the pat-

ented apparatus from flowing in a continuous stream

onto collecting tables arranged below the same. This

assumption is evolved solely by counsel, and evi-

dently from an agreed construction to be placed upon
the testimony of appellee's witness Smyth; and, in-

asmuch as counsel for appellant stated at the hearing

that he wished to be absolutely fair with the Court,
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confused by what he termed the misleading brief

filed on behalf of the appellee, we shall be required,

in order to gain a clear understanding with regard

to a basis for this theory, to briefly refer to the cuts

appearing on the diagramatic drawing opposite to

page 6 of apx3ellants' brief, certain of said cuts un-

doubtedly being presented to illustrate the effect of

what appears to be distributing boxes of the prior

art, and from the same to draw an analogy as to

what takes place by the use of a distributing box

when employed in connection with the rotary sepa-

rator or grizzly of either the a^Dpellants ' or appellee 's

apparatus.

Referring to cut 2 of the diagrammatic drawing,

we find what purports to be the apparatus of letters

patent. No. 107,958, granted Piatt Oct. 4, 1870. There

is illustrated by said cut what is designated on the

dra\Ndng a '

' spray j)ipe,
'

' arranged within a ' * grizzly
'

'

and from the "spray pipe" heavy jet streams are

represented as issuing therefrom to act against the

material delivered into the "grizzly," which alleged

"grizzly" rotates within an enclosing cylinder, not

designated on the cut. The evident intent of this cut

is to direct the Court's attention to the effect of en-

closing the "grizzly" by a cylindrical housing, illus-

trating the re-assembling of material discharging

from the "grizzly."

The said Piatt letters patent appears on page 864

of the record, and turning thereto we note that cut 2

of the brief only partially portrays the device repre-
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mechanism has been eliminated. As stated, during

argument, the said letters patent do not describe or

illustrate a spray pipe by means of which streams

under disintegrating pressure are discharged onto

the material delivered into the rotary separator or

grizzly of appellee's apparatus. In fact, that which

appears on cut 2 as a ''spray pipe," is described in

the Piatt letters patent as a tubular shaft D, which

is provided with small holes for admitting water or

steam to pass onto the material delivered into the

screen C. This screen is rotated within the cylinder

B, by means of the tubular shaft D, and the sole pur-

pose of permitting water to pass through said tubu-

lar shaft onto the material delivered into the rotating

screen C, is to gain sufficient water for washing pur-

poses to clean the ore of dirt adliering thereto; for

the patentee states, "as washing is best done in a

pool of water, instead of against a flow of water."

The purpose of the encircling cylinder B is to pro-

vide means for retaining the water so that a washing

pool may be formed.

This cylinder B is not a distributing box for guid-

ing the separated material onto collecting tables, for

the w^ashed ore of the Piatt letters patent is delivered

from the rotating screen into the hopper F, which

discharges the same into the ''conveyer case G," and
from said conveyer case the washed material is re-

moved by the endless bucket conveyer chain h.

Referring to cut 3 of the diagrammatic drawing,

and comparing the same with the Wilhelm letters
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which appellants designate as a "spray pipe," the

patentee terms "a central hollow shaft W," which

is used to rotate the cylinder '

' composed of the water-

tight portion A, the perforated screen B." The cen-

tral hollow shaft TV is provided with perforations,

through which water conveyed from the tank H es-

cai^es onto the material fed into the composite cylin-

der. The fact that the water supply is from the

shallow tank H, negatives any contention as to the

shaft W being utilized as a spray pipe in the sense

in which the term is used in the Postlethwaite inven-

tion. Again, in the cross sectional view of cut 3, is

illustrated what appears to be a distributing box,

which conforms to the shape of distributing box illus-

trated in connection with cut 5. An examination of

the WiUiehn letters patent fails to disclose a distrib-

uting box of any character, nor do we find in the

description thereof any matter relating to "gold

saving sluice or table." The only reference made

by the patentee is that "J represents the sluice box,

depressed at the end farthest from the tank or inlet,

* * * This sluice is adapted to be adjusted to suit

the A'olume of water at hand, and is made narrow,

so that a small quantity of water wiU carry off the

fine sand and dirt, and assist any bowlders from the

feeding to roU down and escape." What is repre-

sented in Cut 3 as side walls springing upwardly

from the designated "gold saving sluice or table,"

the patentee describes as "K represents fenders or

guides hung from rods k on the frame. They are
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their lower portions resting in the sluice J, and they

serve to deflect the fallings from the screen into the

said sluice box." The purpose of this imaginary

cross sectional view, was undoubtedly to heighten a

resemblance to the distributing box which appellants'

illustrate in connection with Cut 5 of the diagramatic

drawings, on which they say that the 1887 device,

the Piatt device, and the Wilhelm device repesent

the prior art as found by patentee Postlethwaite

when he made his invention in 1890.

In our brief between pp. 64-72, we described the

purpose of the so-called distributing box, and during

the course of argument disclosed the same to your

Honors by means of a model of the patented appa-

ratus, calling attention to the fact that the collecting

tables were arranged below the rotary separator or

grizzly. These side disposed boards or plates which

constitute the termed distributing box, and which

are held a distance above the receiving surfaces for

the material discharging from the rotary separator

or grizzly, to form a longitudinally disposed passage-

way for the outflowing body of separated material,

and which, as stated by counsel in his argument,

sweeps in a torrent over the surface of the collecting

tables constituting a continuation of such receiving

surfaces, do not in any manner whatever check the

flow of the discharging material treated within the

preparing means of the Gold Dredging and Saving

Apparatus under consideration. These guide plates

or boards do not conform in any sense to the cylinder
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B of the Piatt letters patent No. 107,958, of 1870,

which encomj)asses the revolving screen C, and con-

fines the water to form a pool for the washing of the

material, and likewise receives and confines the mud

and dirt removed from the washed ore, which ore

discharges into the conveyer case G, to be removed

by the conveyer elevator k.

The distributing box represented by the model used

during argument conforms to the same features dis-

closed by complainants' Exhibit B, record p. 625,

illustrative of the apparatus constructed and used

by the appellants, also to complainants' Exhibit B,

record p. 629, illustrative of an earlier apparatus

constructed by appellee for the Leggett No. 3 Gold

Dredge. Witness Bennett construed these drawings

with the device covered by claim 3 of the letters

patent in suit, and found that the device of Exhibit

B conformed thereto and worked in the same manner

as the device therein called for. (See testimony of

witness, record pp. 38-50.)

Witness Smyth testified that the preparing means

treated the material delivered by the cutting and

elevating means into the rotary separator or grizzly,

in a given manner, and that when so prepared the

material was forcibly ejected under the influence of

the jet streams from within the rotary separator or

grizzly onto the collecting tables arranged below the

same, and propelled over the surface of the tables,

the separated metal being recovered by the said

tables.

Counsel, at this late date, have evolved a theory
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we have given consideration in our brief), which is,

that the wording of the claim when stating ''collect-

ing tables arranged below the separator or grizzly/'

must be construed to mean that the said collecting

tables shall be located not only below the rotary sepa-

rator or grizzly, but immediately beneath the point

of discharge of the material therefrom, and that

when so limited appellants' apparatus does not fall

within the terms of the claim, because their collecting

tables are not so located. Counsel for appellants

strongly urged in the Circuit Court the entire falsity

of witness Smyth's testimony, but now, seeking a

means to esca]3e the charge of infringement, he is

willing to accept the testimony as controlling. On
the other hand, Counsellor White, who prepared the

brief filed by Amici Curiae, after analyzing the testi-

mony of the witness, states that the same correctly

describes the action of the preparing means; but he,

also, contends that the employment of a distributing

box on the part of appellant, restricts the claim of

the patent in suit to collecting tables arranged not

only below the rotary separator or grizzly, but imme-

diately beneath the point of discharge, although the

claim expressly states "collecting tables arranged be-

low the separator or grizzly and by means of which

the separated metal from the dredged material is

recovered. '

'

So much stress has been given to this asserted

limitation of the claim, and so urgently and persist-

ently is it argued that by such limitation the appel-
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lants are relieved from the charge of infringement,

that we are forced to the conclusion that such alleged

limitation is the main defence to this charge. In

view of the importance which the defence has as-

simied relative to non-infringement by reason of

such claimed limitation, we felt convinced that we

must have overlooked the record in the case ; as must

likewise, Counsel for appellants in j^resenting the

case to the Circuit Court; inasmuch as this defence

had not been raised at an earlier period, for, if true,

the importance thereof must have been apparent. So

much so did this fact impress itself upon us, that,

since the submission of the case to your Honors, we

have carefulh' examined the entire evidence to ascer-

tain what bearing it had upon the question of a dis-

tributing box affecting the correctness of the pre-

sented testimony. Strange as it may seem, not one

word of testimony bearing on this question appears,

which, unquestionably, accounts for the reason why

counsel did not raise the question before his Honor,

Judge Van Fleet. We understand the case is to

stand by the record as presented, and not on a theory

advanced at the last moment by Counsel. Ever since

the opening testimony, appellants have been aware

of the fact that Exhibits B and C disclosed this so-

called distributing box, and the witnesses testified

with full knowledge as to the existence thereof. Wit-

ness Griffin, President of appellant Corporation,

Western Engineering & Construction Company, was

aware of the use thereof in the infringing apparatus

;

defendants' \\dtness Stetson, of the Bucyrus Com-
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pany, manufacturer of the infringing apparatus, had

full knowledge thereof; complainant's witness Ben-

nett, who testified from a personal inspection of the

infringing apparatus, and under whose supervision

exhibit drawings B and D were made, had full knowl-

edge thereof; yet not one of these witnesses differ-

entiated the appellants' apparatus from claim 3 of

the letters patent, by reason as to the existence of

tlie distributing box. It hardly seems credible that

in the absence of a single word of testimony bearing

thereon, we are to seriously entertain the suggestion

that the phrase "collecting tables arranged below

the separator or grizzly and by means of which the

separated metal from the dredged material is recov-

ered '

' means other than its words imi)ly, viz. :—that

the tables are to be arranged below the separator or

grizzly so as to receive the material discharged there-

from.

Counsel for appellants complained in argument

that the testimony of witness Smyth was introduced

at the last moment, and for the purpose of confusing

the Court. As a matter of fact, complainant made

out its prima facie case as to infringement. Defend-

ants put in their testimony, and thereafter complain-

ant took rebuttal testimony. Obviously, expert testi-

mon}^ was not required until the defendants had

taken their testimony, and set up the prior art. Cer-

tainly, the comjilainant was not called upon to antici-

pate what might or might not be set up in anticipa-

tion of the patented apparatus. However, Brother

Parker did not inform vour Honors that in order
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that everJ opportunity miglit be given him, he not

being present during the examination of witness

Smyth, we postponed the cross-examination of this

witness so that he could have an opportunity of ex-

amining the direct testimony and prepare the cross-

examination accordingly. The same course was fol-

lowed in connection with the cross-examination of

witness Bennett, whose direct examination was closed

December 18th, '05, record p. 55, and the witness was

recalled for completion of cross-examination Decem-

ber 13th, '06, record p. 103. Witness Smyth's direct

testimony closed July 27, '07. He was produced for

cross-examination August 27, 1907, and on November

29, 1907, he was recalled for further cross-examina-

tion. Certainly, ample opportunity was given to

counsel to exploit the theory as to this now assumed

limitation, had counsel believed in the sincerity

thereof.

Not a single witness has testified regarding this

so-called distributing box as affecting the operation

of the apparatus or the construction thereof, to re-

lieve the same from falling within the terms of

claim 3 of the letters patent sued upon, and no testi-

mony in the case describes any such constructed dis-

tributing box, as is illustrated in connection with cut

5 of the diagrammatic drawing opposite p. 6 of appel-

lants ' brief, wherein a closed box is apparent, which,

if used as therein shown, would cause all of the sep-

arated material discharging from the rotary sepa-

rator or grizzly to accumulate therein and remain

impounded until released by raising the slide gates
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or doors. In fact, not a word of testimony is given

in connection with a distributing box, and certainly

as disclosed by appellant's drawing, it would be an

impracticable device, and, besides, we know that in

the use of these Gold Dredging Apparatus, the pur-

pose to be accomplished and the object sought for,

is to get the separated material onto the collecting

tables at the earliest possible moment, so that the

same will be forced thereover under the influence of

the propelling stream, in an even spread-out stream,

permitting the separated metal to quickly settle, and

be retained on the surface thereof. This the testi-

mony imparts to us, and we know it from actual

observation as to the practical working of such an

apparatus.

Opposite p. 48 of the brief of Amici Curiae is pre-

sented a cut of the LachaiToe letters patent 6,771 of

1849, record page 846, and we are told that as the

finer material passes from the rotary screen barrel a

into the receptacle n, and from said receptacle

through the outlet spout o onto the cascade amal-

gamator h, we have an equivalent arrangement to the

distributing box used in connection with the appel-

lants' rotary separator or grizzly, which, as they

contend, according to the testimony of witness Smyth,

would nullify the selective action of the jet streams

issuing from the spray pipe within the rotary sepa-

rator or grizzly, and cause a re-assembling of the

material. It will be noted that in the Lacharme pat-

ented device, the receptacle n is inclined inwardly

from four sides toward a connnon contracted outlet,
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from which the material escapes in a solid stream

through the spout o onto the cascade amalgamator.

If the receptacle 7i be treated as a distributing box,

then no such form of device is disclosed in connection

with exhibit drawing B, of appellants' apparatus,

nor does such drawing illustrate a box inclined in-

wardly from four sides so as to concentrate the dis-

charge of the received material toward a common
point of outlet. On the contrary, the drawing of the

appellants' apparatus merely illustrates side plates

so arranged above the surface of the head end portion

of the collecting tables, as to leave a free passage way
for the flow of the discharging material over the face

of the collecting tables, and throughout the length

thereof. This is not a re-assembling of the discharg-

ing material, nor a stopping of the stream flow

thereof; neither would the emplo5^ment of such a

constructed distributing means, i. e., for causing the

material to flow evenly over the surface of the collect-

ing tables, bring about a different action to that testi-

fied to by witness Smyth.

However, there is no testimony in the record re-

specting to the distributing box now sought, for the

first time, to be brought into the case, nor anything

on which to advance the theory now advanced. The

claim states that the collecting tables are arranged

below the rotary separator or grizzly, to receive the

material discharged therefrom so as to recover the

separated metal. In the appellants' apparatus the

collecting tables are arranged below the rotary sepa-

rator or grizzly, and for the same purpose as in the
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appellee's apparatus, Adz.: to receive the material.

In view of the record in this case, we submit that

the argument as to claim 3 of the letters patent sued

upon being limited to an arrangement of the collect-

ing table other than that the same shall be located

below the separator or grizzly to receive the discharg-

ing material, is not sound.

Referring to the third defence presented by the

brief, that the invention of claim 3 is anticipated by

an extract from a publication introduced in evidence

and identified by the title page of the publication,

which title page reads as follows: "Papers and re-

ports published by John Mackay, Government

Printer, at Wellington, New Zealand, in the year

1896."

While the extract is taken from a publication bear-

ing on its title page the imprint as above quoted, no

proof was offered as to the book having been pub-

lished and put into circulation during the year 1896.

We simply have the bare statement of the title page

as to the book having been published in the year

1896, no evidence as to the book having been put into

circulation, or of anyone having read the article con-

tained therein prior to the date of the letters patent

in suit.

In passing on a very similar proposition, Judge

McKennan stated, "But it is unnecessary to decide

these questions, as the proof is deficient in another

essential particular. It is not shown that the work

was published before the date of the complainant's

patent. This must be directly proved. It is not de-
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ducible from the imprint on the title page. That the

work was then printed may be inferred from this

imprint; but when it w^as put into circulation or

offered to the public is a distinct fact, which must

be proved independently. The intended circulation

of a book of a public nature may be presumed from

its being put into print ; but it does not follow that a

work, such as the one in question, was made accessi-

ble to the ]3ublic as soon as it was printed, or that

it was actually published at all. As it does not ap-

pear that the book was jDublished before the pat-

entee's invention, as evidence it is altogether inconse-

quential.
'

'

*S^. J. Beeves vs. The Keystone Bridge Co.,

1 O. G. p. 466.

Here w^e have no evidence as to the book ever hav-

ing been put into circulation prior to the date of the

patent in suit, nor of the same prior to said date hav-

ing been made accessible to the public. In fact, the

book apparently relates to a compilation of official

reports which, while they may have been printed in

the year 1896, does not prove when the same were

made accessible to the public. The mere printing

of an article is not proof as to circulation thereof,

and its accessibility to the public, inasmuch as the

circulation may be withheld for years.

In fact, the evidence is absolutely silent as to the

said publication ever having been put on sale or into

circulation, prior to the date of the patent in suit.

In the absence of such testimony, it is immaterial
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whether the article in question was printed in 1896,

or otherwise.

However, the foreign publication in question does

not describe the invention at issue, for, by reference

thereto, pp. 61-62 of the brief, we note that the writer

thereof states
'

' There is little doubt in my mind that

a very large percentage of the fine gold is lost in this

dredge, as it is impossible with the same amount of

tables, which are on one side onl}-, to save; indeed,

at the time of my visit I saw gold lying on the top of

tables, ^nd wherever the stuff is not led oU in a thin

film, and kept perfectly clear, the fine gold cannot

be saved."

Again, in describing the revolving screen:

"For the purpose of carrying the stones and

shingle away from the end of the ^^evolving screen,

there is a 9 in. pipe which passes through the screen,

and discharges water into the shoot at the end of the

screen. There are also holes perforated for allowing

a spiall quantity of Ayater to fall on to the material

as it passes through the screen."

Such is not the description of an apparatus capable

of recovering the fine gold which the patented appa-

ratus saves, for the article expressly states that such

gold is not saved. Again, the arrangement of the

water pipe within the revolving screen is only inci-

dental, for it does not discharge water under disin-

tegrating pressure onto the material delivered into

the screen. In fact, the writer states that only a small

quantity of water falls onto such material, the end
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of the pipe being extended beyond the screen and
discharging approximately its full load "into the

shoot at the end of the screen."

The described device is not constructed as ,the

apparatus of the patent in suit, nor does it contain

the preparing means called for by the said letters

})atent. As an anticipation it fails, inasmuch as ''The

invention described in the publication must be iden-

tical in all respects with that whose novelty it contra-

dicts. The same idea of means, the same stage of

development, as that which the inventor of the latter

has embodied, must thereby be communicated to the

public." Robinson on Patents, Sec. 329, p. 450.

However, as stated, no evidence has been offered

as to the publication under consideration having been

put into circulation or made accessible to the public

prior to the date of the patent in suit.

As an anticipatory publication it fails for want of

proof; it likewise fails for the reason that it does

not describe the invention which it seeks to antici-

pate.

Seymour vs. Osborne, 11 Wall 516.

Trucex vs. Geo. F. Childs Adjustable Chair

Co. et al., 162 Fed. 907.

Reverting to the first question presented by the

brief, i. e., as to the date of the Postlethwaite inven-

tion, we submit that the argmnent is based on an

erroneous assumption, and an evident misunder-

standing of the record. The decisions cited in sup-
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of the pipe being extended beyond the screen and
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erroneous assumption, and an evident misunder-

standing of the record. The decisions cited in sup-
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port of this contention relate in the main to contests

as between rival applicants for letters patent, where

the sole question to be decided is priority of inven-

tion. The other decided cases to which attention is

called only apply where the evidence discloses "a

proved anticipation." In the present case we have

no ** proved anticipation," hence the patentee was

not required to satisfy the Court beyond a reasonable

doubt as to conception of invention. Until the com-

plainant had shown '*a proved anticipation," the

patentee was entitled to rest on his patent date. The

presented testimony discloses date of invention from

1890, and the patentee has testified as to the circum-

stances leading thereto, and given the dredgers manu-

factured by him in New Zealand during the year

1893. In the absence "of a proved anticipation," the

evidence suffices to establish the date of invention.

The burden of proof as to anticipation of the pat-

ented invention rests upon the Complainant, and

taking the evidence in the present case relative to the

1896 publication, it falls far short of establishing an-

ticipation with that certainty which the law requires.

As previously stated, this 1896 publication was be-

fore his Honor, Judge Van Fleet, and his considera-

tion thereof was favorable to complainant.

We submit that the arguments urged at this time

by the brief of Amici Curiae in no manner present

new questions to your Honors, excepting as to the use

of a distributing box relieving appellants' apparatus

from the charge of infringement. Inasmuch as the
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record is silent on this point, we earnestly conteud

that it find no place at this time as a defence.

Respectfully submitted,

K A. ACKER,
WM. F. BOOTH,

Solicitors and Counsel for Appellee.
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May it please the Court:

The alleged invention involved in this proceeding is a gold

dredge, a machine for taking gold-bearing quartz or gold-bearing

gravel and sand and earth from the depths beneath streams and

low levels up onto a boat, there separating it, and then washing out

the fine gold and saving it.

This art began its development in Australia, because the English

people are very quick to economize, and to deal in a very careful

manner with the products of nature, and therefore they were first,

ahead of th.e United States, to develop dredges that would carry up

from a low depth and sa\e this material which had never been

treated before. I make that observation at this time because it will

be said by the other side that the alleged inventor created the art



2

of dredging gold. But your Honors will see in the patent itself a

recog^iition of the existence of that art, and in the record you will

have no difficulty in discovering that the art of gold dredging had

been developed to a great extent in Australia before the inventor

Postlethwaite alleges that he had made or conceived this invention.

Another thing will be said—and it is important in this case

—

that these dredges are peculiarly organized, so that they save in a

mysterious way fine or float gold ; something which the old placer

miners could not save ; something which the old hydraulic miners

could not save. It will be said in the argument, and is said in the

brief, and was said before the Commissioner in the effort to secure

this patent, that that material had not been saved before, and that

these dredges were designed to work the tailings from hydraulic

and from placer mines. Now, your Honors will look in vain for

testimony in this record showing that to be the fact. The fact is

that these dredges work solely—though sometimes they have to

go through tailings—so far as their product is concerned, in the

original deposits made by nature in the beds of old streams, old

expired streams. There is not today in California a single dredge

operated, nor could they be, upon tailings alone. I mention that in

passing, and your Honors will see that I am right when the case

progresses.

This dredging in Australia had develoj^ed to a point where it

took the shape of a boat, say 60 feet long; on that boat was

mounted an excavating apparatus for going down into the water,

beneath the surface, and pulling up in buckets on an endless chain

the gravel and material to the boat. There it was discharged into

what is known as a rotary grizzly. I fancy your Honors are fa-

miliar with these terms. A rotary grizzly is a cylinder 5 or 6 feet

in diameter, several feet in length, and perforated throughout its

entire circumference. That rotary grizzly was set upon a boat and

the stuff was discharged into it. Then there were saving tables,

well-known saving tables, underneath the grizzly. On that boat

there was a spray pipe, fed by a centrifugal pump, delivering water

under a high pressure to and discharging it upon tliis mass of ma-



terial as it went througii the grizzly, washing down the fine material

onto the saving tables, and letting the coarse gravel and stones go

through and out the lower end of the machine.

Mr. Postlethwaite was on that boat; that boat is described in this

record. There were ten or more of them in 1887, he says, and about

fifteen in 1890, working in the Clutha River gold fields in Australia.

He went on the boat ; he saw the rotary there described. He was not

positive where this spray pipe was, but he says he thinks it was on

the outside. Therefore, as we have done throughout this case, we

shall accept the most favorable view of the situation—the view

most favorable to him—for the purposes of this argument, and I

am going to assume that spray pipe was on the outside and dis-

charged onto the material that fell from the grizzly on a screen

beneath the grizzly.

Now, of course, the court understands that he must be presumed

to know the prior art, and therefore that he must have seen or had

knowledge of the prior patents which contained the spray pipe in-

side the grizzly. He says, that, having gone there on that lx)at at

that time, it occurred to him that it would be better to take the

spray pipe, which he saw lying on that boat at the side of the

grizzly, and put it inside of the grizzly. That was in 1890. Now
he did not tell it to anybody else ; he made no drawing of it ; he

m.ade no model ; he made no application for a patent in Australia,

or anywhere else, so far as this record shows. The art went on

developing. He was a manufacturer of such machines, and he was

on these boats to examine them when he went up there in 1890,

He saw this same machine in operation, the same one which your

Honors will see in the picture. Then it was he says that he made

that invention. The thing went on developing, and about four

years later, in 1893 ^^ says, he made a machine; but still he made

no application for a patent, and he made no diagram to show what

that machine was. Then in 1896 he came to America and found

that in California they were not using dredges to any extent. But

they were using them successfully in Montana; they were using

them successfullv in Arizona; but not in California. Now, that is



easily explained. The Australians have not the wasteful method

that we have in this country touching our natural resources, and it

is only recently that we have come to appreciate the high desira-

bility of saving every sort of product and working over the mate-

rial to the last ; so that this dredging system or machine developed

here a little later than elsewhere. Mr. Postletlnvaite in 1896 did

not make any application for an American patent, but he decided

that this was a good field for him. He went back to Australia and

sold out his business of manufacturing dredges such as this to his

partner, who soon thereafter failed, and came back to America in

1897, made some sort of deal with the complainant company, and

then this idea that he had imported into America was put into the

form of this patent.

WHAT IS THIS ALLEGED INVENTION? The placer

miner in the '50s was confronted with the problem of

handling these grounds that were apparently rich in material

—in gold. He first had to dig it up; he dug it up wnth

a shovel ; he might have piled it in a pile and kept it

there indefinitely. 1 understand they frequently did. Later

it became necessary to separate the heavy material from the fine

material, and so he provided himself with a rocker or cradle, or

shaking device—which, of course, you are all familiar with—and

he put the material that he had gotten with his spade from this

hole into that rocker and began to rock it, with water flowing

through it for the purpose of separating the big stones and gravel

and washing from the stones and gravel the fine material that clung

to it in the shape of mud and the like. Of course, in the bottom of

these cradles he adapted the situation to his condition, and put in

riffles so that he could gather the gold, together with other unrefined

material, into the riffles; so that his separator was also a saver or

collector. Then he w^ould take, in many instances, the material

from those riffles and put it into a pan, and there he would perform

a third operation, which was panning or saving the gold.

Now as the development of civilization went on and the necessity

for mechanical means for performing these operations arose, he



found it necessary to provide something else—sometliing better.

So he said : "I will take from the prior art—not a hand shovel

but a steam shovel—an excavator." It was an old familiar apparatus

that would go down—you have all seen them work—and carry up

buckets of material continuously. He might have put this material

in a pile on his boat, but that would be an idle operation. He then

said : "I want a separator." He again went into the prior art and

he found a grizzly, and he found perforated pans, and other sorts

of things. These people in Australia said : "Well, we have found

that the rotary grizzly is the best." So he put that on the boat to

do the separating. Of course when these buckets came in with the

material they brought with them a great deal of water; but some-

times they did not bring in enough water, so he had to put inside

the grizzly—or thought he did—an additional spray pipe. Then

they put in this spray pipe that continued from one end to the

other of the 2:rizzlv, and that method was the one which seemed to

be the better one—better simply and solely, I think, as a matter of

degree. But it was old ; the rotary grizzly with the spray pipe in-

side of it was old. So they said : "We will take that as a sepa-

rator."

Now, then, we have the third operation. They might have taken

that material and the water, the sand and gold, and stored it in

some tank or other place, and put it in a distributing box and then

run it over the tables which took the place of the pans in that opera-

tion. But, of course, as a matter of convenience, they put all three

on one boat, and the operation became continuous. That is what

they were doing in Australia.

Now when he got to America somebody told him that was an

invention. He had had it locked up in his bosom for several years

and had not done a single thing to indicate an invention in Australia,

but in America, where e\erything is subject to patent, and where,

although we are very slow in other respects, we are very rapid to

act where patents are concerned, under the advice of counsel he

proceeded to make an application for a patent. He had an awful

time. The Primarv Examiners could see nothing in it ; the



Board of Examiners said there was absolutely nothing in it^

nothing except what was in the prior art, and they refused it. But

when he got up to the Commissioner of Patents he said to the Com-

missioner of Patents in his brief that this machine was peculiarly

adapted to saving float gold—whatever that is, and there seems to

be some doubt about it—that it was peculiarly adapted to work over

the tailings of placer mining and hydraulic mining, and save that

which they were not able to save and had lost. There is not a word

of testimony in this record, as I understand it, to support that con-

tention. It was on that contention alone that the Commissioner

concluded that perhaps there was some patentability in it. He said

the invention might be slight, but he thought he ought to send it

along the line so that the owner of the patent could have an oppor-

tunity to show the fact that have led the courts to sustain patents

for minor inventions. That was his attitude toward it. Of course,

he did not have all of the prior patents before him, nor did he have

the benefit of a discussion of the facts, and he was misled-—I do not

mean to say willingly by anybody—as to the real function of the

machine.

THE PATENT HAS ONLY ONE CLAIM WHICH IS IN

CONTROVERSY, AND THAT IS THE THIRD CLAIM.

That third claim has seven elements and five limiting clauses.

The seven elements are the lx)at. the rotary grizzly or

separator, the motor running the parts, the excavator, the spray-

pipe, the pump for forcing water into the pipe, and the sav-

ing tables. There are five limiting clauses. Some of them are

clauses of position and location; one of them a clause of function.

Of the clauses of position, one is the provision that the parts shall

all be placed on a boat ; another that the excavator shall deliver

directly to the grizzly; a third that the spray-pipe shall be inside of

and shall enter the grizzly from the lower end, and a fourth that

the tables shall be placed under the grizzly so as to receive the

material when it falls from the grizzly. The functional clause

provides that the spray water shall be distributed by force through



the spray-pipe under a disintegrating pressure—a separating pres-

sure.

Now that leads me to the discussion of an important question

right at the start. Counsel for complainant insist that one of these

phrases must be read out of the claim—not all of it, but half of it.

He says that the clause was merely a locational clause, and as such

ought not to be held to limit the claim. I ask your Honors this,

in a combination claim, where all the devices are old, what can

possibly l>e new except the location ? Is it not the placing together

of these things in a certain relation of location, not of time but of

space, that constitutes the invention, if there is any? So that wdien

distinguished counsel say that this clause must be eliminated be-

cause it is a locational clause, I answer, ''Very well ; then eliminate

all of tlie locational clauses." Wlien they do that—they do not

dare to do it—the patent is invalid. Not only that; they want to

cut that locational clause in two, and tliey ask your Honors to make

a distinction between the two ends of it. That clause is "a per-

forated spray-pipe leading into the separator or grizzly from the

lower end thereof."' They ask your Honors to run your pen

through the last words, "from the lower end thereof," and

leave in the others. If they take out the whole of that clause and

simply say, "a spray-pipe." then it would include a spray-pipe out-

side as well as inside, and the patent would be invalid, as being

exactly the thing that had been done before, and there would be

no new operation. We say that that clause should be read into this

claim, and should limit it ; the spray-pipe must come in at the lower

end.

But that is not all T have to say on that subject. The claim went

in in the first place without any allusion to the spray-pipe; it was

rejected. Then another claim was put in in which the spray-pipe

was included as an element, without locating it; that was rejected.

Then the claim was amended and put in as it now stands, and the

clause "a spray pipe leading into the grizzly from the lower end

thereof" was inserted. Now, that is not all on this subject. That

was inserted in that claim for the pur^xDse of getting its allowance,
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and when the distinguished counsel speaks to you on this subject

—

Mr. Acker—he will have to admit that he argued the necessity of

putting that clause in, and tried to persuade the Examiner that

the claim was allowable because it had that limiting clause in. And

why? Not because it was a mere accidental phrase, but because it

had a definite function.

I think your Honors know that if you have a spray-pipe lo feet

long running, say over to that window, closed at the upper end and

open at this end, and you discharge a stream of water into this

end, the water will issue very strongly from near this end, but the

pressure of water will weaken toward the other end, where there

would be very little flow
;
perhaps none at all. That is what Mr.

Acker told the Patent Office. He knew that principle of physics,

and he said to them : "Now. we bring this pipe in at the lower end

because we want to get the strong pressure at the lower end of the

grizzly. When the stuff comes in at the upper end of the grizzly it

has a great deal of water with it, and that water performs the func-

tion of separating it, and it drops through the screen at that point,

but when we get to the lower end of the grizzly we have no water.

Now when we bring the spray-pipe from the lower end we will put

the strong pressure of water on the lower end of the grizzly, where

we need it." That is what he told the Patent Office, and that is

disclosed by the file-wrapper. That clause was put in that claim for

that purpose. Now he wants to read it out. I say you cannot read

it out. I will not discuss the authorities here, but we have cited

them, and I think there is nothing so clear as that that clause cannot

be read out of that claim under any fair rule of interpretation. We
are entitled to stand on that claim, just as he ought to be will-

ing to stand on it, the way he wrote it. We did not write it ; he

wrote it. The duty is imposed upon him by the statute of giving

the world information as to just exactly what he intends to claim.

We had a right to rely upon the language, a pipe entering from the

lower end. The courts' decisions are perfectly clear on that, and I

think they are unanimous.

That is true even tliousfh that clause it not an element clause.
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They try to make a distinction between a limiting clause and an

element. It is a limiting clause where it relates to shape or size.

In one Supreme Court case where the patent says thin and narrow

bars, the fact that an alleged infringer had round bars was held

to be sufficient to take it out of the category of infringement. I

do not discuss the reasoning except to show that the clause of limita-

tion is just as important as an element itself. You will also find

in the record a case where a certain element was put on top of

another, and the alleged infringer had it at the side, and not on

the top and the court said that was sufficient, because the patentee

was IxDund by what he said. I do not think they can show any

case where a clause put uito a claim to set forth a function of a

part has ever been stricken out by a court. I do not think they can

show that, where that was done for the purpose of getting the allow-

ance of a patent, the clause was ever stricken out.

Now they come in and say the two parties are equivalents. They

bring in a model at the eleventh hour—which I have never seen

before—in which they have got the pipe entering at both ends. The

patent limits it to the lower end.

The doctrine of equivalents is a salutary doctrine in aid of real

invention. It is elastic, so that it takes care of the first man in

the field, and extends his language when it is in the presence of real

invention ; but it contracts when it is in the presence of what the

Commissioner calls a slight invention, in the presence of a minor

patent. It is like a tropical flower which opens in the sunlight and

closes in the moonlight. It is an application of that principle laid

down in tlie scriptures where it is said, "'To him that hath shall

.

be given, and from him that hath not shall be taken away even that

which he has." It simply means that the man who, like Bowers

in this dictrict, first showed the world how to make a suction

dredge of any kind, shall have his claim construed liberally, and

where a man, in a field which has been threshed over, where there

are successful dredges in operation, has got a minor or thin pat-

ent, on what som.ebody in the Patent Office has thought was possibly

a trifling invention, the doctrine of equivalents is not to be in-
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yoked in his favor ; he is to be held to the language which he used.

So I believe we do not infringe, because our pipe comes in from the

upper end, and not the lower end.

There is a doctrine in this case advanced by the expert for the

complainant, IMr. Smyth, at the end of the taking of the testimony.

For lack of any better term, we will use the term he employed,

which is the ''selective" doctrine. Your Honors will remember

that we have a cylinder about five or six feet in diameter, rotating

at the rate of 120 feet a minute. That is about the way they run

by actual inspection. Through that cylinder is a spray-pipe dis-

charging water through holes. This witness Smyth, who by the

way had never seen any of these machines in operation, and there-

fore was free to elaborate his theors- with great comfort and con-

fidence, said that the water issuing from that spray-pipe inside of

that rotating grizzly, which contained a mass of mud, stones, clay

and sticks, turning over and over on itself as the machinery re-

volved, first breaks itself up into a multitude of streaks of water,

minute streams or ''discreet particles"—I do not know what means,

but that is what he says. Then these streams plunge head on in

to this revolving and tumbling mass of muck, which may be any-

where from 6 inches to a foot in thickness, and they dive into that

mass and each selects some little particles of gold In its mouth.

Having a fanc^• for small things—in homely phrase, he likens them

to the sprav of the g'arden hose. They dive into that material and

press those little pieces of gold down into it further and further

until finally they issue through the holes of this rotating screen.

Each little discreet particle has its little piece of gold in its mouth and

plunges down on to the table, wliich in the patent is immediately be-

neatli. and there it deposits its particle in the cocoanut matting which

by the way is not in the patent. He says they would thus plunge

down l^ecause the little particles of gold, having thus been seized

upon bv these little streaks of water, are going more rapidly than the

heavier stuft*. and they plunge down on to the table and save these

pieces of gold there in the cocoanut matting—which does not exist

in practice. Then he says that these little streaks of water rise up
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at once and proceed under some mysterious force under this

selective principle down over these tables, from riffle to riffle, and

they plunge ofi the tables at the side of the grizzly and out they

go, each one having to perform the selective theory, and succes-

sively deposit little particles of gold as they go over the tables.

That is the selective theory.

I think tliat is absolute nonsense. I think that is the most ab-

surd thing ever presented to a court. But I may be wrong. I

admit that I sometimes have disagreed with these experts to my
error. But the point here is this. If that is the law of operation

of this machine, then that meaning must be read into the claims.

Discharging from the pipe "with a disintegrating pressure" (be-

cause that is the clause wherein tliey get the idea), must combine

two things, selective principle and selective pressure. You must

read into the claims the idea that Smyth suggested. The claim

must mean that the pipe delivers this water under a disintegrating

pressure from the pump, and that the tables are placed directly

beneath the grizzly in such a way that they can be operated upon

by that water so discharged.

If you put that into the clause and accept this theory, we do not

infringe, and for this reason, that right below our grizzly we have

a box which comes about half way of the grizzly and every-

thing that comes into that grizzly from tliis pipe, disintegrating

particles and all, are deposited in this box. At the side are tables,

and there are little doors and we draw up these little doors and

we allow this water to run down over these tables, and I cannot

see how tlat selective action, if it survives in the kindly imagina-

tion and disposition of any one, can still survive after the impact

on tlie bottom of the box which has no means of collecting, no

cocoanut matter, I cannot see how those little streaks of water,

having performed the first part of their function can then be ex-

pected to rise up and pass to both sides under the gates on to the

tables and still persist, running in a stream, over these undulating

riffles to perform this function of selective action within this mass
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of water. So I say we do not infringe if that is to be the inter-

pretation put upon the claim.

If we are disposed to give this claim a broad construction, and

say that it consists of these elements brought together with this

pipe inside, then it is anticipated. The Commissioner of Patents

said that everything was old except putting this spray-pipe inside

of the grizzly, and putting a disintegrating pressure on to it, because

he said he got the impression that that apparatus was the thing that

saved float gold. As I said before, there is no evidence at all that

it saved anything any differently from any other dredge. But

whether it did or not, that was the only thing that he said was not

old.

I have preferred to talk without going into the record, because

I felt that would consume time. This little pajD^r that I have here

—and which I hand to your Honors—shows the prior art. Look-

ing at section i at the top, you will find the dredge that Mr. Postle-

thwaite stood on when he made his alleged invention; at the right-

hand side you will see a cross-section of the rotary grizzly, inclined

flat screens, a separating table to the left, and a pipe which is dis-

charging spray on to the material which falls from the grizzly. That

was the apparatus that Mr. Postlethw^aite saw on the boat.

Passing over the second section to the third section, about the

middle of the page, you will see a rotary grizzly; those longitudinal

streaks there are water issuing from the holes. There was a per-

forated pipe, a saving table, a sluice, an amalgamating table for

the purpose of saving the gold. On the right you see again the

section. Right below that you find the claim analyzed as I have

already done. Still below that you see our structure.

In our structure, just reverting for one moment to this selective

theory, and asking your Honors attention to that, and attempting

to apply the Smyth theory, you will see the pipe up on the top.

you will see these little streaks of water coming out of the one

and a half-inch holes under a pressure of 40 pounds, dividing into

discreet particles. These streaks of water go into this mass of ma-

terial which is turning and rotating and sliding down the grizzly
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(rotating at the rate of 120 feet a minute), and then, preserving

their action, go down through these holes into the distributing

boxes, and in the course of time, they run out onto the tables. Mr.

Smyth had never seen one of these work; he did not know that

that distributing box was there. The theory that he applied was

to the picture of the patent where the tables came right in under

the grizzly. I submit that his theory would have been very dif-

ferent had re known how the thing" was made. The picture shows

how absurd all this is.

I am not going furtlier into this question of anticipation, because

you will find everything old.

I turn now to the next question. He admits that all the elements

are old and his counsel admit it. Suppose they were brought

together in some way as never before, on a boat. If that be true,

the thing is a mere aggregation, because each one of these elements

continues to perform the same old function in the same old way.

The excavator excavates just as it always did; the separator separ-

ates just as it always did. If your Honors have ever been up at the

Oroville and Marysville gold fields, you have seen piles of smooth,

round boulders, left by the dredging operations. They are the tail-

ings. The mud, sand and metal, and all the little stuff is carried

off, and may be deposited in a sump. \\'e deposit ours in the dis-

tributing boxes, but we do not let it stay there long, because we

have no way of making a large distributing box. Then it runs over

the tables, and there it is that the gold is saved. The gold saving

function does not have anything to do with the excavating; the gold

saving function does not have anything to do with the separating

function. The gold saving process is carried out when you have

this liquid mass of material in which the gold particles are held in

suspension. It would not make any difference how you took the

material out. or when you took it out. You might have excavated

it 100 years 1>efore. It does not make any difference how you sep-

arate it, provided you get the stones out. You might have done

that 100 years before. The saving table, if it saves at all, saves by

virtue of the function of the table, and not by virtue of any func-

tion of the elevator or separator.
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They know as well as I do that, in order to make invention of a

thing which purports to be a combination and take it out of the

rule of aggregation, you must show a modifying co-operation be-

tween the several elements,—just as your Honors found in the

Bowers case. I am perfectly willing to stand by the opinion in that

case, which counsel for complainants, not I, brought into the case.

Now, they recognized that fact, and showed they did, after we

put in our testimony, by beginning to hunt for some means of cor-

relating some two or more of those elements, and they fastened

upon the separator, and the tables. They put Mr. Smyth into the

breach, and on that importation of the Australian machine Mr.

Smyth laid his invention of this marvelous theory. Of course, that

shows co-operation. If this selective action begins operating inside

of the grizzly and carries the particles out onto the table, and makes

that table do something more than an ordinary table—then there is

co-operation ; at any rate that is the argument here. I think your

Honors will agree with me that that is a very elusive and difficult

and peculiar theory or action.

Why did they bring it into the case? For the puq^ose of prov-

ing that the thing w^as not an aggregation, but was a combination.

Your Honors will search in vain in this record for any other expla-

nation or any other statement of fact which will indicate any co-

operative action between any two of these elements, any modifying

action. There is nothing but assertion, no testimony; only argu-

ment. Their only theory of co-operation is this marvelous principle.

Now, if I should see a sane man, whose children were freezing

to death for lack of fire-wood, trying to cut dow-n a 12-inch eu-

calyptus tree with a jackknife. I would know he had no axe. And

when I see these gentlemen with this theory manufactured at the

eleventh hour, without any opportunity on our part to answer or

explain it—this theory which is to me absolutely incredible. I know-

that they have no better explanation of co-action or co-operation be-

tween those devices. The fact that they selected that proof is evi-

dence that they have got nothing more tangible or definite to prove

co-operation.
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^^'e are dri^en to this conclusion, either their theory is not good,

in which event the thing is an aggregation, or their theory is good,

in which event we do not infrince as I have shown.

I make that last statement with confidence, because we have not

got this action in our machine, yir. Smyth, the man who invented

that theor}% never had our machine before him. They did not dare

to put our machine before him and say, ''Does that machine carry

out your selective theory" ? If they had, he would have said, "No."

He would have had to say that. They never put that question to

him, for he would never have said that we infringed; he never

would have said that our machine was so constructed that it would

carry out that co-operative action, or that our machine contained

the selective principle ; therefore, there is no proof of infringe-

ment. Our machine could not use the principle, and there is no as-

sertion on the part of the complainant's counsel in the brief that we

do use that principle.

I have in mv brief given the page of the record for every state-

ment that I have made ; I do not think they can be questioned. I

will also say at this time that this is not true of complainant's brief.

They have page after page of general allegations and statements,

which do not have any reference back to the record, so that they can

be verified. But I, at any rate, have tried to help the court to an un-

derstanding of the facts of this case.

Now, as to public use. There was a prior public use in America

for more than two years when ]Mr. Postlethwaite imported this Aus-

tralian machine. In 1897 there were in operation in Australia,

also in ^lontana, but particularly in Arizona, successful dredges.

We have one case that we ha\'e put into the record fully, where we

have reproduced an original sketch or photograph of a machine in

operation, and we have the testimony of three uncontradicted wit-

nesses that they made a machine just like this and successful!)'- op-

erated it. The only difference was they had two or three screens

on them instead of one, and they had underneath the machine an

amalgum table, instead of a riffle table: but I think that the court
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will believe that that kind of a saving table and the saving tables of

the patent were interchangeable and all well known.

When the distinguished counsel for the complainant is insisting,

as he seems to in his brief, that Postlethwaite invented the art of

dredging, I ask you to rememl^er his own statement in his patent,

where he claims nothing of the kind; he simply says it was an ad-

ditional improvement on the old way of dredging, and refers to

prior gold dredges. And I ask you also at that moment to remem-

ber that ten or fifteen dredges were successfully operating in the

Qutha River gold fields, which he visited as a manufacturer of ap-

paratus of this kind.

When counsel ask you to give importance to what he has done,

because he works over the tailings of other unsuccessfully oper-

ated placer and hydraulic mining apparatus, I ask you to remember

that there is not any testimony in the record,—and if there is I

would like to have them show it,—tending to show that any dredge

ever worked successfully the tailings from any other apparatus.

When he says this thing was an invention when he made it, I ask

your Honors to carry in your minds the picture of this man Postle-

thwaite standing on that dredge boat, one of fifteen dredges, in

1890 or before, holding in his hands a prior patent, showing him a

spray pipe inside of the grizzly, and then decide whether or not it

w^as invention to pick up that pipe on the boat and stick it in the

grizzly, as the patent in his hand told him to do.

When he says it is a pioneer, and therefore his patent is entitled

to a liberal construction, I want you to remember the Commis-

sioner s decision, saying that it might be a trifling invention, but

that he ought to have a chance to show the court, if this patent was

attacked, why courts sometimes sustain minor patents. That is no

language to use touching a broad idea or a pioneer invention.

When he asks that that claim be given a broad construction, I

ask your Honors' attention to the file-wrapper contents, which will

show how he twisted and squirmed and wriggled and turned to get

any kind of a claim, much less a broad one.

When he says that he wants that clause about the pipe arrange-
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ment at the lower end of the grizzly stricken out, because it is a loca-

tional clause, I ask your Honors to remember that it is one-half of

a locational clause, and that it is vital to his case to keep the other

half of that clause in. I also ask you to remember that there are

three other locational clauses which it is of the utmost importance

for him to keep in the case, and one functional, which is abso-

lutely vital. He takes up these five clauses and says, "I want all

left in the case except one-half of one of these clauses, so that you

can validate this invention and then lay a mortgage on the gold sav-

ing industry of California."

\Vlien he says that that pipe coming in at the lower end is an

equivalent of the pipe coming in at the upper end, I ask your Hon-

ors to remember the argument which the counsel himself made in

the solemn business of persuading the Patent Office to grant him

a patent, when he truthfully said that a pipe coming in from the

lower end performed a function different from that of a pipe com-

ing in above, in that it gave more water to the lower end of the

grizzly, where the inventor thought he wanted it. Experience

now shows it is not very important w'here you put the pipe, but be-

cause he has now found out that something that he then thought

was important is not important, that does not give him any author-

ity to change the terms of the claim. The authorities are clear on

that subject.

When he says that this is an infringement, that we infringe, I

ask your Honors to remember the fact that our pipe comes in from

above, and not below. He has adopted that, and they all have thus

imitated us. There is nothing in this record showing that he ever

thought of a pipe coming in above until after he had made his ap^

plication for a patent and made his first machine in America, and I

think that he then saw our people doing it and found it was a better

thing than his own method, and he adopted our method.

When he says that this is a true combination, I ask your Honors

to insist that he point out something in the record some theory other

than the selective theory, which will prove co-operation, in a modi-

fying way between those several elements.
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I thiiik he relies solely upon what he himself has called the "life"

of his patent. He says that that selective theory inserted b}' Mr.

Smyth is the life of the claim. If that is the life of his claim, then

let his claim be interpreted to cover those things which are consist-

ent with that "Hfe."

[Not revised.]

Mr. Acker: May it please your Honors, when this case was

submitted to the Circuit Court, want of invention was the main de-

fense upon which the defendant relied, and that they divided into

aggregation and anticipation by the prior art : stress was laid on the

defense of aggregation to void this patent ; not much stress on the

question of want of invention. As stated to the lower court, the

record in this case disclosed without question that if the Postle-

thwaite patent was a valid patent, then the appellant's machine was

an infringement, very little was said regarding the question of in-

fringement until the submission of the case, when in a very limited

portion of their brief they argued the question of non-infringement

;

that w^as based on the question of the location of a spray-pipe. As

the case comes now before your Honors, the main defense is not

infringement. Thev have drawn from the testimony of Mr. Sm\i:h

a second defense of non-infringement : in other words, they seem

to find a limitation in the claim now which they never found to ex-

ist before. The prior art, as I shall endeavor to show your Hon-

ors in a few moments, has no bearing on the present case ; nor have

the prior publications, nor have the prior use. If this case stood

and the record disclosed what counsel has asserted, the patent would

never have issued ; if it had issued, it would have been absolutely

void. If, as he suggested to 3^ou. that the prior art. so far as public

use is concerned for more than two years, disclosed a gold saving

apparatus in the form of a gold dredge, with the elements ar-

ranged as he states to your Honors they were arranged, then the

patent was anticipated by two years public use. The record is not

such.

The purpose of this invention, as disclosed by the letters patent
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themselves, is to operate upon ground and to recover values there-

from where the soil runs so low in values that no known mechanism

prior to the conception of this invention had l^en ever de-vised to

take care of them; in fact, the values run so low as lo cents per

cubic yard, and there was no ground where the value of lo cents

per cubic yard gave enormous returns for the use of the apparatus,

r say without hesitation that the record discloses no device, success-

fully used or otherwise, which was capable of taking care of the

values of such soil; in other words, it is a character of mechanism

which could be successfully placed to take care of and re-work the

tailings of the known methods. It is doing that very thing at this

time ; these dredges are mainly used in the territory adjacent to

Oroville, which is eminently the region of the old hydraulic mining

in the early days ; they are re-working them, and successfully, at a

big profit.

We have in our brief gone very thoroughly into the prior art as

it existed at the time of the invention by Mr. Postlethwaite. Coun-

sel in his brief attributes at least the year 1890 for the invention on

the part of Mr. Postlethwaite. On the diagram which forms a

part of their brief, and which is outlined on the chart handed you,

they give to Mr. Postlethwaite the year 1890 as the date of the in-

vention. I believe we can get a better understanding of the case,

and your Honors will appreciate the points I will make, if we will

for a moment turn our attention to the device that we have here rep-

resented. Your Honors will appreciate that the apparatus is of a

size of perhaps 100 or 125 feet in length by 40 feet in width. They

are used mainlv in connection with what is known as inland work;

that is, these machines are not used so much in the rivers for the

recovery of the gold as they are in the inland. That is, a sump or

well is dug in the ground, and the boat or hull is built in that, and

then floated by water flowing into this pit, sufficient to float the ap-

paratus, and they fill up this hole as they go along.

The apparatus has means of excavating, lifting and discharging

the material into a rotary grizzly or separator; into this rotatry

separator or grizzly, a spray-pipe enters, leading from a funnel,
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to force the water under pressure into this grizzly, and as the pat-

ent shows, it is a disintegrating pressure, which causes the values to

be taken from the material delivered into it, and the fine material

which has been separated and cut up and broken up by this high

force of the stream, is washed onto these collecting tables, and the

values recovered. The coarser material, as the larger stones and

boulders, fall onto this endless chain apparatus and are stacked up

to one side at the rear.

Now, the claim of the patent in suit, and the only claim alleged to

be infringed, is this:

*' In an apparatus for dredging and separating the dredged
material, the combination with a boat or platform, of a ro-

tary grizzly or separator mounted thereon, devices for impart-

ing rotation thereto, means for excavating and elevating the

excavating material and discharging the same directly into the

rotary grizzly or separator, a perforated spray-pipe leading into

the separator or grizzly from the lower end thereof, a pump
for focing water into said pipe, and through its perforation

and under disintegrating pressure onto the material fed into

the grizzly or separator, collecting tables arranged below the

separator or grizzly and by means of which the separated metal

from the dredge material is recovered."

This is not the trick model, as was intimated, so as to show two

spray-pipes. We have made the model in exact conformity with

the patent, and in accordance with the claim. We have shown the

pipe leading from the spray-pipe into the grizzly in the lower end

thereof. The purpose of this little piece here (pointing) J will ex-

plain to your Honors in one moment.

Now, this apparatus, of which they show a copy here, the appel-

lant's apparatus, as disclosed by the record, is identical with that

machine. Every element called for by that claim is present in the

appellant's machine, with one exception, to which I will attract

your Honors' attention in one moment. With that they say they

do not infringe; they do not infringe the claim because of its limited

character, and the limitation, as counsel has stated to you, is the

spray-pipe leading into the rotary separator or grizzly from the

lower end. There has not been a witness who has differentiated
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the appellant's device from the appellee's device except as to that

one limitation ; there is not a word in the record as to any ad-

vantage derived by the use of appellant's apparatus over the use

of the apparatus which I have explained to you.

The record in the case, and the testimony of the witnesses dis-

closes that from 1850 up to the year 1896 efforts were being made

towards devising an apparatus which would take care of this class

of material, and up to the year 1896, as this record shows, no suc-

cessful machine was in operation. We called to the stand Mr.

Aubury, now state mineralogist, and he testified in accordance with

those lines ; he testified that there had T>een no successful machines

in operation, and he said that the man who made the first successful

machine was Mr. Postlethv.aite ; that up to the year 1896 we only

had three classes of mining, we had the hydraulic mining, and

quartz mining, and we had the placer mining. But from the date

of the introduction of the Postlethwaite device a new branch of

the mining industry had been created, known as the gold dredging

mining.

The testimony shows that from 1896 up to the time of the giv-

ing of this testimony we will say 1906, approximately, that over

fifty of tl.ese machines had been manufactured by appellee, and it

is probably safe to say something of the kind by the appellant.

The record sliows that they netted $13,000,000 in a period of ten

years, that is to say, all of the machines of the parties who pur-

chased the machines; that from the year 1897 down to the present

time no improvement had been made worthy of mention; that the

apparatus now being used is as it was when originally installed by

Mr. Postlethwaite. Mr. Aubury says tliat Mr. Postlethwaite was

the first one to successfully solve the problem.

The exhibit hi this case of the California Mining Bureau's publica-

tion gives recognition to Mr. Postlethwaite as the first man who

successfully solved that problem.

Now what are the defenses we are confronted with? Non-in-

fringement and want of invention. The non-infringement, ap-

pellants say, is due to the fact that there is a limitation in the claim
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which is the Hmitation made in the lower court, to-wit, that the

spray-pipe of their device does not enter the rotary separator or

grizzly from the lower end, but from the upper end. They say

that there is a second limitation in the claim due to the fact of

the location of the separating table ; that their tables are not located

as in the apparatus that I have called to your Honors' attention, and

as shown by the claims in the patent in suit. Why? Because counsel

has evolved a theory from what he terms the selective theory of

witness Smyth, and he says that if you accept my theory, which I

have evolved from a so-called selective theory of Mr. Smyth, we

do not infringe. It is elementary that you must show a difference,

a distinction, or something created by your so-called claim to take

your apparatus from being within the terms of the claim and the

infringement thereof. If every device charged as being an in-

fringement v.as the same identical device in every detail and every

structural line, the question of infringement would never present

itself to the court. It would simply then be a want of invention

at all times; we would not have the numerous decisions that we

have as to whether one device is an infringement of another.

In every case we find that the infringer has departed to a certain

extent and on certain lines from the patented apparatus, and then

the argument is made that by that change they do not infringe.

But ordinarily patents are limited, and you must show some benefit

resulting from the alleged change.

Now let us see what change has been made by appellants. In-

stead of the spray-pipe going to the lower end of the grizzly they

take it into the upper end ; that is the change made. We simply

short-circuit, so to speak, take our pipe at the lower end of the

grizzly and run it the length of it, instead of going along to the

lower end and then running back. That was the only change made

in their apparatus, the only change that was ever contended for in

the lower court, and they say that by that change they hope to

escape the charge of infringement; they say not a word as to

an advantage derived by that change, they have not shown to the

court, nor does the record in this case show that when they put
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that spray-pipe leading into the grizzly from the upper end it does

something that is not accomplished by the patent in suit.

Counsel in his brief now states that it is immaterial whether your

spray-pipe comes in from the upper end or the lower end, the same

result flow. Under those conditions is there to be non-infringe-

ment? Is it possible that if I shift from one end to the other, do

the same work, get all the benefits and advantages which flow from

the patent itself, and by so doing I make no change, I accomplish

no different result, I do not infringe though, because you said, "in

the low^r end," and I take it from the upper end. In every other

respect their device is a copy of the patented device.

They say we are not entitled to equivalents. Why are not we

entitled to equivalents? The first successful machine, a machine

that revolutionized the industry, that has put it within the power

of man to make a recovery where recovery was never possible

before ; that within a period of ten years has enabled more than

one hundred successful apparatus to be put into use, thousands of

acres being worked yearly, and as Mr. Aubury has testified—our

state mineralogist—$13,000,000 within a period of eight years has

been recovered ; right in this state alone ; through the operation of

these machines, which before was lost. Is an apparatus of that

character to be relieved of the cliarge of infringement merely

because they bring in the spray-pipe from the upper end rather from

the lower end ?

Counsel has stated that the file-wrapper contents of the proceed-

ings in the Patent Office show that the patent is limited to that

particular de\'ice. I deny the assertion. I deny that there ever was

a claim filed on this application which called for that function, now

specified in the claim, with the words, "from the lower end,"

omitted, and that afterwards it was amended and the words "from

the lower end" placed into the claim to induce an allowance of it.

That is not so. The claim as originally filed appears in the book

of exhibits, and I propose to read it to your Honors. The claim

filed, and as contained in this patent, I contend was an original
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claim ; I propose to read it now. This was claim 3. which waS

filed after various proceedings in the Patent Office

:

" In an apparatus for dredging and separating the dredged

material the combination with a boat or platform, of a rotary

grizzly or separator mounted thereon, devices for imparting

rotation thereto, means for excavating and elevating the ex-

cavative material and discharging the same directly into the

rotary grizzly or separator, a perforated spray-pipe leading

into the separator or grizzly from the lower end thereof, a

pump for forcing water into said pipe and through its per-

foration and under disintegrating pressure onto the material

fed into the grizzly or separator, collecting tables arranged

below the separator or grizzly, and by means of which the

separated material from the dredged material is recovered."

That claim is word for word like the claim now at issue with this

exception, that the day after that claim was filed, the attorney filed

an amendment, and before any action thereon by the Commissioner,

stating that after the words "discharging the same" I inserted the

word "directly;" erasing the word "means" where it related to

means for forcing water into said pipe, and inserted "a pump;"

after the words "through its perforation," adding the words "un-

der disintergrating pressure." Those were the amendments that

were made to that claim, making the claim the claim now sued on.

The argument before the officer established that the applicant

had made a valuable departure. It is true that in connection with

this claim, the attorney stated, as is usual in the Patent Office,

various points; that if that spray-pipe entered the lower end the

water would react, so to speak, on itself, and get a greater pres-

sure on the lower end of the grizzly. But in the concluding por-

tion of his statement, he says

:

" The only reference which approaches applicant's machine

is that of Robertson, Xo. 526,056. This patent has not the

rotary grizzly or separator nor the spray-pipe leading therein,

nor is the apparatus designed for working the same character

of material as that operated upon by the applicant,"

showing right there that the attorney was laying stress on the fact

that this applicant was the first in the combination of a gold dredg-



25

ing apparatus to bring in the feature of a spray-pipe arranged within

the separator or grizzly, with means of bringing water under a

disintegrating pressure onto the material for you will find we say

in the amendment filed the next day, inserting the word "directly"

and "under disintegrating pressure" the attorney stated to the Ex-

aminer :

" It will l>e seen that applicant's apparatus is clearly dis-

tinguished from the apparatus of the prior art wherein the

water supply to the separator is used for the purpose of lubricat-

ing only, and in some instances for cleansing the mesh of the

separator walls. Applicant, by the use of his force pump,
secures a sufficiently strong stream or streams from the spray-

pipe to thoroughly separate and disintegrate the material. This

point we believe is primarily new with applicant, and is ab^

solutely essential to the successful working of applicant's aj>

paratus."

That is not a contention before the Examiner that by introducing

the spray-pipe from the lower end of the grizzly we have diflfer-

entiated from the prior art, and therefore we are entitled to a pat-

ent.

Again, in order that an element may enter as a limitation into

the claim of a patent, it must be shown that it induced the allowance

of the claim.

Now, I can readily understand, and I would agree with counsel

in his argument, that if the prior art had shown every means which

was illustrated by the model there except a pump for briging w^ater

into your spray-pipe, and then applicant had said, "yes. but my de-

vice differs from that which you show me, inasmuch as I' use a pump

and force that water under pressure." Xow, if after that he found

an infringer was not using a pump and taking on the pressure and

claimed it was an infringement, and he turned to the file-wrapper

and says,

"yes, but that very device was decided against you, and you
stated that that would not be an infringement and you inserted

the words 'a pump' in your claim, and it was that element which

induced the allowance of it."
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I can readily see that device would not l^e an infringement. But

that is not the case here.

The sole contention before the Examiner was that the features

were primarily new with this applicant, ^^'hen we examine this file-

wrapper, we find that the Examiner replying to these two state-

ments, made this statement regarding the spray pipe entering from

the lower end

:

*'
It may here be noted that the operation of the jet pipe is

not strictly the same in the two cases ; in Bamett's the jetting

is practically the same force throughout the length of the

screen, while in applicant's it is stronger near the tailings dis-

charge end of the screen. Barnett's improvement was made
to obtain this very difference of results. And in a practical

test of the Barnett dredger in the presence of the Assistant Ex-
aminer in charge of this application it was found to be immate-

rial whether the pipe entered the screen through the upper

or lower end ; the same excess of discharge at the lower portion

took place at each end."

The Examiner said :

" \\''hy. you may be right, if }-ou bring it in from the lower

end, 3'ou will get an excess of pressure, but I know if you bring

it in from the upper end you get the same excess pressure ; it is

immaterial which end you bring it in."

Xow, is it possible in view of the statement of the Primary Ex-

aminer, the one who had charge of the application, to say, as coun-

sel now urges, that that limitation was put in the claim to procure

the allowance of it. and it was that insertion, "at the lower end of

the grizzly," that induced the Examiner to grant the claim. Why,

the Commissioner himself says that you can put it into either end.

The record in this case shows that it is immaterial. The record

shows that it has been placed both ways, from the upper end and

the lower end. Counsel in his brief tells you it is immaterial \Yhich

end you put it in : therefore, why should the appellants be relieved

of the charge of infringement merely because they take the pipe in

from the upper end instead of the lower end, when every one agrees

it was immaterial which end it came from.

When the case was presented to the Commissioner of Patents
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the claim were ; he was told what was believed to be primarily new
with this patent, and he agreed to it, and allowed the claim. There-

fore, I say that there is no force in the contention now made that

they do not infringe by reason of the pipe entering from the upper

end instead of the lower end. One is the mechanical equivalent of

the other. We are entitled to the law of equivalents, even though

it is a new claim.

It is true in a narrow claim you are not entitled to the same equiv-

alents as in a broad claim, but the law says you are entitled to

equivalents whether it is a broad or narrow claim.

The second limitation which they seek to have placed onto the

claim is that the location of the collecting tables is such in their

device as not to fall within the terms of the claim, if you accept the

testimony of Mr. Smyth. Of course, we do not agree with this

pretended analysis that counsel has given to the testimony of Mr.

Smyth, nor do I believe your Honors will agree with counsel for

appellants' statement. The testimony stands for itself. Your

Honors will come to your own conclusion as to whether he has

made the assertion as counsel state it.

Now, let us see what force there is in his contention. It will be

seen that the claim calls for collecting tables arranged below the

grizzly, and by means of which the separated metal from the

dredged material is recovered. The intent of that is that the tables

shall be placed lower than the grizzly, so as to receive the material

discharged onto it and the value is recovered. There is no- question

in this construction that the tables of appellants' device are arranged

below this grizzly, the same as in the appellee's device. Now, coun-

sel says that to be a distributing box ; the grizzly revolves within

a distributing box, the metal is collected within the distributing box,

and it seems, whenever it may suit our convenience, we release it.

Of course, ordinarily, it would be a sufficient, but there is not a

word of testimony on that ; the record is silent on that. It is only

something that counsel has evolved, as I have suggested. As a mat-

ter of fact, it is not so. These so-called distributing boxes simply
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represents two aprons, if you want to put it that way, dropped on

each side of the grizzly; there is an open free passageway, so that

material comes from the grizzly and rushes in and is run onto the

tables; it is not confined or prevented from movement; this flow

is kept up, and it is a heavy, strong flow ; so I say there is no dis-

tributing box in the sense in which counsel seeks to persuade the

court.

If your Honors could examine the model, you will find that the

tables continue right up beneath these plates. It is not as repre-

sented on this diagram, an absolutely tight-closed box ; there is not

a word in the testimony that shows any such constructed device.

This is simply placed there by counsel to induce the court to believe

that if Mr. Smyth based his testimony on that, and if you accept

my theory of his testimony, then we have a box in which we dis-

charge all of the selective material, and at the same time release it

;

therefore, we do not carry out the theory of Mr. Smyth, which is

that the material within this separator is discharged under pressure

onto these tables ; therefore we do not infringe. That is the second

limitation of the claim, as they would like to read it. The claim

does not say a word about it ; the claim simply says : "Arranged

below the separator or grizzly." The same is true of this cut in

Figure 3 of this diagram. Of course, this is all wrong. This por-

trays nothing according to the record of this case ; it is not even in

accordance with the printed record of the patent introduced. Take,

for instance, the device we have here. You see an end elevation

they have shown to us, a distributing box, purposely shown to draw

a similitude between the two. That patent shows no such view;

that patent discloses no such distributing box. It appears on page

872 of the Record ; nothing of that kind appears in it. These two

vertical walls, which your Honors will notice which appear to be

joined onto this flat bottom, are to represent two plates that are ex-

tended by limbs in here represented over a supporting frame ; they

come over a sluice box, which this lower portion should be rep-

resented to have been, and the inventor says that if you so desire,

these can be amalgamating plates, so as to increase the collecting
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area ; but it is not a box, and the inventor says it is put there simply

to bring the material into the sluiceway.

Take this view, the second view; that illustration was made un-

doubtedly to make a rather pointed similarity with the grizzly mech-

anism of the apparatus in suit. In the left-hand corner the figure

represents about one-half of the patented figure, which appears on

page 864 of the Record. All the collecting means appear outside

of this device, and are not shown here at all. It shows no streams

of water forcibly issuing from this pipe. It is not portrayed in the

patent as represented here, a grizzly and a spray pipe. The patent

tells us that is a perforated handle for turning this device, the same

as in this one; where it is represented as a spray pipe, the patent

tells us it is a tubular perforated handle which turns them. I just

call attention to these representations as portraying something in

the case, and not a word of testimony to support that ; so why

should this second limitation be read into the claim of the patent?

The Court : I understand that water was not introduced into

this device. The patent shows that water could be introduced here.

There are small holes shown here, and water could be introduced

so as to fall down onto the material as it goes into it.

Mr. Acker : The patent speaks for itself on that. We have

treated it in our brief. It would seem that we must look beyond

the mere form of an apparatus to determine whether one is an in-

fringement of the other. It is safe to say that if two things per-

form the work in substantially the same way, and that they accom-

plish substantially the same results, that an infringement exists,

even although they may differ, so to speak, in form. Now, what is

there in the spray pipe in the appellants* device that takes it away

from the spray pipe of the appellee's device ; the shape and all are

substantially the same ; but it enters at that point rather than at that

point, with no beneficial result being produced by it other than what

is described in the patent as being produced by it. In other words,

you get your jet screen to bring up the material so it wnll flow un-

der pressure from the grizzly to these collecting tables. That is

the purpose of the invention, and not a witness has attributed any
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different advantage resulting from their arrangement from that of

the patent in suit.

The Court : Do you contend that in order that another inven-

tion or another device should not infringe, it must produce a bene-

ficial result : the change must be such as to produce a beneficial re-

sult?

Mr. xA.cker : I would say that the change must be of such a char-

acter as to produce some result other than that which is produced

as the thing is shown and described, ^^^e have treated that matter

in the brief, if your Honors please.

In the lower court there was a great deal of contention as to this

so-called publication of 1887 as to whether the spray pipe entered

within the grizzly or outside the grizzly. We have treated that in

our brief. Our understanding has always been that there was no

proper means within the grizzly at all, and counsel evidently agrees

with us in that, because he speaks of it as being outside, and not

W'ithin.

Experts were called on each side. Mr. Burton was called on be-

half of the appellants, and Mr. Griffin, who was the president of

the Western Engineering Company, was also brought as a witness.

Mr. Burton is in the same position as is the expert Sm}i:h; he said

he had never seen any of these devices and knew nothing about

them one way or other. But he set forth two patents which in his

opinion are the nearest approach to this one, and Mr. Griffin has

set forth one patent as being the nearest approacli to it. Those pat-

ents have been analyzed in the brief. Mr. Griffin was asked whether

any of these devices disclosed a practical apparatus for the recov-

ery of gold, and he said they disclosed absolutely impracticable de-

vices ; that he would not himself recommend them at all. Since

1896 his company has recommended this device: they have used it,

and there has never been any change.

The earliest device which has been set up as public use was known

as the Pascre device. The argument of counsel would seem to in-

dicate that these earlier devices disclosed this apparatus. That was

an entirely different form of apparatus. Tt consists of two boats,
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one with a dredging mechanism : it had not the collecting tables

;

the material was treated within a tank. There the material was

discharged in an elevator box, or a chain elevator was used to take

the material up and off of the sluice table. As tO' the next device,

which was the Jefferson River device, we have the testimony of one

witness, without drawing anything as to what it was ; we have only

gathered that from his testimony ; we have nothing regarding the

Jefferson River device, no drawing, and very meagre testimony.

Now, as to the Prescott device : That device consisted of three con-

centric screens, and there was a water pipe within or near the screen,

and material went through the second screen, and from that into the

third screen ; the second and third screens revolved in an amalga-

mator tank, and in that tank there was water, so that the stuff

might adhere to the surface. They had an elevator or a pump, I

forget exactly which, and Mr. Swigart, the operator of the machine,

said that a great deal of fine material went off and was lost.

The next machine was the Bannock machine. There was no sim-

ilarity, as far as we could see, between the two, not the same oper-

c.ting devices nor the same construction in any way at all, as the

sluice boxes are 2 or 3 feet in length, and are on a separate boat.

But all these machines were made by the Bucyrus Company of

Milwaukee. The record shows that the Western Engineering Com-

pany, who installed the first apparatus for the Central Gold Dredg-

ing Company, was the agent of the Bucyrus Company; Mr. Griffin

so testified that his company was the agent of the Bucyrus Com-

pany. The record will show that from the year 1888 or '89, down

to approximately 1896, or 1897. or 1898, the Bucyrus Company

was endeavoring to get a practical apparatus for the separation and

recovery of gold from this class of material ; they had built four or

five unsuccessful machines, each machine different from the other;

each abandoned, as far as we know\ But when they built the appa-

ratus in accordance with the patent in suit, making the changes,

they have continued in that form ever since. It is rather significant

that neither of the earlier forms of apparatus attempted by the Bu-

cyrus Company would do the work that is accomplished by the ap-
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paratus at issue ; that we find each time a differently built machine,

different in working principles and in the function of operation, but

since then they have continued to manufacture this type of device.

So there must have been something in the machine.

The prior art does not anticipate it ; we have nothing in the prior

art that discloses the function called for by the patent in suit, not a

single machine. I do not think the record shows any such machine

being successfully operated, which would do the work that is ac-

complished by this machine. So, I say, under those circumstances,

why is it that the patent should be confined to the pipe that comes in

from the lower end, and not be permitted to cover a pipe that comes

in from the upper end, when they both do the same work, in the

same manner, for the same purpose, and the accomplishment of the

same result? As his Honor, Judge Van Fleet, expressed it, it

seemed merely a preference of the inventor at the time as to his then

conception of what was the best way to introduce the pipe into the'

grizzly, not that he intended to confine himself or limit himself

thereby. The proceedings in the Patent Office do not disclose that

he did. The original claim as filed in the Patent Office had all the

wording that appears now in it, except the words "a pump" and

"under disintegrating pressure." Now, if it were shown that those

elements were admittedly absent in appellants' device, then they

could say that was the argument you made to get your claim, and

that was allowed ; that was the recognized distinction between your

device and the prior art. But such is not the case. I submit, your

Honors, that in the absence of anticipatory matter, in the absence

of a showing of devices accomplishing this w^ork, that the claim of

the patent should not be restricted to such an extent on an imma-

terial location of a pipe, and giving an infringer, who accomplished

the same results, all the benefits resulting from the patent. I thank

vour Honors.

[Not revised.]

Mr. Booth : If your Honors please, the doctrine of equitable es-

toppel, as applied to claim construction growing out of acts and

statements of an applicant during the progress of his application
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through the Patent Office, is a sahitory one, as counsel has stated

At the same time, it is a very severe one, and is indicated in the

present case in its utmost severity, for the purpose of avoiding- in-

fringement under circumstances which amounted practically to

despair.

The true rule concerning equitable estoppel and estoppel as ap-

plied to this case was that outlined by my associate, Mr. Acker, in

the last few words of his argument, and I think I can make it clear

to your Honors. If in the progress of this application through the

Patent Office the applicant had a claim just as it now appears in

claim 3, minus the statement that the pipe entered the spray pipe

at the lower end, just exactly like claim 3, except that one thing,

and the Examiner had rejected it upon reference, and he had sub-

mitted to that rejection and had neither cancelled his claim nor

amended his claim by inserting these words, and thereupon the

Examiner had allowed the claim, the doctrine of equitable estoppel

would apply to that claim, and he would be bound by his amend-

ment. We say that when your Honors come to investigate the file-

wrapper in this case you will not find that state of affairs. There

was no such claim as claim 3 in the case, minus that single expres-

sion which is now sought to be put upon it as a limitation. There

was no claim in the case into which was interjected this particular

limitation for the purpose of an allowance.

You will find there that claim 3 was introduced under certain

peculiar circumstances, and that this was only part of it, and your

Honors again will find that it is not true that this claim was allowed

because of this so-called limitation. If that he the case, and you

must be guided by whether the claim was allowed because of that

or not, and if your Honors come to the conclusion that the claim

w^as not allowed because of that, then it is no more a limitation un-

der the doctrine of equitable estoppel than if it had been put in there

in the first place, and no question was ever made about it what-

ever.

Suppose claim 3 had originally been filed just as it is now. and

then the question came up. is that a limitation? Why, your Honors
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would say it is not. It is simply an expression of preference; and

if nothing had been done to it the claim would so stand, and we

would be entitled to a patent. But we say this claim is in that ex-

act situation that it was an original claim in its entirety, even though

it was not put m originally, and when you come to investigate that

file-wrapper, you will find that claim was not allowed because of this

expression, but that the Examiner stated that it did not make any

difference, and he would not allow it because of that expression.

Perhaps the most interesting question which arises in this case

is that of aggregation. It has been with the case from the begin-

ning. There was a demurrer filed to our bill, nearly five years

ago, and the demurrer was that the patent was void because of ag-

gregation. That was in the record, and your Honors will see it,

and the reason for the argument. It was argued very extensively,

before his Honor, Judge Morrow, that each one of these elements

was old, and, of course, they are admitted to be old, as separate

elements, because the claim is a combination, and on the face of the

patent, just taking it without any prior art at all, the claim was an

aggregation, because each element served the same function in

there, just as it had anywhere else, and his Honor overruled that

demurrer. When the case came on for final hearing, the same argu-

ments were applied to it again, and it was vigorously contested,

presented with all the force possible, that this claim was an aggrega-

tion, and in preparing for that contention we looked into it very

thoroughly and presented the case, in our opinion, so thoroughly

that we are perfectly satisfied with the expression that Judge Van

Fleet gave in the court below in rendering his decision upon this

question of aggregation, that his mind vacillated first on one side

and then on the other, and it would come back again to it. And so

I say that I am perfectly satisfied that I induced that state of mind

in his Honor, and I would be perfectly satisfied if it shall be so

with your Honors, for the reason that there is no human being who

can apply this doctrine of aggregation to eveiy case with absolute

certainty. It is a doctrine which should never have grown up out

of the patent law ; it is very difficult of application. Judge Walker
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says that every case must fall on one side or the other of the line

of demarcation between aggregation and combination ; no case can

stand directly on that line, he says. The line of demarcation, he

says, is plain, but it is with the utmost difficulty that we can relegate

to one side or the other of that line any particular case. That has

been so from the very earliest time.

There is one case of Hailes v. Van JJ'onner, the old stove case,

in which there were five or six or seven distinct elements of im-

provement, attempted to be combined, such as an improvement in

the grate bottom, such as an improvement in the chimney, an im-

provement in the stove pipe, and these elements were sought to be

combined in one claim, and the Supreme Court said that was an ag-

gregation, because each one served its own function in its own way,

and it was a mere adding together of the result of each, and a mere

juxtaposition of parts.

Another interesting case of aggregation was that of Reckendor-

fer v. Faber, the case of the lead-pencil with the lead at one end

and the rubber at the other, and the Supreme Court said that that

was an aggregation. If the Supreme Court had not said that that

was an aggregation, I would say it was not an aggregation, because

if there was anything where two elements were put together to

serve a common and specific purpose, those two elements were put

together there, the one lead at one end to make the mark, and the

eraser at the other to erase it. However, the Supreme Court said

that that was an aggregation.

The Supreme Court again said that it was an aggregation in the

case of a horse-car. where the hood was in front of the driver, and

it was a combination of that hood with a mirror placed at an an-

gle Vvith a door behind him with a glass loetween, so that the rays

of light from behind should be passed through the transparent door,

be reflected in the mirror, and enable him to see. because it was de-

sirable he should see without turning around, and still drive his

horses. The Supreme Court said that that was an aggregation. If

the Supreme Court had not said that that was an aggregation I

would stand up and argue for that as being a true combination ; I



never saw elements enter together to produce a single and satisfac-

tory result more than those three elements,, and yet by a process of

disintegration, picking to pieces, we can see that each one of those

elements serves its own function ; the mirror did nothing more than

reflect, the hood did nothing more than hold the mirror up, and

the door did nothing more than allow the rays of light to be trans-

mitted through it.

The last case to which I would like to call your Honors' atten-

tion, is a case in which there was a machine for pasting stays upon

the corners of boxes. There were three separate mechanisms in

that case; there was a feeding mechanism, a cutting mechanism,

and pasting mechanism. The feeding mechanism was capable of

performing its entire function independent of the cutting mechan-

ism, and independent of the pasting mechanism, and each could do

what it was intended to do, independent of the other; that looked

like aggregation, but the Supreme Court said that was a true com-

bination.

Now, I only instance these; the Iwoks are full of them. I only

instance these to show the difficulty of applying the doctrine of ag-

gregation.

In the present case it is easy to take each one of these elements

and say that it does no more there than it did anywhere else. We
could say that in the Bowers case. There there was a boat. The

boat did not do any more than what any boat would do. This boat

is one of the elements here, and so throughout we could pick them

all to pieces, and we could pick this to pieces, and yet there might

be a true combination, if we look at it in a proper light. The proper

way to look at this combination is that it consists of four generic

ideas; the first is a separator, the second is means for obtaining the

material ; the fourth one is—I skipped the third—means for recov-

ering the value from the material, and the third one is the means for

preparing the material so that when received from the procuring

means it can be delivered in proper shape to the value saving means.

If the court asked what is the essential element in this combination.

we know we can hardly answer that, because under the theory of



combination, there is no essential element; all the elements are es-

sential. But the question is proper, because if you can find that

there is some characteristic to that claim, you may be able to see

where the invention lies. If your Honors should say to me, where

do you think that the invention here lies, where is the essence of

this thing, I would answer, it is in the material preparing- means

;

that is, the rotary grizzly with the pipe inside of this, adapted to

forcing water upon the material under disintegrating pressure, and

arranged in connection with that the collecting means below, in

the manner that is there shown. Now, if Mr. Smyth's theory

should show that, it is simply one of a great many considerations

that may serve to show that this is a valid combination. It is not

necessary that that theory be absolutely true to show this tO' be a

combination. We may find it in other respects; we may find it in

the fact that the machine has been singularly successful ; that the

excessive use of machine goes to show that there must be some-

thing there, that there must be invention; certainly, if there is any

doubt on the subject of invention, whether in the form broadly

of invention or in the specific form of aggregation, that doubt your

Honors must resolve in favor of the patent,

I thank vour Honors.

Closing Argument by Mr. Parker.

The frankness of the counsel just closing his remarks is both re-

freshing and healthful. He tells us that his utmost hope is that he

will be able to throw the judicial mind into confusion so that the

Appellate Court will be in the same state as the lower court, that is,

not be certain about anything. That is exactly what I do not want.

That is the only thing about this case that worries me. I think it

almost possible that the manner in which it has been presented by

complainant would leave the mind of anybody in confusion. But

if I can be sure that this court has the facts before it, then I am
perfectly satisfied to submit the case and await with confidence the

decision.
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Counsel is frank also on this doctrine of aggregation, in saying

that, in order to make his contention stick, he has got to overrule

two or three of the Supreme Court decisions. He is making the

same kind of an argument here that was made in the Supreme

Court when those decisions which he referred to were passed upon

and decided against him by that court. Not only two cases, but

200 will have to be overruled before this doctrine of aggregation

takes the form that he would like to have it take.

But the confusion that disturbs me is not as to the law. I am
satisfied about that. It is the confusion as to the facts. There are

a great many things about which they have spoken in a confusing

manner, but I cannot treat them all; neither shall I undertake to

treat the most important ones. I would not want the court to con-

sider the two or three to which I shall allude as the most important

;

they are simply the ones I happen to have conveniently in mind now.

The suggestion is made that the importation by Mr. Postle-

thwaite of this dredge into California resulted in producing the

first successful dredge. Now, there is not a word of direct testi-

mony to that effect. All their testimony is carefully confined to

California. All they really say is that he was the first one

to bring a dredge into California. They do not say that dredges

were not successful in Australia, and in Arizona, and in Montana,

because they were. The utmost of their contention is that he was

the first to bring it here to California. But they say in their brief

that the state ofiicer says there is an immense amount of gold saved

by these dredges. He does not say that at all; he says that $13,-

000,000 has been saved by dredging ; but he does not say that it was

saved by dredges of this type. This is but one type of dredge,

and there is no attempt to show how much is due to this particular

machine. The whole discussion as to the imix)rtance of Postle-

thwaite's efforts is therefore misleading.

As to this Smyth theory. It is the "life" of their claim, and so

T asked for an explanation of it. They did not give it. I think I

have given you a correct explanation of that theory myself; I an-

alyzed it carefully step by step, and my intention and purpose was
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to make an exact statement of the theory the way he put it into the

record. If I am wrong, why don't they show what that theory is?

What don't they explain it? I have done the best I can. Smyth,

amongst other things, did say that the saving tables had to be

directly under tlie grizzly. I want first to get your Honors' minds

clear on one point. Underneath their grizzly in the patent is a

saving table; in our device there is not. There is in our device not

a particle of gold saved until the selected particles, so called, have

escaped from that rotating mass of material in the grizzly, gone

through the distributing box and escaped from the gates, dropped

down onto the table and started to flow thereon, for then, and then

only, the saving process begins. In point of fact, the sides of the

saving box and brought down slanting, not straight, as in my dia-

gram, and com.e within a foot of one another, so that there is a dis-

turbed mass in the distributing box outside of the grizzly instead

of any semblance of still water for selective theories to act through.

If I had made a true diagram it would be more favorable to our

case than the one presented.

One thing more for the purpose of showing the manner in which

the distinguished counsel handle or distort the record. It is on the

question of this clause in the claim about bringing the pipe in at

the lower end. Counsel says that claim 3 is now in the patent in

the shape in which it was first put in, or something to that effect.

Your Honors will find, when you come to read this record, in the

file-wrapper contents that the claim first in the case had nothing to

do with the question we are discussing It was stricken out and an-

other claim was put in. That claim contained, amongst other

things, this clause : "A water supply into said screen." Does that

not mean this spray-pipe in the screen without limitation as to di-

rection of entry? It cannot mean anything else. Then came the

rejection of this claim, and then came the present claim which con-

tains this clause: "'A perforated spray-pipe leading into the genera-

tor or grizzly from the lower end thereof." And what does Mr,

Acker say on that subject when putting this clause into the claim?

**By the arrangement of the spray-pipe, as expressed in the fore-
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going claim, it will be observed tbat the water forced therein reacts.

so to speak, and tlie escape of the water under pressure is through-

out the length of the spray-pipe at various points, the strongest jet

issuing from the pipe at its lower end or the discharge end of the

grizzly. This brings the whole force of the stream and directs

the issuing jet onto tl^e material requiring the greater amount of

water and force to separate the material. As the material enters the

feed end of the grizzly or separator, considerable water is carried

therewith which escapes through the mesh of the grizzly ; conse-

quently as the material is conveyed towards the discharge end of

the separator, greater force is required to properly disintegrate the

same. This feature is not disclosed by a single reference nor in

fact does either reference disclose the combination of coacting ele-

ments set forth in the above claim."

There he set out the function. Xow he says he did not. He

assigned that as the reason why the claim ought to be allowed.

He put that into the claim in lieu of the clause in the previous

claim which was broader, and he assigned that as its function. Ncrw

he wishes he had not done so.

If we put the pipe in at the upper end we get the strongest pres-

sure at the upper end cf the grizzly, of course, because that is the

law of physics. It is a fact, as the record shows, that in the first

machine which they made in California, where the pipe came in

from the lower end, the machine was unsuccessful or unsatisfactor}-,

at any rate, and the owner of the machine plugged up those holes

at the lower end in order to drive the pressure to the upper end.

That is what happened to his machine. So this function that he

describes, for some reason or other, does not seem very important

now. But it is a part of the mechanism by which he got the patent,

part of the inducement made to the Examiner. This thing was not

discussed with the Commissioner: it was discussed by the Primary

Examiner, and the Primary Examiner said this about the function

of this pipe.

" It may here be noted that the operation of the jet pipe is not

strictly the same in the two cases; in Barnetts" (that is a patent
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not before you) "the jetting is of practically the same force

throughout the length of the screen, while in applicants it is stronger

near the tailings discharge end of the stream.''

Their whole discussion of this function and the importance of

it was as to the distinction between the position of these two pipes.

He then goes on to say: "And in a practical test of the Barnett

dredge in the presence of the Assistant Examiner in charge of

this application it was found to be immaterial whether the pipe

"enters the screen through the upper or lower ends : the same ex-

cess of discharge at the lower portion took place in each case."

What is meant by the excess of discharge? It is not in the

record. Mr. Acker don't seem to know what it means. I am going

to explain it because there is a confusion in the matter. The excess

of discharge was that excess of discharge Avhich was supposed to

be necessary at the lower end of the grizzly for the purpose of

aiding the machine in delivering itself of those tailings which it

was thought necessary to wash out of the lower end of the screen.

Now they have got a mechanism that makes that entirely unneces-

sary, and so the situation is changed. The Commissioner made
no such statement as is attributed to him. It is thus that they deal

with the record, distorting and changing it to suit their purpose.

There are a good many other such questions, but I will now
leave the case with your Honors with my final suggestion : It is

not confusion in the mind of the court as to the law or facts that

we want. We believe the case is perfectly clear and plain, and it

is the facts as they are which we want to have considered by your

Honors.

I thank the court.
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Risdon Iron and Locomotive Works, appellee herein,

feeling itself aggrieved by the decree rendered by this

Honorable Court November 12, 1909, comes now and

respectfully petitions the Court for a rehearing of this

cause.

We conceive it no less our duty to the Court than

our obligation to our client to present this petition;

and in so doing we have not to overcome that reluc-

tance which would be to us practically inhibitive, were

our motive perfunctory, or our grounds those based

upon assertions of legal error, or a rehash of old argu-

ments.

We find in the decision of the majority of the Court

a conclusion of non-infringement which follows, we

respectfully submit, an incorrect premise formulated

upon a mistaken idea of facts, facts which have no ex-

istence. The somewhat unusual history of this case,

emphasizes the interest and importance of this mistake.



This Court unanimously, by inference and assumption,

supports the trial court in its decision which held the

patent valid as not being anticipated, nor an aggre-

gation; and, by a majority, upholds the lower court in

its construction of the claim si:ed on, in so far that,

with relation to the spray pipe, the words "entering the

lower end" are not words of limitation; which matters

are those upon which the fight below was waged. But

this Court now finds a new limitation of the claim; and

this becomes of serious interest, not at all as to whether

this new limitation is correct as a legal conclusion, (for

it is the decision of this Court) but wholly as to whether

its application to appellants' m.achine is true in point of

fact; and even here we do not question its application

to a m.achine such as the Court describes and supposes

the appellants' machine to be, but, we respectfully but

urgently deny that appellants' machine is such as the

Court describes and supposes it to be, and assert, with

all due respect, that in appellants' machine there is not

'^bcncafli the gric::Iy a closed box into z>.'JiicJ} the material

dischavored from the grizdy is impounded and retained

mitil released by raising tJie slide gates, zi'hereupon it

iiows upon tJie sazing devices," nor "a hopper or a col-

lecting device into ivhicJi the mass of the material zi'hich

passes through the grizs;ly is collected and brought to

rest before it is conducted on to the collecting tables".

This is the mistake of fact which the Court has made.

It were purely perfunctory should we ask for a re-

hearing upon the finding of the Court that the word

'"below" in the claim was a word of limitation, or upon



the findings that our own expert requires this Hmitation,

or what this hmitation the Court finds to be, or, finally,

upon the conclusion of the Court as to the efifect of the

application of this limitation to a device such as the

Court describes and supposes the appellants' machine

to be; and for the present purpose, we may, therefore,

admit the limitation imposed upon the claim by the

Court, and admit that a machine which had "beneath

the grizzly a closed box into which the material dis-

charged from the grizzly is impounded and retained

until released by raising the slide gates, whereupon it

flows upon the saving devices" or which had "a hopper

or a collecting device into which the mass of the mate-

rial which passes through the grizzly is collected and

brought to rest before it is conducted on to the collect-

ing tables" would not infringe the claim. But, if the

appellants' device be not, in fact, such a machine, but is

one of such construction that the claims, even as limited

and construed by the Court, would manifestly embrace

it, it becomes plain that our petition for rehearing is

not the ordinary cry of the vanquished that the law is

or should be otherwise, but is the appeal of the unfor-

tunate victim of a mistake of fact. As such we feel

assured your Honors will favorably entertain it.

ARGUMENT.

For conciseness, we will pursue the argument under

the following heads:

1. Brief analysis of the Court's opinion.



2. Admission of its logic if the appellants' device be,

in fact, as found by the Court.

3. Suggestions of how the Court came to find the

appellants' device to be as stated.

4. Statement of what the appellants' device is in

fact and what it does.

5. Support for this statement in the evidence.

6. Application of the Court's reasoning as to the

construction of the claim, to the appellants' device, as it

is in fact.

7. Conclusion of infringement.

1. Brief analysis of the Court's opinion.

For the purposes of this Petition, only that portion

of the opinion as given by the majority of Court, which

begins with the introduction of the expert witness

Smyth, need be considered. His testimony, though im-

pressing the Court as "fanciful rather than as reason-

able or scientific", is, nevertheless, quite correctly epit-

omized by the Court, and is used to construe the claim

in that part which states the relationship of the col-

lecting tables to the grizzly both in position and func-

tion, and to define the patented machine. The follow-

ing quotation which the Court makes from Smyth's

testimony will suffice, at present, to show the essence of

his theory. "In brief, the fine particles of sand and

gold will tend to take, and will in efifect take a course

along the stream lines, and will be thus driven with

force on to the tables beneath the orizzlv as described



in the patent * * * and by the fine particles I

mean of course the sand, including the values, ahead of

the larger particles; and this position of separation is

maintained till the table has performed its functions of

recovering by its riffles or quicksilver, if such is used,

and has secured the values."

The Court, accepting this, at least tentatively, and as

it proves, for the basis of its decision, says "if, however,

such selective action is to be attributed to the fine jets

of water and they indeed force the fine gold out of the

mass and ahead of the other material, it is clearly es-

sential to their sccessful operation that there be collect-

ing tables to receive the impact of the fine particles of

gold before the other material becomes commingled

with it. To do this it is necessary that there be collect-

ing tables below the grizzly, as the same witness says

'so as to be within the influence of the energetic stream

lines from the perforated pipe' ".

Then the Court finds the appellants' device to be as

follows

:

''In the appellants' combination as shown in the

drawings thereof, there is beneath the grizzly a closed

box into which the material discharged from the grizzly

is impounded and retained until released by raising the

slide gates, whereupon it flows upon the saving de-

vices". And, again, manifestly referring to this box,

the Court speaks of it as "a hopper or a collecting de-

vice into which the mass of the material which passes

through the grizzly is collected and brought to rest be-

fore it is conducted on to the collectinp- tables".



The Court, then, in applying its construction of the

claim to such a device, finds non-infringement,

2. Admission of its logic, if the appellants' device be, in fact,

as found by the Court.

We unhesitatingly admit that if a "closed" box be

interposed between the grizzly and the collecting tables,

and that if into this the material is discharged and is

therein 'impounded" and "retained'' until released by

the raising of slide gates, and that if upon the raising

of the gates the material so previously impounded and

retained be thereupon allowed to flow upon the saving

devices, such a structure would not and could not in-

fringe the claim as construed by the Court. We also

freely admit that the presence in such a structure of a

"hopper" or a "collecting device" into which the "mass"

of the material which passes through the grizzly is

"collected" and "brought to rest" before it is conducted

on to the collecting tables, would be fatal to our con-

tention of infringement.

We admit the logic of the Court's reasoning, and

that its application is apparent to such a device as de-

scribed. It is true that the tables must receive the fine

particles of gold before the other material becomes com-

mingled with it, and it is true that the collecting tables

must be within the influence of the energetic stream

lines. It is equally true that a device employing a

closed , inpounding, retaining and collecting box or hop-

per in which the mass of material from the grizzly is

brought to rest, by being closed in, impounded, retained



and collected before being allowed to flow upon the

tables, would coinminglc the previously separated par-

ticles; and would nullify the energetic stream lines,

whose advantage would be "wholly lost by depositing

and commingling the whole mass which emerges from

the grizzly into a collecting box or hopper before it is

conducted upon the riffles or the saving devices"; and

would result in what the Court aptly says
—

"If, in other

words, there has been a selection of the metal by the

force of the jets through the perforated pipe of the

appellants' grizzly, it is nullified by the general com-

mingling of the whole mass under the grizzly before it

flows upon the saving devices," and there would be in

such a device no "direct delivery of material with force

upon the collecting tables" which the Court says is the

essence of the invention. The reasoning of the Court

is so apt as applied to such a box as it describes, that it

is impossible to conceive that the Court had or could

have possiljly had in mind any other box or any other

operation of said box than that which, in the plainest

words, it finds is the appellants' box.

3. Suggestions of how the Court came to find the appellants'

device to be as stated.

The Court says,
—

"In the appellants' combination as

shown in the drazvings thereof, there is beneath the

grizzly a closed box", etc.

In the record of the case there are only two exhibits

which show the appellants' machine. One is Com-

plainant's Exhibit B, (page 625 of the record), a large

sheet of drawings with two views upon it, and the other
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is Complainant's Exhibit C, (page 627 of the record)

a photograph of appellants' machine. The photograph,

Exhibit C, shows nothing of the box in question. The

larger view of the drawing, Exhibit B, that is, the side

elevation, shows one of the side plates of the so-called

box; the gold saving tables; and above said tables, in

a very general or diagrammatic manner, the openings

in the side plate of the box.

The smaller drawing, on the same sheet, entitled "De-

tail View of Revolving Screen and Gold Saving Tables"

shows, in perspective, one side plate upon which is in-

scribed "Distributing Box"; the series of gates, indi-

cating by the inscription "Adjustable Doors"; the

openings in the side plate, and the Gold Saving Table,

so marked.

For convenience we reproduce this drawing, from the

admittedly correct reproduction found in the brief of

Amici Curiae opposite page 50.

Every gate is shown raised, exposing the openings

through the side plate of the distributing box.

It is not likely that from this drawing alone, the

Court was able to describe this "distributing box", as

a "closed" box, an "impounding" box, a "retaining"

box; a "collecting" box, a "hopper", a box in which

the mass of material is "brought to rest." On the con-

trary this drawing show^s an open box, and its inscrip-

tion indicates its function only as a distributing box.

Now, whence come these other adjectives and func-

tional expressions, as applied to this box. Not from the
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testimony, for throughout its length and breadth there

is not a sinsfle reference to this box bv name or func-

tion.

They come, some in so many words, and some by

inference, from the brief of appellants, and from the

brief of Auiici Curiae, and these have led the Court to

so vital a mistake of fact, that it has gone the length

of adopting expressions we used in our reply brief as

applied to a wholly false, supposititious and fanciful box,

and applied them to appellants' box.

In appellants' brief, opposite page 6, is a sheet of

drawings on which Figure 5 purports to show a dia-

gram of defendant's machine, in side elevation and in

cross section. The former view, the side elevation, is

a fair enough reproduction from the side elevation of

Complainant's Exhibit B of the Record. The cross

section, however, /^^ not part of the record, but was made

by counsel for their brief; it is essentially fanciful, and

finds no support in the evidence, as we shall presently

show. But such as it is, we, herewith, reproduce it.

From this drawing we get our initial insight to the

first and perhaps the most serious qualification of the

box which the Court has put upon it, namely, that it is

a "closed" box. "Impounding", "retaining'' and "col-

lecting'' all grow out of "closed". "Brought to rest

before" and "impounded and retained until" are ren-

dered possible by "closed". Observe in the figure the

gates shut, and the whole rectangular cross section ap-

pearance of a closed box. Is it any wonder that

one should conclude, as the Court has indeed supposed,
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that the finer stufif sifted from the batch of material,

seen in the grizzly, would be discharged into, impound-

ed in, retained in, collected in, brought to rest in this

closed box imtil the gates were raised, or before being

allowed to flow on to the tables?

In the brief of Amici Curiae we find the unwarranted,

extra-record importation into the case of the words "col-

lecting" and "hopper" as applied to the distributing box,

and we find the expression of the idea that necessarily

flows from such words. It is said in that brief, on page

50, referring to appellants' device and to the drawing

thereof which is reproduced in said brief and which we

have above reproduced, "the grizzly of which is sur-

rounded by a hopper for collecting the material dis-

charged from the grizzly, and then distributing it among

the various collecting tables." Also, on same page

—

"It will be noted that the lower half of the grizzly shown

in this figure is entirely surrounded by the solid iui-

perforated walls of the collecting and distributing hop-

per or 'box' ". Again, on page 51, "The material,

therefore, will fall to the bottom of the box in a hetero-

genenous mass and the prior selective action, therefore,

will have been nullified."

It is plain from the above quotations that "collect-

ing" as applied to the box is something in addition to,

different from, and prior to "distributing". It is also

plain that "hopper" necessarily applies charging with a

batch of material, a collection, in contradistinction to a

mere distributor for the flowing material. It is ap-

parent also, too, that the words "solid imperforated

walls" as applied to the box, imply to a closed box.
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We can now see how naturally the Court, accepting

these ideas, should find a closed, impounding-, retaining

and collecting box, and the material brought to rest

therein until and before, etc. ; and we can also see how,

accepting such suggestions as applying to appellants'

box, the Court should use the idea and adopt some of the

very words of our brief in reply to Amici Curiae, where

on page 12, we admitted that a closed box such as shown

by the cross section cut, above reproduced, "would

cause all of the separated material discharging from the

rotary separator or grizzly to accumulate therein and

remain impounded until released by raising the slide

gates or doors."

We think we have made apparent the sources of this

mistaken idea of the appellants' box.

4. Statement of what the appellants' device is in fact and

what it does.

The so-called "distributing box" is composed prin-

cipally of two side plates, and two end plates or flanges.

The side plates have openings along their lower edges

through which the material emerges. These openings

are bounded on their lower sides by a material sup-

porting surface which extends on both sides of the

plates. That portion of this surface outside the plates

is, obviously, that of a gold saving or value-collecting

table. That portion which extends inside the plate, is

in position, at least, a continuation of the outer portion,

either as the same integral plane or one which joins and
delivers to the outer plane. Whether this inner portion
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be in itself a gold saving surface, or be a plain surface

is immaterial to the consideration of any function or

effect which the so-called distributing box may have,

and it is this we are discussing. That this inner mat-

erial-supporting surface may be regarded as the bot-

tom of the box is true, but that it is a flat-bottom such

as is shown in the cross section herein reproduced from

appellants' brief, and which is not part of the record,

is not borne out by the perspective cut, also herein re-

produced, and which is part of the evidence in the case

;

for, if it were a flat bottom, its edge would be seen cross-

ing the shade lines of the boat-deck between the grizzly

and its bearing roller, as can be demonstrated by plac-

ing- a ruler across in line with the lower outer extrem-

ity of the end flange of the box. This inner portion of

the material-supporting surface is an inclined portion

leading from some line beneath the grizzly outwardly

to the openings in the side plates and joining or con-

tinuing the inclination of the outer portions or tables.

Gates or doors distribute the flow of the material

through the openings in the side plates.

This structure is inscribed with the title "distributing

box". This indicates its sole function, namely, to di-

rect and distribute the material to the dififerent runways

of the collecting tables, and to do this evenly, the gates

are employed.

In operation, the discharge from the grizzly is a con-

tinuous one. The material is driven from the grizzly,

most of it striking upon the inner inclined surfaces

formins: the bottom of the box, some of it striking the
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side plates of the box, and all of if continuing to be

driven, witJi out intermission over the receiving sur-

faces, of whatever character these may be, and out con-

tinuously through the openings in the side plates, and

on to the tables and over them. There is never a cessa-

tion of this operation while the machine is running.

The grizzly continues to rotate, the screened material

continues to be discharged from it, and continues to be

driven on its uninterrupted course to and over the col-

lecting tables. The gates are always open, and the

material is never brought to rest. This is certainly in

direct contrast with the operation and function of a

box as described by the Court. ''Brought to rest" and

"'impounded and retained until" can mean but one thing,

to-wit, an intermittent operation. For such inter-

mittent operation, the gates should be shut to

make a "closed" box. The initial feed of orig-

inal material should be proportioned for a batch to

be supplied to the grizzly, then stopped. The grizzly

should then be set in rotation and the force pump start-

ed. When the l^atch in the grizzly has been operated

on so that the tailings had been carried out the end, and

the screened material deposited in the box, the grizzly

and force pump should stop operations. The screened

material would then lie in a mass in the closed box, col-

lected, impounded and retained and at rest. Then the

gates would be opened and the material would flow

over the collecting tables. When this material was

thus disposed of, the gates would be closed, the exca-

vating and elevating feed means again started, and the
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grizzly would receive its charge, whereupon it and the

force pump would resume operation, and so on.

Now while it is plain that this interuiittent operation

is what the Court must have meant, it is so far from the

true operation that neither the counsel for appellants

nor Amid Curiae really argued in briefs or orally, that

such was the case, nor can they or zvill they say it.

The most they can be said to have done, is that, by the

cross section cut, herein produced, from the brief of

appellants' counsel and from the giving by Amici Curiae

to the "distributing" box the additional and prior func-

tion of "collecting'', they have been the cause of the

Court accepting our statement (page 12 of our reply

brief to brief of Amici Curiae) of what such a box

would do, to-wit "would cause all of the separated

material discharging from the rotary separator or griz-

zly to accumulate therein and remain impounded until

released by raising the slide gates or doors", and to find

that appellants' device did in fact hazr such a box.

5. Support for this statement in the evidence.

The Court bases its conclusions of the appellants'

combination upon "as shown in the drawings thereof"'.

We have shown that none of the three figures in the evi-

dence can possibly show what the Court finds. The

drawing most material, namely, the perspective detail,

hereinbefore reproduced, shows an open, not a closed

box. It does not show a flat bottom box. It indicates

otherwise. But the cross section cut, which is not part

of the evidence, but herein reproduced from appellants'
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brief, shows a flat-bottom closed box, and it is evident

the Court has taken this for the ground of its opinion.

But this is not part of the evidence and it is incorrect.

Complainant's witness Bennett (pages 47 and 48 of

the record) in comparing the defendants' device illus-

trated by the blue-print Exhibit B with the device illus-

trated in the letters patent sued on, finds the same ele-

ments, and says that they work in substantially the

same manner. Yet he had the illustration of the defen-

dants' box before him, and if it were such a box as the

Court finds it to be, he could not possibly have said this.

Moreover he knew the defendants' machine from actual

inspection. On page 39 in answer to Q. 16, he says he

has seen it, and has been on board it a great many times

and has watched its operation to quite an extent. He

could not have said it worked in substantially the same

manner as the device of the patent, if the box were as

the Court describes, for we are all agreed and there is no

fiuestion that it would not. The same witness on page

70 of the record in speaking of the capacity of the

pumps and their ability to supply more or less water,

refers this capacity to the regulation of the flow on the

collecting tables, and says "Yes; in the collecting of the

metal upon the tables the flow has to be regulated so as

not to be too large a flow on some and a lack of water

on others. And you could not say exactly what the

flow should be except by actual experience as you would

see it coming over the tables." "X. Q. 119. Is it not

considered, then, an advantage to have a larger flow of
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water?" "A. Well, the flow is regulated usually to

suit the ground that is being dug."

This testimony is consistent with a continuous opera-

tion and an open box. It is wholly inconsistent with

intermittent action and a closed box.

Frank W. Grififin, Pres. of one of the defendants, on

pages 196 and 197, in drawing the distinctions of his

Company's machine, does not include the box. He

does not mention it at all, but says his machine has col-

lecting tables adjacent to and arranged below the rotary

grizzly or separator.

Throughout the whole record, there is no mention of

the box, and the only reference to it is the inscription

on the drawing "distributor box". This inscription

does not, in the slightest, serve as a foundation for a

closed, impounding, collecting, and retaining box in

which the material is brought to rest, and the action

intermittent.

It is utterly inconceivable that this case could have

been prepared as it was, and presented as it was to the

trial Court, and yet all argument founded on this box

omitted, if the box were in fact such a box as the Court

finds it to be. No one could have oveiiooked the rad-

ical difference between an infenniffent and a contin-

uous operation. The former is, in this class of devices,

utterly impracticable, and none ever carried it out.

There could not be a closed box without flooding the

boat in less than half a minute, and having the grizzly

revolve in and be refilled with the accumulated, im-

pounded and collected mass in the box. In practice
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the flow is continuous and strenuous. It comes with-

out interruption, and without check, from the grizzly

continuously and passes over the tables like a mill race.

6. Application of the Court's resasoning as to the construc-

tion of the claim, to the appellants' device, as it is in fact.

If we find truly that appellants' box is an open box.

and that the operation is continuous, we respectfully

submit that there is nothing in the Smyth theory, which

the Court tentatively, at least, accepts and quotes, to

distinguish the operation of appellants' machine from

that of the patent. If a selective action has taken place,

due to the forceful streams, and the lighter particles

have been driven ahead of the heavier, it is still Smyth's

theory that this relation of separation be maintained to

and upon the collecting tables. In fact the Court quotes

from Smyth this very idea
—

"In brief the fine particles

of sand and gold will tend to take, and will in effect take

a course along the stream lines, and will be thus driven

with force onto the tables beneath the grizzly as de-

scribed in the patent * * * ^^^^^ ^^y ^|^g f^j^g p^j._

tides I mean of course the sand, including the values,

ahead of the larger particles; and this position of sep-

aration is maintained till the table has performed its

functions of recovering by its riffles or quicksilver, if

such is used, and has secured the values." All this is

carried out in appellants' device. The box, as it really

is, offers no obstruction to the continuous and forceful

flow of the material nor to the maintenance of the sep-

aration to and upon the tables. Those jets and particles

which strike the box sides still persist in force \>f flow
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and relative separation, and the remaining greater num-

ber of the jets and quantity of material which strike be-

low, whether the inner receiving surfaces be the head

ends of the tables, or smooth plates, still persist in force,

and maintain the relative separation, so that it truly

follows as Smyth says, and as again quoted by the

Court
—

"In consequence of the fine character of the gold

it will tend to remain in suspension, if simply flowed on-

to it without force. The advantage of delivering it

with force under the conditions described in the patent

is that the fine particles are driven down onto the table

and become entangled in the fibre in the rough surface

of the cocoanut matting, whereas if they were not

driven with force they would tend to remain in suspen-

sion and be carried over the expanded metal or riffles

and so be lost."

In appellants' device the collecting tables, whether

they enter their head ends under the grizzly or stop

with the side walls of the box, are still within what

Smyth calls "the influence of the energetic stream lines

from the perforated pipe." Appellants' counsel in their

brief, bottom of page 35 and top of page 36, say
—"With

the word 'below' in the claim, and with this explana-

tion by complainants' expert, put on the stand for the

express purpose of construing these claims, the term

calls for the location of the table at a point below and

directly beneath the grizzly, or so near thereto that the

"selective' action becomes effective upon the table." So

that in appellants' machine, whether the tables do or do

not extend beneath the grizzly, they are, under any cir-
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cumstances, so near thereto that no function of the open

sided distributing box can have any efifect upon these

energetic stream hnes, except to change their direction,

for their force continues in such wise as to maintain the

separation and cause the material to strike the table

with force.

It follows that what the Court says is clearly essen-

tial.
—

"that there be collecting tables to receive the im-

]:>act of the fine particles of gold before the other mater-

ial becomes couimingled with it" is, indeed, present in

appellants' machine; and further that the essence of

appellee's patent as defined by the Court, to-wit, "the

direct delivery of material with force upon the collect-

ing tables" is also found in appellants' machine, for the

word "direct" as there used must be, when viewed in

the light of the whole decision, held to meah a delivery

unobstructed or uninterfered with by anything, such as

a closed box, which would, by reassembling the sepa-

rated particles, destroy that forceful delivery to the

tables, which is essential.

7. Conclusion of infringement.

As true as that the conclusion of non-infringement

follo\AS the presence of a closed box intervening be-

t^veen the grizzly and the collecting tables, in which box

the material discharged from the grizzly is impounded,

collected, retained and brought to rest and this opera-

tion repeated at intervals, must be the conclusion that

the open-sided distributing box of appellant, in which

the material is not impounded, collected, retained or
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brought to rest, but is allowed to pass from the grizzly

freely, continuously and without interruption onto the

tables with force, is an infringement.

We respectfully petition the Court for a rehearing.

Respectfully submitted,

1 .; N. A. ACKER,

:
WM. F. BOOTH,

Counsel for Petitioner.

We, the undersigned, counsel for petitioner, hereby

certify that in our judgment the foregoing petition is

well founded and that it is not interposed for delay.

N. A. ACKER,

WM. £ BOOTH,

Counsel for Petitioner.
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[Names and Addresses of] Attorneys of Record.

S. T. JEFFEEYS, Nome, Alaska,

O. D. COCHRAN, Nome, Alaska,

Attorneys for Plaintiff.

A. J. BRUNER, Nome, Alaska,

ELWOOD BRUNER, Nome, Alaska,

J. ALLISON BRUNER, Nome, Alaska,

xlttornej^s for Defendants.

United States District Court, District of Alaska,

Second Division.

MIDNIGHT SUN MINING AND DITCH COM-
PANY (a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.

Amended Complaint.

Comes now the above-named plaintiff and for its

amended complaint herein, the leave of the Court

having been first had and obtained, complains and

alleges

:

I.

That the plaintiff now is, and during the times

hereinafter mentioned has been, a corporation duly

created, organized and existing, under and by vir-

tue of the laws of the State of California, and by

the laws of said State and by the laws of the said

District of Alaska, is authorized to do and is now
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doing business in tlie District of Alaska, and that its

true name is the Midnight Sun Minino' and Ditr-h

Company..

n.

That under and by virtue of said laws and under

and by virtue of its charter and articles of incorpo-

ration, the said plaintiff corporation, is authorized

to locate, appropriate, buy, purchase, lease, take,

condemn, own, possess and take charge of for itself

and for the use of the public, lands, tenements, here-

ditaments, water and water rights, dams and sites

for reservoir, necessary for collecting and storing

water and necessary for use by the public, and ca-

nals, ditches, flumes, aqueducts and pipes necessary

for supplying mines with water and working mines,

and necessary for use by the public and estates and

rights in lands, to wit: a fee simple for said dam
and reservoirs and an easement or right of way for

said canals, ditches, flumes, aqueducts and pipes,

and the right of entry upon and occupation of lands

and to take therefrom such earth, gravel and stones,

trees and timber as may be necessary for said pub-

lic uses, and to exercise the right of eminent domain

for the public uses authorized by Congress and the

laws of Alaska.
III.

That on or about the 25th day of July, 1902, J. S.

Kimball and Chas. A. Giffin entered u]:>on the public

land of the United States at a point on Big Hurrah

Creek, a non-navigable stream, in the Cape Nome
Recording District, District of Alaska, where placer

claim No. 11 on said creek is now located, and at or
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near a point where the intake of the plaintiff's ditch

now is, and then and there, in the name of J. S.

Kimball, located, claimed and appropriated, 2,000

miner's inches of the waters of said creek, measured

under a six-inch pressure, for use in mining along

and in the neighborhood of the ditch herein men-

tioned. All of which water and ditch rights were

thereafter duly transferred to this ])laintiif, and

said plaintiff and its predecessors, with reasonable

diligence, by means of dam and reservoir for collect-

ing and storing said water on said claim No. 11, col-

lected and stored said water, and with reasonable

diligence, by means of the ditch, flumes and pipes

for supplying mines with said water, diverted, con-

veyed and distributed water in supplying mines

therewith, and the i3laintift now has and owns exist-

ing water rights for the uses and purposes above

mentioned and for use by the public..

IV.

That said dam and reservoir and the said ditch,

flumes and pipes were located, built and constructed

and said water collected and stored, supplied and

distributed in the manner most compatible with the

greatest good and the least private injurv and the

same are now so maintained and operated by and in

charge of the plaintiff, for the uses aforesaid; that

the same were located, built and constructed and

the said water appropriated, with the knowledge and

consent of the said defendants S. P. Van Dyke and

D. W. McKay, at a great cost and expense to plain-

tiff, the Midnight Sun Mining and Ditch Company,
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to wit : At a cost and expense of Fift^^ Thousand Dol-

lars and over.

V.

Tliat the said water was located and appropriated

by the means aforesaid, collected, stored and sup-

plied for public use, and the same is necessar}^ for

such use; said dam and reservoir, said ditch, flumes

and pipes, were located, built constructed and laid for

the use by the public and working of mines, and the

same were and are, and will be necessary for such

uses ; and the same have been, are and will be put to

such uses ; that the said plaintiff has been at all times,

and is now in charge of such public uses; that the

public has, for a long time past, used, and does now

and in the future will use said water for mining and

domestic purposes; that the said uses are of public

interest and necessity and will continue so to be.

That defendant S. P. Van Dyke, during all the

times herein mentioned, claims to be the owner of

said placer claims Nos. 9 and 10 on Big Hurrah

Creek described herein, and is at present acting as

owner thereof. That the said defendant D. W. Mc-

Kay has an equity in said placer claims

.

VII.

That said plaintiff owns and is in possession of tlie

dam and reservoir for the storing and collecting (^f

water and for the purposes and the utilization of said

water right and ditch and for the public uses herein

mentioned.
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VIII.

The following is a more particular description of

said ditch over said placer claims Nos. 9. and 10:

Conmiencing at a point on the Eastern boundary

line of said placer claim No. 10, 191.6 feet from the

SE. corner of the said claim No. 10, which South-

east corner bears north 4 degrees, 50 minutes West;

thence West to a point 192.3 feet South 7 degrees,

23 minutes West ; thence West to a point 138.5 feet

South 50 degrees, .01 minutes West; thence West

to a point 177.7 feet South 85 degrees, 34 minutes

West; thence West to a point 213.8 feet North 85

degrees, 36 minutes West; thence West to a point

476.5 feet North 74 degrees, 23 minutes West, to the

Western boundary line of said claim, where said

ditch intersects the same at a point 103.8 feet from

the Southeast corner stake of placer claim No. 9,

which said Southeast corner bears South 24 degrees

West; thence in a Westerly direction 122.8 feet to a

point North 89 degrees, 13 minutes West, West to a

point 193.9 feet North 68 degrees, 26 minutes A¥est;

thence West to a point 344 feet. South 85 degrees,

14 minutes West ; thence West to a point 120.6 feet

South 64 degrees, 35 minutes West; thence West

163.2 South 49 degrees, 09 minutes West to the

Western boundary line of said claim No. 9, which in-

tersects the said boundary line 103 feet from the

Southw^est corner stake of No. 9, which Southwest

corner bears South 32 degree 01 minute East ; thence

along the hillsides on the left limit of Big Hurrah

Creek and Solomon River in a westerly direction

eight and one-quarter miles from its head to placer
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claim B No. 2 on Rock Creek, a tributary of Solo-

mon Eiver, where it terminates. That said ditch has

a grade of an average of 5 feet to the mile and is on

an average 2 feet deep, 9 feet wide at the bottom and

11 feet Avide at the top and has a capacity of 2,000

miner's inches of water, measured under a six-inch

pressure.

IX.

That the said ditch, flumes and pipes used in con-

nection therewith are necessary for supplying mines

with water and are a public use authorized by law

and necessary to the public. That to maintain and

operate said ditch, flumes and pipe and for the pul>

lic use of the same, it is necessary to take and con-

demn a right of way for public use, over and across

said claims Nos. 9 and 10, a strip of land 30 feet

wdde, 10 feet below and 20 feet above the traverse

line of said ditch, as appears by the map attached

to this complaint and marked Exhibit "A," and

along the course thereof as now located, staked and

built over and across said claims. No. 9 containing

.65 acres and No. 10 containing .62 acres. Said right

of Way commences at the Eastern boundary line of

said claim No. 10, runs thence in a Westerly course

to the Western boundary line of said claim, where

the same intersects the Eastern boundary line of

claim No.. 9; thence in a Westerly direction across

said claim No. 9, to the Western boundarv line of

claim No. 9 where, so far as said claims are involved

in this action or proceeding, it terminates; but con-

tinues thence in the same direction and finally ter-
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minates at a ]joint on said Eock Creek where said

ditch terminates, as above stated. That so far as

said ditch and said right of way are involved in this

action or proceeding, a map thereof, showing the lo-

cation and the general route and termini thereof, ac-

companies this complaint as hereto attached, and

marked Exhibit "A" and made a part thereof.

X.

The plaintiff further alleges, that along the whole

route of said ditch and said right of way sought to

be taken and condemned and accessible thereto, are

large tracts of land, mines and placer claims, rich in

deposits of gold, that said gold is found in pa3dng

quantities therein and that said lands are only valua-

ble for the gold found therein, and which may be

extracted therefrom. That the mining of said gold

and the extraction of said gold is the only industry

pursued by the community, the public, along the

route of said ditch and proposed right of wa}' , and

in the neighborhood tliereof ; that said ground and

mining claims cannot be worked or mined, or the

gold extracted therefrom without the use of large

quantities of water to wash out the gold from the

earth, gravel and dirt therein; that the onlv source

and means of supplying said water for the major

portion of said mines and claims, are the said dam,

reservoir, ditch flumes and pipes and the said water

is not available to or for such mining uses, except by

the means aforesaid. That such other mines and

claims in said neighborhood as have other means or

source of water supply are riparian to said stream,
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that these, as well as such other and a lar^e nia-

jorit}' of said mines and claims can and will, be more

practically, economically and profitaWy mined by the

use of the water taken from and supplied by and

to be supplied by said dam and reservoir, ditch,

flumes and pipes. That the water supply in said

neighborhood is limited and it is of public interest

and necessity that the same be regulated and sup-

plied for the use of the public in such manner as to

serve the greatest number and to produce the best

results which can and will be done by the means

aforesaid.

XI.

That the ]3ublic and the owners of said mines and

placer claims and the operators thereof, are desir-

ous of w^orking their said mines and claims and to

use said dam and reservoir, ditch, flumes and pipes,

and the w^ater collected and stored, supplied, carried

and distributed thereby, and the property, right of

way, right of entry and appropriation above men-

tioned and herein sought to be taken and condemned.

That said plaintiff is able and willing to make and

pay just compensation for the property and rights

so proposed to be taken and condemned.

XII.

That the uses of said property and rights are to be

used and are authorized by law and such as the

jjlaintiff, by law, is authorized to exercise the right

of eminent domain in behalf of; that said several

uses are of public interest and advantage and said

property and rights herein sought to be taken and
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condemned are necessary and will be used by the pub-

lic for the uses aforesaid; for the maintenance and

regulation of the water supply, for the sale, rental,

collection and storage, carriage and distribution of

said water for the purposes aforesaid; and the fur-

nishing and supplying said water to the public and

owners and operators of mines and mining claims,

on equal and reasonable terms.

XIII.

That the owners and operators of mines and min-

ing claims along the right of said ditch and right of

way, are numerous and are dependent upon said dam
and reservoir, ditch, flumes and pipes and the said

property and rights hereby sought to be taken and

condemned, for the water to operate and work their

mines; and are desirous of using said means for the

supplying of said water, and to use said water when

so supplied and that there are no other available

means, b}^ which said mines and the owners and

operators thereof, can be supplied with water, ex-

cept the small portion above mentioned.

XIV.

That the plaintiff has endeavored and made all

reasonable attempts to come to some agreement with

the defendants for the use of said property, dam,

reservoir and site for reservoir, and for right of w^ay

and entry upon said premises above mentioned, but

without avail.

Wherefore, plaintiff prays:

I.

That the a right of way over said placer claims Nos.
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9 and 10 to be taken and condemned for snch public

uses and for said ditcb to supply mines with water,

to wit : The right of way over a strip of land 30 feet

wide, 10 feet below and 20 feet above the traverse

line of said ditch as now located and constructed and

extending from the Eastern boundary line of said

claim No. 10 to the Western boundary line of said

claim No. 9, a distance of 2334.5 feet in length, which

is shown on the map hereto annexed and marked

Exhibit ''A."

II.

That the right of entry upon said placer claims

Nos. 9 and 10, and to occupy the same and to take

therefrom the earth, gravel and stones as are neces-

sary to preserve and repair said ditch, to be taken

and condemned for the public uses aforesaid.

III.

That said taking and condemnation to be done in

the manner and form as provided in Chapter 22, of

Title III, of an act entitled, "An act making fur-

ther i^rovision for the civil government of Alaska

and for other purposes," approved June 6th, 1900.

That three commissioners be appointed according

to law for the purpose of assessing the value of said

premises so to be taken and the damages to said de-

fendants may sustain, if any, by reason of the tak-

ing and appropriation of the said right of w^ay by

the plaintiff and the taking of said property, and the

appropriation and diversion of said water of Big

Hurrah Creek, and that a final judgment and order

of condemnation, be made setting aside said prop-
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erty and rights to the plaintiff herein, for said pulj-

lic uses, on payment of the award made by tlie said

<-ommissioners and for such other and further relief

in the premises, as may seem just and proper.

S. T. JEFFREYS,
Attorney for Plaintiff.

United States of America,

District of Alaska,—ss.

I, S. T. Jeffreys, being first duly sworn, depose

and say:

That I am the duly and legally appointed agent,

residing at the city of Nome, District of Alaska, upon

whom service ma}^ be made in behalf of said plain-

tiff corj^oration, and I have duly consented to such

agency.

That I know the contents of the foregoing com-

plaint and the same is true.

S. T. JEFFREYS.

Subscribed and sworn to before me this 23 day of

August, 1905.

[Notary Seal] J. F. HOBBES,
Notary Public in and for the District of Alaska, Re-

siding at Nome.

Service by copy this 23d day of August, 1905.

A. J. BRUNER.
[Endorsed]

: No. 1350. In the United States Dis-

trict Court for the District of Alaska, Second Di-

vision. Midnight Sun Mining and Ditch Company,
a Corporation, Plaintiff, vs. S. P. Van Dyke and D.

W. McKay, Defendants. Amended Complaint.



12 S. P. Van Dyke and D. W. McKay vs.

Filed in the Office of the Clerk of the U. S. Dist.

Court, Alaska, Second Division, at Nome, Alaska.

Sep. 2, 1905. John H. Dunn, By An^us McBride,

Deputy Clerk. S. T.. Jeffreys, Attorney Plaintiff.

In the United States District Court, in and for the

District of Alaska, Second Division.

MIDNIGHT SUN MINING AND DITCH COM-

PANA^ (a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.

Demurrer.

Comes now the defendant D. W. McKay and de-

murring to the complaint on file in the above-entitled

cause on the following ground, viz.:

That said complaint does not state facts sufficient

to constitute a cause of action, or entitle the plain-

tiff to the relief prayed for in the complaint.

Wherefore, defendants demand judgment that

said action be dismissed and for his costs.

A. J. BRUNER and

ELWOOD BRUNER,
Attorneys for Defendants.

Due service of the within b}^ copy admitted this

19tli day of September, 1905.

S. T. JEFFREYS,
Attorney for Plaintiff.
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[Endorsed] : No. 1350. United States District

Court, District of Alaska, Second Division. Mid-

night Sun Mining & Ditcli Company, a Corporation,

Plaintiff, vs. S. P. Van Dyke and D. W. McKay,

Defendants. Demurrer. Filed in the Office of the

Clerk of the U. S. Dist. Court, Alaska, Second Divi-

sion, at Nome, Alaska. Sep. 19, 1905. John H.

Dunn, Clerk. By Angus McBride, Deputy. L. A.

J. Bruner & Elwood Bruner, Attorneys for Defend-

ants.

Filed in the Office of the Clerk of the U. S. Dist.

Court, Alaska, Second Division, at Nome, Alaska.

Sep. 19, 1905. John H. Dunn, Clerk. By
,

Deputy.

In the United States District Court for the District

of Alaska, Second Division.

No. 1350.

MIDNIGHT SUN MINING AND DITCH COM-
PANY (a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.

Order on Motion to Strike and Demurrer.

This case coming on regularly to be heard upon

the demurrer to plaintiff" 's complaint, and the mo-

tion to strike certain words from plaintiff's com-

plaint, and the said demurrer and motion to strike

having been argued together by counsel, and the same
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having been duly considered, and the Court having

been fully advised in the premises does now

OEDEE

:

that said demurrer to plaintiff's complaint, and the

motion to strike certain words from plaintiff's com-

plaint be, and the same are, hereby overruled.

ALFEED S. MOOEE,
Dist. Judge.

Dated at Nome, Alaska, September 25, 1905.

[Endorsed] : No. 1350. Midnight Sun Min. and

Ditch Co., vs. S. P. Van Dyke & D. W. McKay.

Order on Demurrer and Motion to Strike. Filed in

the Office of the Clerk of the Dist. Court of Alaska,

Second Division, at Nome. Sep. 25, 1905. Jno. H.

Dunn, Clerk. By , Deputy. Eecorded

Vol. 3, Orders and Judgments, p. 539. C. McB.

In the United States District Court, in and for the

District of Alaska, Seconds Division.

MIDNIGHT SUN MINING AND DITCH COM-
PANY (a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.

Answer.

Come now the above-named defendants and an-

swering plaintiff's amended complaint, admit, allege

and deny as follows:
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I.

Defendants answering paragraph 1 of plaintiff's

amended complaint, deny that they or either of them

have any knowledge or information thereof, suffi-

cient to form a belief, and therefore they deny each

and every allegation, matter and thing therein con-

tained.

II.

Answering paragraph 2 of plaintiff's amended

complaint, defendants deny each and every allega-

tion, matter and thing therein contained.

III.

Answering paragraphs 3, 4, 5, 7, 8, 9, 11, 12, 13

and 14 of the amended complaint, defendants deny

each and every allegation therein contained, save and

except, the defendants admit that the plaintiff, prior

to the commencement of this action, diverted a large

portion of the w^aters of Big Hurrah Creek.

IV.

Defendants admit the allegations of paragraph 6

of the amended complaint.

V.

Defendants answering paragraph 10 of plaintiff's

amended complaint, deny each and every allegation,

matter and thing therein contained, save and except

the allegation that the mines and mining claims re-

ferred to in said complaint are valuable only for the

precious metals contained therein and thereon, and

also that the water supply in said neighborhood is

limited.
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And for a fiirther and separate answer and de-

fense to said amended complaint, defendants allege:

I.

That on the day of July, A. D. 1902, defend-

ant, S. P. Van D3d^e, was and had been for a long

time prior thereto the owner and in the possession

of those certain placer mining claims known as Nos.

9 and 10 Above Discovery Claim on Big Hurrah

Creek in Cape Nome Recording District, Alaska,

but that since the commencement of this action the

said S. P. Van Dyke has by good and sufficient deed

conveyed all of his right, title and interest in and

to the above described mining claims to defendant

D. W. McKay who is now the ow^ner thereof and

that said D. W. McKay at the time of the commence-

ment of this action owned an equitable interest there-

in, and that said D. W. McKay is the owner of other

placer mining claims situate upon and riparian to

said Big Hurrah Creek and below placer mining

claim No. 11 above Discovery on said Big Hurrah

Creek. That said placer mining claims are valuable

only for the deposits of gold contained in the gravel

upon said claims, and that in mining and extracting

the gold from said gravel, it was, and is necessary

to use all the waters of said Big Hurrah Creek.

Defendants further allege, that all of the waters

of said Big Hurrah Creek, and prior to the diver-

sion thereof by plaintiff, passed through and over

said mining claims Nos. 9 and 10 Above Discovery

on Big Hurrah Creek and the other placer mining

claims owned by defendant D. W. McKay as above
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set fortli; and said placer mining claims are riparian

to said Big Hurrah Creek, and are situate below the

point where plaintiff claims to have diverted and

appropriated the waters of said Big Hurrah Creek.

Defendants further allege, that there is not more

than sufficient water in said Big Hurrah Creek dur-

ing the open mining season of each 3^ear to properly

sluice, wash and mine the earth and auriferous

gravel lying thereon and extract the gold .lyin.2: there-

in, and that if plaintiff is permitted to appropriate

and divert the said waters of said Big Hurrah Creek

that the aforesaid mining claims named Nos. 9 and

10 above Discover}^ on Big Hurrah Creek, and the

other placer mining claims owned by said defendant

J). W. McKay as aforesaid, will become utterly

worthless and of no value whatsoever.

11.

Defendants further allege that before the com-

mencement of this action, plaintiff without right or

title, or license so to do, entered upon the said claims

of defendants, namely, Nos. 9 and 10 a]x>ve Discov-

ery on Big Hurrah Creek, as aforesaid, and built

and constructed a ditch over and across and through

said claims, and that said ditch so constructed is an

obstruction to the free use and enjoyment of defend-

ants' said property, to defendants' damage in the

sum of $5,000.00.

Wherefore, defendants pray judgment:

1. That plaintiff take nothing by its action and

that defendants have judgment for $5,000.00 dam-

ages and for their costs and expenses of suit.
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2. That a mandatory injunction issue, compelling

the plaintiff to remove the said ditch and obstruc-

tion from defendants' property, and for such other

and further relief as to this Honorable Court may
seem meet and equitable.

A. J. BEUNER and

ELWOOD BEUNER,
Attorneys for Defendants.

United States of America,

District of Alaska,—ss.

A. J. Bruner, being tirst duly sworn, deposes and

says:

That he is the agent and attorney in fact for the

above-named defendant, D. AV. ]McKay, and attorney

for the defendant, S. P. Van Dyke, who are both

absent from Alaska ; that he has read the foregoing

answer, knows the contents thereof, and the same

is true as he verily believes.

A. J. BEUNER,

Subscribed and sworn to before me this 3d day of

March, A. D. 1906.

[Notarial Seal] T. M. HOSKING,
Notary Public in and for the District of Alaska.

Due and legal service of the within answer by copy

is hereby admitted this 3d day of March, A. D. 1906.

S. T. JEFFREYS,
Attorney for PlaintiH'.

[Endorsed]: No. 1350. United States District

Court, District of Alaska, Second Division. Mid-

night Sun Mining & Ditch Company, a Corporation,

Plaintiff, vs. S. O. Van Dyke & D, :\T. McKay, De-
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fendants. Answer. Filed in the office of the Clerk

of the Dist. Court of Alaska, Second Division, at

Nome. Mar. 3, 1906. Jno. H. Dunn, Clerk. By
, Deput}^ A. J. Bruner & Elwood

Bruner, Attorneys for Defendants. Mc.

lyi the District Court for the District of Alasha, Sec-

ond Division.

MIDNIGHT SUN MINING AND DITCH CO.

(a Corporation),

Plaintiff,

vs.

D. W. McKAY and S. P. VAN DYKE,
Defendants.

Reply.

Comes now the plaintiff and for reply to defend-

ants' answer herein, denies and alleges:

Denies each and every allegation, matter and

thing contained in paragraph one of the further and

separate answer and defense to said amended com-

plaint, except that the said defendants claimed some

interest in the property described in the complaint.

Admits that the property described in the com-

plaint is riparian to the waters of Big Hurrah Creek

and situated below the intake of ]^]aintiff 's ditch and

that the said waters passed over said property prior

to the appropriation.

Plaintiff denies each and every allegation, matter

and thing contained in paragraph two of defendants'

answer, herein.
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For a further and separate reply to the answer

herein and for a comi^lete defense of the answer

hereto, plaintiff alleges

:

That the said defendants ought not to he ]jer-

mitted to deny the allegations set out in plaintiff's

complaint herein or any part of them, or, to set up

any defense against plaintiff's right to construct and

maintain the ditch described in plaintiff's complaint,

or to object to plaintiff's appropriation, diversion

and use of the waters of Big Hurrah Creek in the

manner and form set out in plaintiff's complaint

herein, or, to contend against plaintiff's right to con-

demn a right of way over defendant's property for

the purjDOse of maintaining said ditch and water

right as described in plaintiff's complaint herein, for

the reason,

—

That at the time alleged in plaintiff's complaint

that plaintiff commenced to construct its said ditch

over defendant's property, as described in the com-

plaint herein, and for a long time thereafter, the

said defendants never refused plaintiff the right to

construct and maintain its said ditch or to api3ro-

priate and divert the waters of Big Hurrah Creek.

That the said defendant, S. P. Van Dyke, who is

the owner of said property, during all the times

herein mentioned, was on the ground, saw and knew

that plaintiff was constructing its said ditch over the

said defendant's said claim, and was intending to and

did appropriate and divert the waters of Big Hurrah

Creek for the purpose mentioned in plaintiff's com-

plaint, and made no objection to the construction of
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said ditch, or, to the appropriation of said waters

through said ditch.

Plaintiff further alleges that the said defendants

ought not to be permitted to defend against plain-

tiff's cause of action as set out in the complaint here-

in, for the reason, that plaintiff and defendants both

believed, during all of the times herein mentioned,

that plaintiff had the right to appropriate, divert

and use the waters of Big Hurrah Creek as men-

tioned and described in plaintiff's complaint herein.

That the conduct and language of the said defend-

ant, S. P. Van Dyke, owner of said property, during

all of the times herein mentioned, encouraged plain-

tiff to pursue its work in the construction of said

ditch and the diversion of the waters of Big Hurrah

Creek, as mentioned in plaintiff's complaint.

That before any objection was made ])y defend-

ants to the maintenance of the said ditch and the

diversion of the waters of Big Hurrah Creek as here-

in defined, plaintiff' had expended in the construction

and maintenance of said ditch, a large amount of

money, to wit, several thousand dollars.

Wherefore, plaintiff prays that defendants be es-

topped from defendant against plaintiff's cause of

action as set out in the complaint herein, and that

plaintiff have judgment as prayed for in the com-

plaint herein.

S. T. JEFFREYS,
Attornev for Plaintiff.
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United States of America,

District of Alaska,—ss.

I, S. T. Jeffreys, being first dnly sworn, depose and

say that I am the resident agent of the plaintiff cor-

poration in the above-entitled action and that the

foregoing reply is true.

S. T. JEFFREYS.

Subscribed and sworn to before me this 4th da}

of May, 1906.

[Notarial Seal] P. J. COSTON,
Notary Public for the District of Alaska.

United States of America,

District of Alaska,—ss.

Due service of the within reply is hereby accepted

in the District of Alaska, this 7 day of May, 1906, by

receiving a copy thereof, duly certified to as such

by S. T. Jeffreys, Attorney for Plff.

A. J. BRUNER,
ELWOOD BRUNER,

Attorneys for Defts.

[Endorsed]: Original. #1350. No. . In

the United States District Court, District of Alaska,

Second Division. Midnight Sun Mining and Ditch

Company, a Corporation, Plaintiff, vs. D. AT. Mc-

Kay and S. P. Van Dyke, Defendant. Reply.

Filed in the Oface of .the Clerk of the Dist. Court of

Alaska, Second Division, at Nome. May 7, 1906.

Jno. H. Dunn, Clerk. By , Deputy. S.
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T. Jeffreys, Attorneys for Plaintiff, Xome, Alaska.

McB.

In tlte District Court for the District of AJash-n,

Second Division.

No. 1350.

MIDXiaHT SUN MINING AND DITCH CO. (a

Corporation),

vs.

S. P. VAN DYKE and D. W. McKAY.

Findings [of Fact and Conclusions of Law].

The above-entitled case having come on for hear-

ing npon a motion for an order of condemnation of

rihgt of way for a ditch for the conveyance of water

across certain mining property of defendants,

namely, placer claim No. 9 and 10 above on Big

Hnrrah Creek, in the Cape Nome Mining and Re-

cording Precinct, in the District of Alaska, and for

an order appointing commissioners to assess the

damages; both parties to the proceedings appearing

by counsel, and the evidence previously taken by the

referee appointed by the Court for that purpose hav-

ing been read and considered, after argument l)y

counsel, the Court now finds:

1.

That the plaintiff is a corporation, organized

under the laws of the State of California and au-

thorized and doing business in the District of Alaska,

and its true name is the "Midnight Sun Mining and

Ditch Company."
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2.

That under aud b}' virtue of the articles of incor-

poration of said plaintiff corporation it is authorized

and empowered to locate, appropriate, purchase,

lease, take, condemn, own, possess, and take charg'c

of, for itself and the use of the public, lands, tene-

ments, water, water rights, dams, reservoirs, canals,

ditches, flmnes, aqueducts and pipes for working and

supplying mines with water for itself and the use of

the public.

3.

That the plaintiff is now and at the tune of the

connnencement of this action and for a long time

prior thereto Avas the owner and in possession of ex-

isting water location and water rights and ditch de-

scribed in the complaint herein, and in charge of the

same for the uses and purposes set out in finding

Number (2) Two.

4.

That the plaintiff by means of dam and reservoir

built and constructed on Big Hurrah Creek on placer

claim Number (11) Eleven, Cape Nome Recording

Precinct, Alaska, and the storage of the water

thereof, and by means of the ditch, described in the

complaint herein, diverted the said w^aters of said

Big Hurrah Creek, and by means of said dam, reser-

voir and ditch is now, during the open season and

has been ever since the commencement, of this ac-

tion and a long time prior thereto, conveying and

transporting and has conveyed and transported said

waters for the distance of about eight miles, and is
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and has been during the tunes mentioned in finding-

Number (3) Three, supplying and distributing said

waters to mine o\Yners along the line of said ditch,

by means of said ditch, for the working of placer

mines, and the use of the public and the utilizing said

waters and ditch for the working of said plaintiff's

own mines.

5.

That the taking of the pro]3erty described in plain-

tiff's complaint so to be applied is necessary to such

public use; that the public interest requires the tak-

ing of such property.

As conclusions of law from the foregoing facts the

Court finds

:

1.

That the use to which plaintiff has applied and is

applying the said waters and using said ditch is a

public use authorized by the laws of Alaska.

2

That the plaintiff is entitled to have the property

described in the plaintiff's complaint, herein con-

demned, and in the manner therein stated.

3.

That it is entitled to an order appointing three

connnissioners as provided in Chapter 22 of the emi-

nent domain of the Civil Code for the District of

Alaska.
ALFRED S. MOOEE,

District Judge.

P^ndorsed] : No. 1350. In the United States Dis-

trict Court, Distri<!t of Alaska, Second Division.

Midnight Sun Mining and Ditch Co., Plaintiff, vs.
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S. P. Van Dyke & D. W. McKay, Defendants. Find-
ing of Fact and Conclusions of Law. Filed in the

Office of the Clerk of the Dist. Court of Alaska, Sec-

ond Division, at Nome. Jan. 18, 1908. Jno. H.
Dunn, Clerk. By

, Deputy. S. T. Jef-

freys, Attorneys for . Nome, Alaska.

Vol. 6, Orders and Judgments, p. 57. Comp. McB.

In the District Court for the District of Alaska, Sec-

ond Division.

No. .

MIDNIGHT SUN MINING AND DITCH COM-
PANY (a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.

Motion for a New Trial.

Come now the above-named defendants and move

the Court to vacate and set aside the decision and

order rendered in the above-entitled cause in favor of

the plaintiff and against the defendants on the 18th

day of January, A. D. 1908, and grant a new trial of

said cause, upon the following grounds, to wit

:

I.

Insufficiency of the evidence to justify the decision

and that it is against law, in this, as follows, viz.

:

1. The evidence shows that the plaintiff is not the

ow^ner and in possession of any existing water loca-
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tion and water rights, or water location and water

rights and ditch, as described in the complaint.

2. That the evidence shows that the plaintiff is

now and at all times mentioned in the complaint, has

been a trespasser npon the property of the defend-

ants described in the complaint.

3. That the evidence shows that the plaintiff was

using said ditch for its own personal use and not foi*

public uses or purposes.

4. Because the evidence shows that the plaintiff

has not diverted the waters of Big Hurrah Creek

for any public use.

5. Because the evidence shows that the defend-

ants are entitled to the use of all the waters of Big

Hurrah Creek and that it is necessary for them to

use all the waters of Big Hurrah Creek to economi-

cally and successfully mine the grounds described

in the complaint.

6. Because the law will not require the doing of a

vain and idle act, and that as it appears from the

evidence the plaintiff has no waters to convey in said

ditch, the law ^\411 not condemn the land for said

ditch, because it would be a vain and idle act.

7. Because the evidence shows that the ditch men-

doned in the complaint was not constructed for a

public use.

2.

Because the decision is against law.

Dated. Nome, Alaska, January 21st, 1908.

ELWOOD BRUNEE,
A. J. BEUNER,
Attornevs for Defendants.
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United States of Amerir-a,

District of Alaska,—ss.

Due service of the within motion for a new trial

is hereby accepted, in the District of Alaska, this 21st

day of Jan., 1908, by receiving a duly certified copy

of the same.

S. T. JEFFEEYS,
Attorneys for Plff.

[Endorsed] :No. 1350. In the District Court, Dis-

trict of Alaska, Second' Division. Midnight Sun

Mining and Ditch Co., a Corp., Plaintiff, vs. S. P.

Van Dyke and D. W. McKay, Defendants. Motion

for New Trial. Filed in the Office of the Clerk of the

Dist. Court of Alaska, Second Division, at Nome.

Jan. 21, 1908. Jno. H. Dunn, Clerk. By
,

Deputy. A. J. Bruner, Elwood Bruner, Attorney

for Defendants, Nome, Alaska.

7^/ the Bistrict Conrt for the District of Alaska, Sec-

ond Division.

MIDNIGHT SUN MINING AND DITCH CO. (a

Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.
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Order Overruling Motion for a New Trial.

This cause came on regularl,y to be heard on Fri-

day, Mar(4i 6th, 1908, upon defendant's motion for

a ne^v trial in the above-entitled action.

The said motion for new trial was submitted to the

Court without argument, and the Court being fully

ad'.'ised in the premises, after due consideration, or-

ders that the said motion be, and the same hereby is

overruled.

Dated Nome, Alaska, March 9th, 1908.

ALFRED S. MOORE,
District Judge.

[Endorsed] : No. 1350. In the District Court for

the District of Alaska, 2d Division. Midnight Sun

Mining and Ditch Co., a Corporation, vs. S. P. Van-

Dyke and D. W. McKay. Order Overruling Motion

for New Trial. Filed in the Office of the Clerk of

the Dif t. Court of Alaska, Second Division, at Nome,

Mar. 9, 1908. Jno. H. Dunn, Clerk. By
,

Deputy. Vol. 6, Orders and Judgments, p. 112.

Comp. McB.

[)i the District Court for the District of Alaska, Sec-

ond Division.

MIDNIGHT SUN MINING AND DITCH CO. (a

Corporation),

Plaintiif,

vs.

D. W. McKAY et al.,

Defendants.
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Order of Condemnation.

This cause having been submitted to the Court

upon testimony taken by deposition before a referee

heretofore appointed by the Court for that purpose,

and the said cause having come on for trial before

the Court and the testimony in said cause together

with the arguments of counsel having been consid-

ered by the Court, the Court finds in favor of the

jjlaintiff and against the defendants, and as conclu-

sions of law finds that the plaintiff is entitled to the

relief prayed for, to wit

:

1. That so much of claims Nos. 9 and 10 Above

Discovery on Big Hurrah Creek, in the Cape Xome

Recording Precinct, as is described in plaintiff's com-

plaint by metes and bounds, be taken and condemned

for a ]Dublic use, to wit, the right to carry water from

Big Hurrah Creek in a ditch already constructed by

the plaintiff, over and through said claims of defend-

ants for the ]3ublic use of supplying mines with

water.

2. That the right of entry u]jon said claims Nos.

9 and 10 and to occupy the same and to take there-

from the earth, gravel and stones as are necessary to

preserve and prepare the ditch aforesaid to be taken

and condemned for the public use aforesaid.

3. That said taking and condemnation be done in

the manner and form as provided in Chapter 22 of

Title 3 of an act entitled "An Act making further

provision for the Civil Government of Alaska and

for other purposes," approved June 6, 1900.

4. That three commissioners be appointed accord-

ing to law for the purpose of assessing the value of
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said premises so to be taken and the damages tlie said

defendants may sustain, if any, by reason of the tak-

ing and appropriation of tlie said right of way by the

plaintiif and the taking of said property, and that a

final judgment and order of condemnation be made

setting aside said property and the rights to the

plaintiff herein for said public use on payment of the

award made by the said commissioners.

Dated at Nome, Alaska, March 9, 1908.

ALFRED S. MOORE,
District Judge.

[Endorsed] : No. 1350. In the District Court for

the District of Alaska, Second Division. Midnight

Sun Mining and Ditch Company, a Corporation, vs.

D. W. McKay et al. Order of Condemnation. Filed

in the Office of the Clerk of the Dist. Court of Alaska,

Second Division, at Nome, Mar. 9, 1908. Jno. H.

Dunn, Clerk. By , Deputy. Vol. 6, Or-

ders and Judgments, p. 127. McB. Comp.

In the District Court for the District of Alaska, Sec-

ond Division.

MIDNIGHT SUN MINING AND DITCH COM-
PANY (a Corporation),

Plaintiff,

vs.

D. W. McKAY and S. P. VAN DYKE,
Defendants.

Bill of Exceptions.

Be it rememered, that this cause came on regularly

for trial in the above-entitled court before the Hon-
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orable ALFRED S. MOORE, Judge of said court,

sitting without a jury, on the 1st day of November,

A. D. 1907, that being a regular day of a special term

of said court, S. T. Jeffrey, Esq., appearing as coun-

sel for plaintiff and Elwood Bruner, Esq., appearing

as counsel for defendants, counsel for the respective

parties having theretofore stipulated to that effect,

the testimony in said cause having been taken before

a notary public and all of the evidence in said cause

consisted of depositions taken on behalf of both ]:>ar-

ties and other documentary evidence.

Plaintiff introduced in evidence the deposition of

SILVEY STUART, taken on behalf of plaintiff,

which was thereupon read to the Court.

[Deposition of Silvey Stuart for Plaintiff.]

My name is Silvey Stuart and am by occu])ation

a miner. Am acquainted with Big Hurrah Greek, a

tributary of the Salmon River in the Nome District,

District of Alaska, and have owned property there

since the year 1900. The Midnight Sun Company's

ditch runs parallel with the creek and passes through

a bench claim in which I am interested.

In the year 1905 I used water furnished me by the

ditch company for prospecting and assessment work

on both my bench claim and my creek claims. Re-

cently in 1906 Mr. Rol)bins, manager of the ditch

company, offered to furnish me with water and nego-

tiations are now pending. I know that the company

furnished water to Mrs. Thomas last year. She was

living on the lower end of claim No. 5 owned by Mr.

McKay. I saw it being used myself. It was for
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(Deposition of Silvey Stuart.)

representation work and also prospecting. I have

a general knowledge as to the value and character as

to those claims as to whether they are gold bearing or

not and believe they have it in paying quantities if

plenty of water is used. I am acquainted with the

character of the river bed and banks of Big Hurrah

Creek. If plaintiff's dam should be constructed

across Big Hurrah at the intake of plaintiff's ditch

on claim Xo. 11 and the waters should be diverted

through said ditch for several claims below the in-

take there would be very little water if they diverted

it out of the creek of course. In a dry season there

would be very little water and the only waters that

would get down below the dam would be the seepage

water and the seepage would gradually increase as

you came farther down the creek and also the water

coming in from the gulches and creeks on either side.

It would be very hard to estimate the amount. My
claim is Xo. 3 Above Discovery and taking the last

season as an average season about four sluice heads

crossed my ]3lace. Of course the amount would grow

less as you proceeded up the stream. There would

be less water of course on Xo. 5 and it would gradu-

ally decrease as you went up the stream. The only

increase as it comes down is by the seepage by the

dam and the seepage water that comes from each side.

I think last season was an average season. If a good

portion of the water flowed down Big Hurrah Creek

at the intake of plaintiff's ditch were i')ermitted to

flowdown on the claims below there would in my opin-

ion lie a sufficient amount of water so that mining
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(Deposition of Silvey Stuart.)

could be followed alono- down that creek durinoj all the

seasons that I have been acquainted with it. There

are no other ditches in that portion of the country at

this time that can supply the mining lands that lie be-

neath the plaintiff's ditch its whole route of al)out

nine miles with water. There are no other sources of

sui^ply of water other than the plaintiff's ditch along

the benches that lie on the limits of Big Hurrah and

Solomon Eiver. I have lived on Big Hurrah Creek

every summer since the year 1900.

Cross-examination.

My claim No. 3 is about one mile and a half from

No. 10. If all the water was taken out of Big Hur-

rah Creek by the plaintiff there would not be a quar-

ter of a sluicehead flowing across No. 10. It would

be a very small amount. I would not be able to mine

successfully with a quarter of a sluicehead and in

order for the owner of No. 10 to work successfully

he would either be compelled to buy water from the

ditch company or have the water flow down Big Hur-

rah Creek past the plaintiff's dam. In working his

ground if he only wished to shovel into sluice boxes

one sluicehead would be sufficient, but if he wanted

to work on a larger scale, for instance to ground-

sluice the more water he could get the better. I have

never made an estimate of the number of inches of

water that ordinarily flows down Big Hurrah Creek

in an average season when unobstructed by plaintiff 's

dam or ditch. I considered last year an average sea-

son and could not have utilized all of the waters of

Big Hurrah on my claim.
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(Deposition of Silvey Stuart.)

It would be impossible to ground sluice Nos. 9 and

10 if the i3laintiffs diverts the waters of the creek at

No. 110. As the ditch passes down over and uidou 9,

8, 7, 6, the Dieckman Fraction and 5 and 4, the seep-

age water increases so that when it got to my ground

I had more water than I wanted, and I could have

no use for the company's water if it would not have

the elevation the ditch gave me. There is no other

source of supply of water to any amount in that

vicinity, except Big Hurrah Creek. In diverting the

water from Big Hurrah Creek b}" the ditch company,

there would be no way of working the benches on

the right limit. I have had no experience in ground

sluicing, but I would judge that to be the cheapest

method of working placer mining ground.

Eedirect Examination.

I could utilize water from the ditch, because of the

elevation.

Q. Mr. Stevrart, could in your opinion the creek

claims of Big Hurrah be worked more successfully

and economically from the waters of the ditch than

from the waters of the creek bed?

A. Well, I think the lower claims could, where

there is sufficient elevation.

Eecross-examination.

The ditch would not benefit Nos. 9 and 10 and Xo.

8 very little. There is but little fall to the creek and

I do not think any claim could be worked with

the waters that ordinarily flows. I would .judge the

claims 7, 8, 9 and 10 would sliiDw an elevation of
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(Deposition of M. J. Burns.)

about 50 feet. There is about 50 feet of pressure

to tlie mile and about 12i/L> feet of fall is the averao-e

on and off that creek.

[Deposition of M. J. Burns, for Plaintiff.]

The deposition of M. J. BURNS, a witness i>ro-

duced on behalf of the plaintiff was then read:

Am a mining prospector and am acquainted with

Big Hurrah Creek. I located on it in the fall of '99,

and have been there off and on every summer since,

sometimes doing a little work. I think the last min-

ing I did on it was in 1902 on claim No. 2. I know

the plaintiff's ditch and last year I used some water

through some hose by permission of the ditch com-

pany's ditch-walker, of evenings when they were not

using the water dowm below, and used it for running

a cross-cut off the left limit of No. 2 on Big Hurrah

Creek. I have a general knowledge of the claims

lying contiguous to and below the ditch all the wa}^

to Solomon River and it is mineral bearing. I knoAV

No. 4 Below on Solomon, and it could be mined with

water from the ditch. The only other source of sup-

ply of water is a small ditch and pijje line owned

by the Lanes at the Big Hurrah Quartz Mine, and I

think is their private property. They were using

water on 9 and 10 last summer, which they got over

from Iron creek.

Cross-examination.

All the waters of Big Hurrah Creek could easily be

used over on Solomon River and a good deal more,

and if the ditch company happened to own the lands

over on Solomon and w^anted to use the waters over
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(Deposition of M. J. Burns..)

there, the only claims on Big Hurrah would be those

lower down the creek, and there might be some places

where they would be all right which would come

from seepage water. For probably a mile and a

half from the intake there would be probably not

more than a quarter of a sluice head.

(Questioned by Mr. BRUNER.)
It would take considerable water to mine Nos. 10

and 9, would it not?

A. Yes; it takes a good bit of water to work it

successfully.

Q. And really the more successful method, under

the conditions accessible there, would be the method

known as bedrock drains and ground sluicing, would

it not .^

A. Why, it is the best that has been done so far.

Q. It is the best and most economical method with

a sufficient body of water?

A. Yes, sir; I believe it is.

Q. It would be impossible to successfully mine by

ground sluicing on Nos. 9 or 10, without the whole

waters of Big Hurrah Creek, would it not?

A. I believe it would.

Redirect Examination.

In the year 1902, there were no ditches on the

stream diverting any of the waters of Big Hurrah

Creek.
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[Deposition of H. M. Holmgrehn, for Plaintiff.]

The deposition of H. M. HOLMGREHX, a wit-

ness produced on beliali of plaintiH', was then read

:

I am ditch watchman for the Midnight Sun IMiii-

ing and Ditch Company and reside at Solomon. 1

have been acquainted with Big Hurrah Creek since

1904, and w^as engaged in manual labor when they

were building the ditch. Began about the 14th of

May, under the direction of Mr. Chas. W. Giffen,

Manager. The ditch was built the whole length that

season, so that they could run water through it, but

it was not then more than half the size it is to-day.

The full length from the intake to where it runs into

Rock Creek is between 8^/2 and 9 miles. The plain-

tiff was working claim Xo. 10 below on Solomon

River using the w^ater from the ditch, and the com-

l^any also was selling water to different parties along

the river. They sold water to Hanmiond and Soule

on No. 5 Below on Solomon and to Dr. Fell on No.

8 Bench Below on Solomon; also to Jasper Pred-

erickson on No. 6 Below on Solomon; also, I think,

they sold water to Emil Anderson. That was in the

year 1901. In 1905 Mrs. Thomas used the ditch

water, and also Silvey Stuart; also a man named

Burns, who is w^orking a bench opposite No. 2 on Big

Hurrah Creek; also Chas. Seversen who was work-

ing a bench opposite No. 1 on Solomon River. I

had charge of the ditch, and do not recall anyone else

who was using the water in 1905, though I think there

were other parties. This year, 1906, Oliver Oyah

used water from the ditch on No. 7 Solomon ancl
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(Deposition of H. M. Holmgrehii.)

Emil Anderson on the Bench Opposite No. 6 on Sol-

omon River. In the fall of 1905, I was taking care

of the company's buildings and properties in town

and around Solomon; and Soule and Hammond on

No. 5 Solomon wanted to get water from the ditch.

This season, 1906, Mr. Hoolyan and Mr. Anderson

used ditch water for a while to wash up their dumps

on Solomon River. The water could be used from

the company's ditch for washing up the dumps in

the spring of the year along the left limit of Hurrah

Creek and the Solomon River down as far as Rock

Creek. The dumps all along that section below the

ditch could be sluiced up in the spring of each year

by using water from the ditch. Last season the man-

agers of the plaintiff ordered me to sell water to any

party that happened to inquire for it. The mine

owners along Big Hurrah generally used the water

in ground sluicing and in ordinary shoveling, scrap-

ing with scrapers with teams and horses and shovel-

ing into boxes. I have known some of the mine

owners to disregard the mine owners below them

on Big Hurrah Creek and run the water around

other parties below them. I am acquainted with the

general character of the ground along the line of the

ditch. It is gold-bearing, and there is no other

source of supply other than water of this ditch by

which the land or claims can be supplied with water

successfully.

Cross-examination.

I don't know how many inches of water the ditch

diverts. I consider that there is pretty close to 100
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(Deposition of H. M. Holmgrelm.)

inches passing the intake down the creek. Am n(tt

selling water to any person at this time. The com-

pany itself is using the waters for mining. The

company" owns quite an amount of ground on Sol-

omon River, and could use all the waters of Big Hur-

rah Creek in mining their own ground. I know the

company owns No. 10 Solomon, and they own quite

a number of benches, but I don't exactl,y know how

many, nor the location of them. Last year the com-

pany took as much as 700 inches out of Big Hurrah,

and carried it in its ditch. There are placer mining

claims all the distance from No. 11 Big Hurrah to

No. 10 on Solomon River, and all of them could be

worked with water. I think Mr. McKay could work

that ground with 100 inches of water. I never did

ground sluicing, but I know that in that character of

mining you try to get as much force on the water as

you can. I think a hundred inches of water would

be sufficient for pretty fairly good ground sluicing.

The compan}" did not have all the waters of Big

Hurrah Creek last year, and the miners on the creek

had an average of about 100 inches of water; pretty

close to half a sluicehead comes in seepage from the

dam. On No. 9 there would be about 150 inches. I

do not think that ground sluicing could be success-

fully conducted with a half sluicehead of water.

There is a stream coming in below there that ain't

utilized by anybody ; it runs into Big Hurrah below

the intake of this company's ditch. It is pretty dry

at this time, 1906, and there is about a quarter of a

sluicehead that comes down in a pipe line from the



TJie Midnight Sim Miniiir/ etc. Co. 41

(Deposition of H. M. Holmgreliu.)

quartz-mill owned by the Lanes. There is now aljoul

three or four hundred inches coming- down Big Hur-

rah Creek above the intake, and that is all being-

used by the plaintiff on its own claim No. 10 Sol-

omon, except as hereinbefore stated, and that is not

sufficient to wcTi'k the claim to advantage. This is a

dry season, and the company does not expect, with

this amount of water to supply all those claims up

and down Big Hurrah and down on Solomon River.

When the company has not got water sufficient for

its own use, it is willing- to sell it to ]jurchasers.

They sold water last year for about a month to a

man named Severson. I worked for the company on

the ditch for a while in 1901. It was finally com-

pleted in the spring of 1905, through to their prop-

erties on Solomon River.

Q. (By Mr. BRUNER.) Now, the people that

you speak of the companv having sold water to, that

was before the ditch was completed on the plaintiff's

properties, of course, was it not? A. Yes, sir.

Q. They had no occasion to use it on their own

properties, could not use it on their properties?

A. It was near their own ground, but they could

not handle their own ground until their ditch reached

their propert5^ The company owns four creek

claims on Rock Creek, and they use this water in

working their own claims when there is sufficient

water to do so. I have done ground sluicing and

know, as a matter of fact, that ground-sluicing is

governed by the amount of water and the amount of
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fall according to the size of the drain, and one slnice-

head of water will not economically handle as mnch

as two sluiceheads will in a gronnd-sluiee. I have

known where a himdred inches of water with proper

fall will work to better advantage than three or fonr

hnndred inches ; however, I never triecl to mine with

that much water, though I have seen other people try

it. I am now in the employ of the company, and do

not know that the company ever refused to sell any

water to anybody. They always tried to accom-

modate the pul)lic and the property owners along the

whole route. I know when they were short of water

themselves, they would let other people have the

water always. I know that when the company has

not had sufficient water for its own use, to have sold

the water and done without it themselves. They

were short of water in their ground-sluicing on Xo.

10 Solomon, and they were using less the whole

season, almost, than they could have used to work

to advantage themselves, and have not mined to any

amount themselves all last fall. I know they sold

Mr. Burns and Silvey Stuart while they were short

of water themselves on Xo. 10 Solomon. The ditch

was finally completed to its present terminus last

spring about the middle of June. The company was

short of water at Xo. 10 Solomon last summer and

could not operate its mining to advantage, and sold

the water to parties along the line of the ditch that

needed it. I know that Severson was using ditch

water when we were short of water ourselves, and
the company always furnished water to people dur-
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ing those times when they were not working No, 10

Solomon. I have been familiar with the ditch since

1904, and there has always been a good percentage

of the water in Big Hurrah Creek flowing past the

compan3^'s intake. I think it would need 400 inches

of water to successfully mine No. 10 on Solomon.

[Deposition of Frank Bobbins, for Plaintiff.]

The deposition of Frank Bobbins, a witness on be-

half of plaintiff, was as follows:

I am a mining engineer, and at present liolding

the position of Manager of the Midnight Sun ^Mining

& Ditch Co. The policy of the company is to pur-

chase and operate mines, ditches, flumes, etc., and to

sell water, that is about the sum and substance of it.

It has always been or has been so pointed out to me
that the one main object of the existence of the com-

pany was the selling of the water.

[Deposition of A. L. Butler, for Plaintiff.]

A. L. BUTLEE, a witness on behalf of plaintiff,

was as follows : "I am 52 years of age, and have been

mining all my life, in Alaska, Nevada, Colorado, Cal-

ifornia, Arizona, South America, and since 1897, in

Alaska. I have mined on Solomon River and am
acquainted with Big Hurrah Creek in the same Dis-

trict. I first began mining on Solomon River in

1900, however, I had been there in 1899. Since then,

wdth the exception of about a year, I have spent

most of my time there during the mining season. I

have freighted there and mined there, and am ac-
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(Deposition of A. Ti. Butler.)

quainted with tlie Midnight Sun Ditch C()ni])any, and

know the location of this ditch. Also I know where the

intake is on Big Hurrah Creek, and have walked up

and down the bank of the ditch a number of times.

The ditch is used for convejdng water for mining.

It cost a Hundred Thousand Dollars to build it.

Below the level of the ditch, wdiich is 8 or 9 miles

long, the ground is all mineral, and it has all been

located a mining ground. There are no means that

I know^ of for procuring water for working the

mines located below the line of this ditch other than

from Solomon River. There is no visible way of

working the greater portion of this ground lying be-

low the line of this ditch except by means of water

under pressure. At this time there is no other avail-

able source of supply of water except by means of

this ditch.

Cross-examination.

I do not know the cost of building the ditch, but

Mr. Griften told me it cost a Hundred Thousand

Dollars. All the ground lying below the line of the

ditch between Big Hurrah Creek and Solomon Eiver

could be mined with plenty of water, and the only

source of that is Big Hurrah Creek. It is possible

that water could be brought from other sources by

bringing it a long distance, but I am not able to say.

I own mining claims on Shovel Creek, about four

or five miles from Big Hurrah Creek. The property

I am interested in on Shovel Creek we worked by

means of a large steam shovel and obtained the

water from the ditch. AVe owned coming down from
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Shovel Creek. I have done some ground-sluicing on

No. 10 Solomon, in California and also in South Am-
erica, and the greater the volume of water the

ground-sluicing will be more successful. I could

work a great deal more ground with a large quantity

of water than with a small quantity. From my ex-

perience in ground-sluicing, I know that .vou gener-

ally want all the water you can get.

[Deposition of L. Wernecke, for Plaintiff.]

Mr. L. WERNECKE, a witness on behalf of

plaintiff, was as follows:

I am a surveyor and have been such for about eight

years. I recently run a line and made a map of the

w^ork, and survey of the ground on the right limit

of Big Hurrah Creek, and on the right limit of Sol-

omon River, on a line approximiately from 5 to ?.0

feet lower than the ditch, and identify Plaintiff's

Exhibit "A" as being a correct blue print of my
survey. There is approximately 1750 acres below^

the line of the ditch. The ditch could be extended

quite a distance beyond where it is at present built.

All this ground could be worked with a pressure of

w^ater from the ditch. I began my survey at the

lower end of No. 11 on Big Hurrah, that is, 700 fe^it

above the intake.

The plaintiff offered in evidence Articles of In-

corporation of the Midnight Sun Mining & Ditch

Company: the same was admitted without objection

and marked Plaintiff's Exhibit "B." Plaintiff also

offered in evidence certified co])y of a water right
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location made by J. S. Kimball which was received

in evidence without objection and marked for iden-

tification Plaintiff's Exhibit "C," which was as fol-

lows :

[Plaintiff's Exhibit **C."]

NOTICE.
Notice is hereby given, that I, the undersigned, do

hereby locate and claim Two Thousand (2.000) in-

ches miner's measurement of water for mining pur-

poses to be diverted by ditch and flume from Big

Hurrah Creek at or near the point where this notice

is posted, being on the left limit of Big Hurrah

Creek and near the mouth of Little Hurrah Creek

and to be conveyed to a point on Solomon Eiver

about opposite claim known as Belle Fraction, being

about six and one-half miles from point of diversion.

Bated on the ground, July 25th. 1902.

Located by

J. S. KIMBALL.
Witness

:

CHAS. A. GIFFEX.
Filed for record 2:15 P. M., Sept. 24th. 1902.

Pecjuest of J. S. Kimball.

T. M. PEED,
Pecorder.

AV. W. Sale,

Deputy.

Pecorded in Vol. 71, page 163.
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ITnited States of America,

District of Alaska,

Cape Nome Precinct,—ss.

I, T. M. Eeed, United States Commissioner and

Ex-Officio Recorder in and for Cape Nome Precinct

District of Alaska, Second Division, do hereby cer-

tify that the foregoing is a true, full and complete

copy of Water Right Instrument #16,993, as the

same appears of record in Vol. 71, page 163 of the

Records of my office.

Witness my hand and the seal of said office this

31st day of August, A. D. 1905.

[Seal] T. M. REED,
U. S. Commissioner and Ex-Officio Recorder in and

for Cape Nome Precinct, District of Alaska.

By W. W. Sale,

Deputy.

On recross-examination Mr. Wernecke testified as

follows

:

With 400 inches of water from Big Hurrah Creek

only two or three claims could be mined at one time.

All of it could be used successfully in mining two

claims. If a private person owned this ditch, and

three or four claims, with which to use the water

flowing in it, he would need to use all the water him-

self.
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[Deposition of Harry Hillman, for Defendants.]

The deposition of Mr. HAERY HILLMAN, a

witness on belialf of defendants, was then read as fol-

lows:

I have been a miner for some 30-odd years and

with the exception of a couple of years have been

continuously engaged in placer mining since 1886,

and in Alaska and the northwest territory since 1896

;

in Nome since April, 1900. In 1902, I mined on No.

6 and in 1904 on No. 7, Big Hurrah Creek. I mined

by ground-sluicing and shoveling in. I would judge

that the average flow of water in Big Hurrah Creek

is about 350 inches. The character of the ground on

Big Hurrah Creek is such that it will take all the

water there that the creek can carry in working one

claim if you want to work economically and properly

and cheaply, to make it pay. On the benches off

Big Hurrah Creek the ground is all gold-bearing.

I would say that all the waters of Big Hurrah Creek

were necessary to properly mine the claims on the

creek. I believe it would take 20 or 30 years in

which to work out all the claims lying below the

ditch.

Cross-examination.

The plaintiff was building its ditch during the sea-

son of 1904 past the claims that I was interested in,

but they had not finished the work. It is a fact

that tliere are many times when there is too much

water in Big Hurrah Creek, but that only lasts a

ver}^ short time, say 24 hours, that, of course,- refers
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to the claims that are close to the bed of the creek

and after a bi^ freshet when the water comes up,

but it onl_y lasts 24 hours or such a matter. During

the season of 1904 we had to take every drop of

water at one time and had to make a dam ri^ht across

the creek and close up everything and take ever}'

drop of water that was in the ditch.

[Testimony of Charles Dieckman, for Defendants.]

CHARLES DIECKMAN, a witness on behalf of

defendants, was as follows

:

I have mined in the Solomon River country ^ ice

1900, and have worked on Hurrah Creek and some

of the tributaries. Have been acquainted with Big

Hurrah Creek since 1899, and am one of the defend-

ants in these cases, being the owner of what is known

as the "Dieckman Fraction," situated between No.

6 and 7 on Big Hurrah Creek. I have owned it

since Nov. 22d, 1899, and have worked it continu-

ously every summer, most of the summer with the

exception of one winter when I worked for the Wild

Goose Mining Company. I have had no other source

of revenue than what I have mined from my claim.

The ditch cuts an edge-shaped piece off from my
claim about 30 feet wide at the upper end and about

a hundred and thirty or forty feet at the lower end.

While mining there I used an ordinars^ sluice head

of water, but I could use successfully every drop of

water Big Hurrah carries in a normal stage, which

is about 350 inches under a four-inch pressure. I

could ^ise five or six hundred inches and successfully
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ground-sluice my claim. If this ditch is constructed

and the waters taken away to sup]Dly the mines of

Solomon Eiver my mine would be valueless, it would

be worth nothing to me. The ditch was constructed

across my claim without my consent. Last year my
laymen tried to buy water from the company, but

they didn't get it because the company hadn't water

enough for their own use down below. The com-

pany never asked my permission to put the ditch

across, but they simply went on and put it across.

Last year the only water I had was what the ditch

didn't take and it was not enough for us to work

Avith. In fact the lawmen had to close down until

they went up above and cut the creek or rather the

ditch at the point of the dam that the Midnight Sun

put across No. 11, so that they could get water to

work with. We only worked a few days because

the watchman for the ditch compan.y closed the ditch

and we hadn't enough water to Avork with and shut

down our work. The ditch was constructed in 1904.

I saw them at work on the claim and they had a

camp on my ground with my permission. I had a

talk with George Walker at that time who is in

charge of the construction and when he asked me for

permission to put a tent there, I didn't know what

they were going to do. I did not say to Mr. Walker

at that time "that I was glad that they were going

to build a ditch across my claim." That was some-

time in the fall of 1904. I never stated an^^tliing

of that character, either to Mr. Walker or to any
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other person at any time or place. Last year, 1905,

my la^^nen sent a letter to ^Ir. Giffen praying for

water. Afterwards Mr. Giffen came onto mv claim

and in my presence, Mr. Hodgdon spoke to Mr.

Giffen about the water then and Mr. Giffen stated

that he had received Mr. Hodgdon's letter, and he

started to walk away again and Mr. Hodgdon asked

him again about the water, and he savs, "I don't

know whether I can give you water that he needed

all they had, and if he let one he would have to let

them all have water." He Avalked away; that is all

I know. After turning the water around the dam

on No. 11, I did not then have a plentv of water. I

was never bothered by any heavy fall of water except

in times of very high freshet. I have never wanted

for water while working the claim myself, because

then all I wanted was enough for shoveling in, but

I wanted to work my ground wdth a different pro-

t?ess, and then I Avill need the water.

Redirect Examination.

I have done much dead work on my claim getting

ready for successfulh^ mining. I know claims 9 and

10, which are owned by Mr. McKay. I have seen

work done there ever}' year since I have been there.

The ditch runs the whole length and through the

claims. I believe them to be right claims and they

could not be worked without the water that is taken

from Big Hurrah Creek. The onlv source of sup-

ply for working those claims is practicallv Big Hur-

rah Creek. I remember when the ditch was con-
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structed across Mr. McKay's claims Nos. 9 and 10

in 1904. The company sent a big force of men on

Saturday night and when Monday morning came it

was finished through the claims. Before the ditch

was constructed, I saw trespass notices had been

posted on the claim. Mr. Marsh, a lavman for Mr.

McKay, cut the ditch last 3- ear because he didn't

have water enough to work with.

[Testimony of Gustave J. Nasby, for Defendants.]

GUSTAVE J. NASBY, a witness on behalf of de-

fendants, was as follows:

Have been mining for the past 8 or 9 years. Have

been acquainted with Big Hurrah Creek since 1900.

I owned an interest in No. 6 and 7 on Big Hurrah,

having located them in 1901, and still own them. I

started in in 1901 to prospect those claims and have

done the assessment work and have worked all the

summer upon them in the years 1904 and 1905.

They are valuable claims for the gold that is con-

tained in them. The claims are valueless if the

w^ater is taken awa,y. I think there is about 300 in-

ches of water in Big Hurrah Creek at its normal

stage. There is no more than enough water to suc-

cessfully work my claims. I never consented to the

construction of the ditch across my claims. One of

Mr. Gitfen's foreman asked me if I would like to

have the ditch company put their ditch there, and I

says, "No." "He says, "Well, could we not come

to an understanding so that you could get some water

out of the ditch, and we could run the ditch through I"
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"What kind of an understanding?" I says, "No,

because I need all the water there is in the creek,

and if a big company comes in there and builds a

big ditch, I won't get water for myself," so he says

that Mr. Gitfen wants to see me. I told him that

if Mr. Giffen wants to see me he knows where to

find me, I says. So he says that they have got a

big rich company and they owned lots of interests

in other grounds, and they will take the case into the

courts, and .vou will lose your ground anyw^ay, be-

cause he says they are all millionaires and can do

anything and you can't do anything with just your

one claim, and you had better consent to the ditch

and they w^ill do what is right; if you don't you will

get beat out, and so the best thing you can do is to

come up and settle with Mr. Gitfen now and not

make any fight.

After I had posted the notices, the first I noticed

was on Saturday evening and they went over my
ground at night, and also 8, 9 and 10, and had the

water running in there on Monday morning. I did

not get enough water last year, 1905, because the.y

took all the water in the ditch, except the seepage

that comes down, so that there was nothing left to

speak of, except in the times of very high water and

then that didn't last long enough to get started in to

work until the w^ater w^ent down again so when it got

down to its regular stage again there was no water

to work with. If you have all the water of Big Hur-
rah Creek there is nothing to ground-sluice. If you
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have not got all the water there is not enough; the

ditcli is an injury to me. There ^Ye^e trespass no-

tices on Nos. 9 and 10. The work was rushed

through from Saturday night until Monday morn-

ing. They must have had something like 80 or 90

men at work with a number of teams. Last year,

1905, I saw Mr. Giffen and I said, "Here, I want to

use some of this water,'' I says, that he took all the

Waaler that comes into the ditch. After talking

awhile he said finally that he could not let me have

water, if he let one he would have to let everyone,

and that he had need of all water that there was com-

ing into the ditch, and that he intended to take all

the w^ater that came into the ditch. My claims are

entirely valueless without the water. In 1901, three

of us worked on my claims ; in 1902 there were three

of us ; in 1904 wt were four men ; in 1906, six a part

of the time; the latter part of the season there was

four. In 1901, I was only prospecting the ground

and didn't make much more than to pay expenses;

in 1903, I made small wages; in 1904 I made better

than w^ages. Last year, 1905, I made better than

wages.

[Testimony of John B. Hodgdon, for Defendants.]

JOHN B. HODGDON, a witness on behalf of de-

fendants, w^as as follow^s

:

Am a placer miner and first came to Nome in 1899.

Am acquainted with Big Hurrah Creek during the

seasons of 1904 and 1905. I never measured the fall

of water in Big Hurrah Creek at its normal sta2:e.
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but should judge that it is between 325 and 350 in-

ches. I was prospecting on the Dieckman Fraction.

Mj^self and partners brought in an outfit and some

machinery. We had a tailing stacker operated by

gasoline engine that was capable of working about

500 yards in 24 hours. We worked there from June

until last in September. We had verv little water,

not enough to move the dirt in the wav it should be

moved because the ditch company had taken the

water awa}^ up above No. 11. We tried to get water

from the ditch company and we had some negotia-

tions with ]Mr. Giifen, who was manager for the

plaintiff at that itme. After several davs I said to

him, ''Xow, we want to know whether we are going to

get water out of this ditch here or not," and he then

finally said, "Xo, I don't see how I can let you have

it or I will have to let all the rest of them have it."

We could not work for the reason that there was

no water to work with. We had considerable

trouble with the ditch company, the ditch company

claiming that they had the right to take all the waters

of Big Hurrah Creek because they wanted the

water over on Solomon River to mine with. Mr.

Griffin told me that they were using it; that they

needed all that there was ; that there was not as much

water within a thousand inches in the whole creek,

to carry on their work with as they needed, and we

made a demand upon him in writing for the water

because of the lack of water our operations last year

were practically a failure.
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Cross-examination.

Our demand in writino- was that we wanted the

natural flow of the stream. If we had had the

natural flow of Big Hurrah Creek, I believe we

would have made money last year. At the latter

part of the season we had 5 or 6 men ground-sluicing

into boxes 32" wide. A portion of the water was

diverted around our claim by claim owners below

us, but only a very little of it. I think Ave could

have made the claim pay if we had had water from

the ditch under pressure. As it was, we lost a con-

siderable amount of money. I think ]Mr. McKay
obtained something near a sluicehead which was

piped by him through his private ditch. We had

about two sluiceheads altogether, I should .judge, but

that was not sufficient to work on the Dieckman Frac-

tion. Because of the lack of water we worked very

little of the time in sluicing.

Redirect Examination.

We sustained a heavy financial loss by reason of

the fact that the water was turned out of Big Hur-

rah Creek into the Midnight Sun Mining and Ditch

Company's Ditch. We could use more than the

whole of the water that comes down Big Hurrah

Creek in its normal stage. If the water is taken

out of Big Hurrah Creek by the plaintiff, the Dieck-

man Fraction would not be of any use to me or any-

one else..
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OLE TALSNES, a witness on behalf of defend-

ants, was then read as follows

:

Have been engaged in placer mining- in Nome Dis-

trict since 1900. Have been acquainted with all the

claims on Big Hurrah Creek since 1900 on Nos. 5

and 7 above Discovery. I am on owner of a quar-

ter interest in No. 7, and have been since 1901. It

is gold-bearing in character. The average flow of

water in Big Hurrah Creek in a normal season

would be from 5 to 6 sluiceheads. I never gave

permission to the plaintiff to build a ditch across

my claim. I put up trespass notices but they went

over anyw^ay. The most economical method of

working my ground would be ground-sluicing,

though I am not very familiar with ground-sluicing.

Last summer, 1905, I don't think there was at any

time two sluiceheads of water on my claim, and

there is no other source of supply.

Cross-examination..

Last year I worked on No. 5. I do not know

wdiether we took out any money above expenses or

not.

[Testimony of W. L. Leland, for Defendants.]

W. L. LELAND, a witness on behalf of defend-

ants, was as follows:

The Midnight Sun Mining and Ditch Company are

working some claims on Solomon River on a lay

from a corporation of which I am a member. They

are Nos. 10 and 11 on Solomon River and would es-
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timate the distance from Bi^- Hurrah Creelv as be-

ing about 6 or 7 miles. Water could not be ob-

tained for working 10 and 11 Below on Solomon

River, other than from Big Hurrah Creek, and it

would require not less than 250 inches of water and

that is not nearly enough. There should be from

three to four hundred inches to do good work.

Eventually there might be some other ditches in that

country that might be extended down there, but I

do not know of any near our claims or within a

immber of miles from that place. I do not think it

IS practicable to work our claims on Solomon Eiver

with water other than from Big Hurrah Creek, and

to successfully work them it would take 100 inches

of water. To mine the entire territory would take

a large number of years. In mining those claims,

Xos. 10 and 11, the more water the better I would

say 300—±00 or 150 inches of water or a thousand

inches would be better. In leasing those claims to

the plaintiff we stipulated that they could go ahead

and work the claim right along and that if they

failed to do so they were to let my company have

water out of their ditch to finish working up the

ground with. If I could make more by selling

water than by working my claims with the water, of

course I would sell it. There are times when I would

sell water when I needed it myself, but I would only

sell it as a rule when I had more water than I needed

or had to shut down my works. I would sell water
to the public when I had water to sell if thev had
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the ability to pay. There is no fixed price for water,

but the price is fixed according to the suppl}^ and

the demand. Sluicing commences along Solomon

River just as soon as the ditch can be opened, some

time in June or early in July.

Mr. BRUNER here introduced Defendants' Ex-

hibit "1," as follows:

[Defendants' Exhibit "1."]

"Big Hurrah Creek, Aug. 9th, 1905.

Mr. Griifen, Mngr. of Ditch Co., Big Hurrah Creek.

Dear Sir : The water in Big Hurrah Creek is very

low again. We have had to stop sluicing because

the water that we need to work our claim is turned

from its natural course in the creek into your ditch.

When I told you about a week ago that we were

working at a loss because you were depriving us of

the water that belongs to the creek claims, you said

that .you would arrange to let me have water from

the ditch, but you have failed to do so.

Therefore, we have decided to commence proceed-

ings in law to get the water turned back into its

natural course and for damages from your company

for the loss we have already suffered and shall suf-

fer as long as your ditch takes away the water that

we need to work our claims. You told me that you

was always ready to do the fair thing and that if the

claim owners having grievances against the Ditch

Co. would come to you with their troubles, lawsuits

could be avoided. I left my work and hunted you

up and told you that we would have to have more



60 S. P. Van Djjke and D. W. McKay vs.

(Testimony of W. L. Leland.)

water to work with, and the only result so far are

your broken promises.

A further notification, and if you wish to avoid

a lawsuit you will come to us at once and stop tak-

ing the water we need and to settle for the loss we

have sustained through your company.

Yours truly,

HODGDON & EOGNON,
per HODGDON.

(Envelope) Mr. Giffen. (Copy.)

[Testimony of E. Kennedy, for Defendants.]

Mr. E. KENNEDY, a witness on behalf of defend-

ants, was as follows

:

Have been mining and prospecting for 15 or 20

years. Have been placer mining on Big Hurrah

Creek since 1903. Last year 1905 I worked on No.

9 and this j^ear have an interest in a lay on No. 11

where the intake of the plaintiff's ditch is. When I

was working on No. 8 Big Hurrah in 1903 I think

there was about 250 inches and think that is about an

average season, and think that is the average flow

of water in Big Hurrah Creek in an average season.

I do not think it would be possible to work Nos. 9

and 10 without the waters of Big Hurrah Creek and

think the claims could be mined and made to pa}' with

a fair amount of water. I know that all the claims

on Big Hurrah Creek was gold-bearing and they

could not be worked without the waters- of Big Hur-

rah Creek. The waters that can be obtained other

than Big Hurrah Creek amount to very little for

sluicing.
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Cross-examination.

The Big Hm-rah Quartz mine takes water out of

Big Hurrah above the plaintiff's intake and turns

that back into Big Hurrah Creek about opposite the

upper end of No. 9. It was piped over the Midnight

Sun ditch. None of it went into the ditch. I was

working for Mr. Marsh on No. 9 last year and he had

enough water for the way he was mining which was

piping and scraping but .he did not have enough to

mine the way he wanted to mine. The way Mr.

Marsh got water was by tapping the ditch. I think

the average fall last year 1905 was not over 250 to

300 inches. There is always some seepage.

Redirect Examination.

In an ordinarv season in order to economically and

successfully work the claims on Big Hurrah Creek

persons would need all of the water of the creek. I

don't think it would pay the claim owners to buy

water. I was present when Mr. Masrh made the

demand for water upon Mr. Eobbins, superintend-

ent of the plaintiff, Mr. Marsh, Mr. Bobbins and my-

self being present. Mr. Marsh told Bobbins that he

would have to have four or five hundred inches of

water to mine his ground the way he wanted to. Mr.

Bobbins said, ''That is more water than there is in

the creek," or something to that effect, and said that

he could not give it to him, that he didn't liave any

more water than he needed for his own use and that

he wouldn't give it to him. That was on the loth of

July, 1906, and a few days ago.
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G. W. MARSH, a witness on behalf of the defend-

ants, was as follows

:

On yesterday, Jnly 13th, 1906, I went to the office

of the plaintiff corporation on Shovel Creek to see

if I could get water from the plaintiff company. I

told the manager that I wanted all that was in the

creek at the present time which amounted to about

four or five hundred inches. If I was going to mine

as I had last season I would need that much or more,

he said he couldn't possibly furnish me with water,

that he would need all there was for his ditch, he said

that he would take it all, that he could use all the

water there was in the ditch. He was speaking for

the Midnight Sun Mining Ditch Company. I mined

last year on No. 9 Big Hurrah Creek under a lay

from Mr. McKay and would judge that there is

hardly 300 inches of water in the creek. I could use

800 inches successfully on that claim. I was mining

on the same claim last year and a-sked Mr. Giffen for

the plaintiff for water and he said he could not let

n}e have it so I went without water. AYe had to quit

several times, went without water and shut down for

several days. I told him that I would like to have

water, that I ought to have the water that belonged

to Big Hurrah, that there was not water running in

the creek at times enough to run along ton Avhile they

were taking it through the ditch. The claims on Big

Hurrah can be made to pay if properly mined and

that can be done with the natural flow of water in Big



The Midnight Sun Mi)iing etc. Co. 63

(Testimony of G. W. Marsh.)

Hurrah Creek, without the water the claims are

worthless.

Cross-examination.

I have a lay on Nos. 9 and 10 Big Hurrah. I

worked No. 9 last year and did not make any money

out of it because I could not go without the water,

neither could anybody else. I found ground last

year that w^ould go two dollars a yard, a strip about

60 feet wdde. Last year we scraped in with teams

and scrapers. We didn't shovel in, we had five

teams working there most of the time with scrapers.

We didn't work a great while because w^e did not

have the w^ater. It was late w^hen we got started into

mining.

[Testimony of John I. Stewart, for Defendants.]

Mr. JOHN I. STEWART, a witness on behalf of

defendants, w^as as follows:

I have been placer mining in Alaska since 1904

and am acquainted with Big Hurrah Creek since that

summer. I know^ the character of the claims on Big

Hurrah Creek, the ground is gold-bearing. I worked

on Nos. 9 and 10. The plaintiff's ditch runs through

9 and 10. The ground lying above the ditch is gold-

bearing. I prospected it. On the 25th of June this

year I measured the waters flowing down Big Hur-

rah Creek at about the upper end of No. 9 and found

the amoun.t flowing at that time to be 180 inches

About the same amount of water was flowilig down

the ditch making the total amount of water that was

running on that date about 360 inches. My measure-
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ment was taken before the freshet. In 1905 I spent

about six weeks on the claim at the instance of Mr.

McKay the owner. Mr. Marsh was working there

under a lease on No. 9. He did not have sufficient

water to mine. At times there was about a sluice-

head and at times there would not be that and they

would have to shut down until the dam would fill up.

In order to successfully work Nos. 9 and 10 on Big

Hurrah all of the waters of the creek are needed and

more if it could be got.

Cross-examination.

I have always worked for wages since coming to

Alaska. In measuring the water I measured the

width and got the average depth and found the ve-

locity of the water, the mmiber of square feet of

ground and the velocity of the water and multiplied

the two together. I am a nephew to Mr. McKay,

one of the parties to this case and am in his employ.

[Testimony of Frank McClure. for Defendants.]

FRANK McC'LUEE, a witness on behalf of the

defendants, was as follows:

Have been mining altogether about 18 years both

placer and quartz. I have known Big Hurrah Creek

ever since 1900. I got s])ecially acquainted with it

in 1904. I worked on both Nos. 9 and 10 that year

doing the assessment work. I was there in 1904

when the plaintiff's ditch was constructed across the

grou.nd. »j\Ir. McKay had put up trespass notices. I

discovered them digging the ditch on a Sunday morn-

ing about half-past six. There were about 75 men at

work. I know that one of the foremen of construe-
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tion and other employees saw the trespass notices

which was posted before the ditch had been dug. On

that Sunday morning I protested as vigorously as I

could against their going across the ground. From
my knowledge of the claims on Big Hurrah Creek

I do not think they would be worth anything without

the waters of the creek. I know of no other source

of water for mining there.

[Testimony of D. W. McKay, on His Own Behalf.]

Mr. D. W. McKay, a witness on his own behalf,

was as follows:

Have been a miner since '98 and have resided in

Nome since 1899. Have mined upon various parts

of this district all in placer mining. I have been in-

terested in mining claims on Big Hurrah Creek since

1902. I own Nos. 4, 9 and 10 Creek claims and No.

5 Bench. I have invested in the purchase price of

the claims $10,500.00 and ]3ut two thousand dollars

in prospecting. All the claims are gold-bearing. I

value my claims at forty thousand dollars. My
source of water supply is Big Hurrah and I have no

other source of Avater supply. My claims would be

of comparatively little value, if any, if all the w^ater

was taken away. I never gave permission to the

i:)laintiff to construct a ditch across my claims.

Hearing that the company were building in the di-

rection of my claims 9 and 10. I posted a notice at

the lower end of each of the claims about where I ex-

])ected that the dit(^h line would go giving them warn-

ing that a trespass would be committed by them
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(Testimony of D. W. McKay.)

building- any ditches or dams, or to trespass in any

manner whatever on this ground. Shortly there-

after, I think only a few days, I learned that the

construction gang were building I think on the claiin

adjoining and that they were coming in tlie direction

of my claims. I saw the man in charge of the work

stop and read the notice I had posted. He asked me
in regard to the ground, what I proposed to do in re-

gard to letting them come across the ground with the

ditch. I told him that I did not propose that the

ditch should go through until it was arranged for and

that I was not sure that it would get to go through

at all. He told me that he was very sorry that

the construction of the ditch was very nearly through

and that thev would like to get an opportunity to

finish the ditch up and that he hoped that T would not

prevent from finishing it, so he said he would go down

and see Mr. Giffen who was the manager of the plain-

tiff company at that time. He told me he would go

and see Mr. Giffen and I waited for 36 hours and

then returned to Nome. While I was in Nome the

following Sunday morning the ditch was built

through my claims. I have from time to time let

lays and leases upon the property and they have been

profitable in a small degree but have been hampered

by the want of water. Ground-sluicing or piping is

the most economical method of working my ground

and I believe that there is sufficient water to do that

if I have all the waters of Big Hurrah Creek with

which to work my claims. I know claims 6, 7 and 8

and the Dieckman Fraction and believe that those
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(Testimony of D. W. McKay.)

claims can be successfully worked with the waters of

the creek. In my judgment there is from 250 to 300

inches in an average season flowing in the creek, dur-

ing a season of freshet a much larger amount. I

think I have seen it so dry that there was not to ex-

ceed 200 inches of water. So far as I know no one

ever claimed any right to the water of the creek prior

to the title acquired by my grantor. I have never

heard of any scale of prices fixed by the company to

sell water from its ditch. I have never been in-

formed at any time that I could have water at any

price. The vahie of my property would be immeas-

urably decreased as workable property without the

waters of the creek. In fact I would not be able to

work the property. I first learned of the intention

to construct a ditch in 1903 but did not know the

particulars with regard to it.

Cross-examination.

Little Hurrah empties into Big Hurrah at the

lower end of No. 10. The average flow of Little Hur-

rah is! very small in any ordinary year. I have no in-

terest in the McDermott ditch. Mining is the sole

industry in that section of the country.

Eeclirect Examination.

I think it would take between four and five years

to work out Nos. 9 and 10 thoroughly with the waters

of Big Hurrah Creek there. I certainly would not

have bought the claims on Big Hurrah if it was sup-

posed afterwards that they would turn the waters

of the creek. The amount of the water in the creek

influenced me in purchasing the proprety.
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[Testimony of Frank Robbins,—Recalled in Chief

for Plaintiff.]

Mr. FRANK ROBBINS, recalled in cliief for tlie

plaintiif, testified as follows:

In my direct examination I didn't wish to say that

the company had no mines. I wished to say that

they had no mines to my knowledge at that time. I

intended to say I had intended to nse the water

either for mines or for sale to miners, and my inten-

tion was to say that I did not know whether they had

any mines at that time or not.

Cross-examination.

I did not know that the company has mines of its

own nsing- water down at Rock Creek. I think we

have two benches off the right limit to Solomon

River. The mines on Rock Creek are a group con-

taining 160 acres, eight 20-acre claims. AVe expect

to work a part of these claims with the waters of this

ditch, some of the claims we do not figure on working

unless^ the ditch is extended. I should judge that

we expect to work it with the waters of this ditch 60

acres and possibly part of one or two more and the

group stake fraction. Practically the main supply

of waters for the company's work comes from Big

Hurrah, say possibly a maximum of 100 inches. In

addition we have leases on Nos. 9 and 10 on Solomon

River, one of which is being worked by us at present.

We could use to advantage there about 300 inches.

We have water enough now to operate with on No. 9

and about three hundred inches. I assume that the
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(Testimon,y of Frank Robbins.)

ordinary flow of Big Hurrah is three hundred inches

under ordinary condition. On the 19th of this month

last I met Mr. Dieckman and Mr. Silvery Stuart and

they each stated that tliere was plenty of water for

all purposes. That was the 19th of July this year.

I had a talk with Mr. Marsh in the presence of Mr.

Kennedy. He said he had come up to see me with

reference to water on Big Hurrah Creek. I asked

him what he wanted in order to see what water I

could give him—in order to know what water I coukl

give him. I said, "There is not very much water

there now for anybody just at the present time," ])ut

I said, "It is my purpose or the purpose of the com-

pany whom I represent to provide people with water,

or to sell them water, '

' and I said to him that I would

be very glad to furnish him water whenever there was

water to be furnished. So I said to him, '

'How much

water do you want?" He said—I said to him, "Do

you want a sluicehead or a couple of sluiceheads, or

what do you want?" He said, "What do you call

a sluicehead?" "Well," I said, "Fifty to seventy

inches of water." "Oh," he said, "The place where

I am going to work for the pui*pose of carrying on

my work I shall require five hundred inches of water,

five hundred to seven hundred inches of water."
'

' Well, then,
'

' I said,
'

'You will have to call upon the

Almighty, because he is the one that will have to pro-

vide you with that water; there is not that much

water in the creek," I said, "I was up there the other

day making measurements and there is not that much

water to be had for anybody. '

'
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(Testimony of Frank Bobbins.)

Q. AVas that all of the conversation?

A. That was all of the conversation, yes.

Q. Did yon ask him where he was working?

A. Well, I think that while we were having this

little argument—my impression is that he told me
that he had gone up there for the purpose of finding

out about the water preparatory to starting up his

work, and he asked me whether he was going to get

any water or not, or permit him to have the waters

of Big Hurrah Creek ; if so he would then know what

he was going to do; If not, then he would not be able

to do any mining.

On June 18th this year I went to the head of No.

11 and took a cross-section of the stream and a meas-

urement of the velocity and found as the result of

this that the stream at that time was flowing 413 min-

ers ' inches of water. This, I sliould say, probably

was about 800 feet below the intake lower down and

above the intake I measured again and found that

Mr. Dieckman had diverted 108 inches from the

the stream. My judgment is that under normal con-

ditions of Big Hurrah Creek would be seven or eight

hundred inches at least. On behalf of the company I

have had a niunber of requests for water and have

always answered that I would be glad to furnish them

with the water but that we would probably work out

No. 10 this season and then I would be very glad to

furnish water at the customary price or under a lav.

Mr. Rowe of Rowe & Wills wanted to get water, or if

I would take a lay upon his ground and operate it

that he would not attempt to operate the ground, that
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the gronnd was only workable with water from our

ditch or Big Hurrah water. The policy of the com-

pany as expressed to me was to operate the ditch as

I pleased, relying upon my judgment in the matter

to operate its properties to the fullest extent. The

matter is entirely in my hands and my policy is to

operate such claims as the company has and sell

w^ater at such seasons as I have it there to sell and

to take leases on property under the same conditions

and to take out all the money that I can. If I could

see my way clear to give this company a reasonable

interest on this investment by the sale of water I

should sell the water regardless of the operation of

any of those claims between the annual ordinary as-

sessment work upon them and onh^ work its claims

"when there was water to burn" or surplus water.

I want to make myself clear upon that, if I can make

for the company a reasonable interest under condi-

tions as they exist, and by that I mean a reasonable

interest on the capital invested, and the maintenance

of the ditch, etc., as the investment for itself shows,

then I would be willing to sell the water, otherwise,

to operate the claims. I would sell the water if I

could get the reasonable going price. As manager of

the plaintiff I said that we are to be venders of water

to the extent and capacity of our ditcli for mining

purposes. The bringing of this water down along

the line of the ditch will tend to deveh^p the mineral

resource of the land along the line and below the

ditch. The most of the ground lying along tlie line

of the ditch is as yet practically undeveloped. In go-
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(Testimoiw of Frank Robbins.)

in^' out this fall I shall give instructions to those in

charge to give all the water they can to people who

have dmnps' to wash up and will apply for it.

Recross-examination.

We turned the water into the ditch this spring for

the pui^pose of providing people along the line of the

ditch with water for washing up their dumps. That

was before the boats got in in the spring. When
there is water in Big Hurrah Creek I will sell it if

they want it and will pay me the proper price for the

water.

(Questioned by Mr. BRUNER.)
Now, is it not a fact that you have use for all the

waters that you are bringing from Big Hurrah

Creek on your own claims and those you have under

lease ?

A. No, sir, it is not.

Q. Who are you selling to?

A. We are selling to anybody that asks for water.

Q. Who have you sold to, those on Big Hurrah

Creek and those who have mines there, who have you

sold to this spring?

A. We sold to those Swedes I named.

Q. How much?

A. I don't remember, a sluicehead or two, one

time there when they wanted it.

Q. That was when water was plentiful?

A. When we were not using the water.

So far as I know there is nothing to compel us to

sell water to any person outside of the company.
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[Testimony of J. M. Davidson, for Plaintiff, in Re-

buttal.]

J. M. DAVIDSON, a witness on behalf of plain-

tiff, in rebuttal:

I am a miner and engineer by profession and have

been mining on the Seward Peninsula since 1899.

I am familiar with the climatic conditions of Alaska

and especially of the Seward Peninsula. During

most of the years as I remember the prevailing clim-

atic conditions of Cape Nome Recording District is

what is called an open season from the 1st of July

until the 1st of October. We have had but two dry

seasons since I have been here. The other seasons

have been quite rain}^ I will say that it is a dry

climate generally with very little rainfall. I think

this season of 1906 has been as dry as any we have

had since I have been in the country. I am familiar

with the mining conditions of the Seward Peninsula

generally. The prevailing character of mining is

placer mining by hydraulic and ground sluicing. In

the winter time it is by drifting and sinking shafts.

The prevailing character of mining is placer. The

greater number of the mining claims are what are

called Bench claims, that is to say, mines that are

off the creeks. The channels of the big rivers can

only be worked by dredging. The source of water

supply for the mining claims a little off the creeks

is by means of ditches taken from the creeks and

given a greater grade than the creeks until they

would reach a sufficient elevation. The greatest
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(Testimony of J. M. Davidson.)

obstacle to mining in this part of the SeAvard Penin-

sula is the scarcity of water. I consider ditches the

salvation of tliis country and without them this min-

ing proposition in the Seward Penninsula will soon

be a thing of the past. The principle industiy here

is placer mining and there is no other feasible

method of developing placer mines other than by

ditches. The output of the Seward Penninsula last

year was in the vicinity of five million dollars which

was an increase over the preceding year. Placer

mining is the only industry in the Seward Penin-

sula and it would never be possible to make it any

sort of a farming country. I have been on Big Hur-

rah and Solomon River and am acquainted with the

plaintiff's ditch line but have never been on Big

Hurrah Creek any further than one claim above the

mouth.

[Testimony of R. W. Graham, for Plaintiff, in Re-

buttal.]

R. W. GRAHAM, a witness on behalf of the plain-

tiff, in rebuttal

:

I am a miner and have been in this part of Alaska

since 1901. Am familiar with Big Hurrah Creek

and Solomon River, have been since the spring of

1902, and was mining on Xo. 1 Big Hurrah. We had

poor success. Of several reasons for our poor suc-

cess one was that we had too much water. In 1904 I

was on Xo. 2 Big Hurrah. We had poor success,

there was too much water, we could not do anything

for water and we could not rig up anything to han-
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(Testimonv of J\. W, Graham.)

die it. I don't see what you could do with all that

water and we had to give it up because we could not

get rid of the Avater, it drowned us out. On the

first of September, 1905, I was with Mr. Marsh on

No. 9. I do not know whether Mr. Marsh was suc-

cessful or not. I think he had all of the water he

wanted and a little more what time I worked there

with him. In my opinion the quantity of water on

the claims on Big Hurrah Creek is the main obstacle

to success and the failures have resulted on that ac-

count.

[Recital in Bill of Exceptions Relative to Certain

Evidence.]

It further appears in evidence that at the same

time that plaintiff herein commenced its action

against the defendants herein other suits or other

action were commenced by the said plaintiff upon

the same cause of action as stated in the complaint

herein, and that Charles Dieckman was the owner of

the "Dieckman Fraction." That S. P. Van Dyke

and D. W. McKay w^ere the owners of Placer Claims

Xjs. 9 and 10; that Ingobar Johnson and others were

the owners of placer claims Numbered 7 and 8; that

Assyria Hall and others were the owners of placer

claim No. 6, all on Big Hurrah Creek, and that they

and their grantors were such owners at the time the

water ditch mentioned in the complaint was con-

structed, and were the owners at the time and prior

to the alleged location of the waters of Big Hurrah

Creek by the plaintilf herein, and its grantor, and
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that each and all of them were using the waters of

said creek more or less for mining purposes.

It further appears from the evidence that the

water right and location made by J. S. Kimball men-

tioned in the pleadings herein was duly transferred

to the plaintiff b}^ good and sufficient deed of convey-

ance prior to the commencement of these actions,

and that the plaintiff is now the owner and holder of

said water right.

It further appears from the evidence that the

plaintiff introduced in evidence its Articles of In-

corporation which empowers the plaintiff to exercise

the right of eminent domain and to acquire, locate

and purchase water rights and own and operate

mines and mining property by location or purchase

and to vend and sell water.

Now, in furtherance of justice, and that right may
be done, defendants presents the foregoing as his

bill of exceptions in this case and praj^ that the same

may be settled and allowed, signed and certified by

the Court as allowed b}^ law.

ELWOOD BRUNER,
J. ALLISON BRUNER,

Attorneys for Defendant.

[Order Allowing, etc., Bill of Exceptions.]

Bt it further remembered that the matter of the

settling and certifying of the proposed bill of ex-

ceptions in the above-entitled action lately filed

herein by the defendants, came on regularly to be

heard in open court on the 12th day of October, 1907.

The Honorable Alfred S. Moore, the Judge who pre-

sided at the trial of said action, presiding, and the
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time for such settling and certifying of said bill of

exceptions having been duly extended by orders of

the Court until and including this day, and said pro-

posed bill having been amended in accordance with

the agreement of the parties to the action, and the

Court having adjudged that the proposed bill of ex-

ceptions as amended and as hereinbefore set out, is

a true and correct bill of exceptions, the foregoing is

hereby allowed, settled and certified, as the bill of

exceptions in the above-entitled action.

I further certify that the foregoing contains a full

and true statement of the evidence of each and every

witness produced upon the trial of said cause, and

all the testimony in said cause and the objections

made to the introduction of testimony as the same

appears therein, and the motions made, and all ob-

jections to said testimony, together with the ruling

of the Court upon said objections and motions, and

the exceptions taken and allowed by said rulings.

Done in open court, Nome, Alaska, this 12th day

of October, A. D. 1908.

ALFRED S. MOORE,
Judge of the United States District Court, District

of Alaska, Second Division.

[Endorsed] : No. 1350. In the District Court, Dis-

trict of Alaska, Second Division. Midnight Sun M.

& D. Co., & Corp., Plaintiff, vs. D. W. McKay & S.

P. Van Dyke, Defendants. Bill of Exceptions.

Filed in the Office of the Clerk of the Dist. Court of

Alaska, Second Division, at Nome. Oct. 12, 1908.

Jno. H. Dunn, Clerk. By , Deputy.
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Ehvood Brunei', J. Allison Bruner, Attorneys for

Deft. Nome, Alaska.

In tJie District Court for the District of Alaska^ Sec-

ond Division.

MIDNIGHT SUN MINING AND DITCH COM-
PANY (a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.

Assignment of Errors.

Come now the above-named defendants S. P. Van

Dyke and D. W. McKay and through their attor-

neys, Elwood Bruner and J. Allison Bruner, and

say, that in the records, proceedings and trial of the

above-entitled cause there are manifest errors aifect-

ing the substantial rights of the said defendants to

their injur,y as follows

:

1.

The Court erred in overruling the demurrer of

defendant to plaintiff's amended complaint,

—

For the reason that said Amended Complaint did

not state facts sufficient to constitute a cause of ac-

tion or to entitle plaintiff to the relief prayed for in

the complaint.

2.

The Court erred in making its Finding Numbered

Three (3) as follows:
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''That the plaintiff is now and at the time of the

commencement of this action, and for a long time

prior thereto was the owner and in possession of ex-

isting locations and water rights and ditches

described in the complaint lierein, and in charge of

the same for the nses and purposes set out in Find-

ing Number two (2)," for the following reasons:

a. That the evidence conclusively shows that the

plaintiff is not the owner and in possession of any

existing water location, and water rights, and ditch,

as described in the complaint.

b. That the evidence conclusively shows that the

])laintiff is now and at all times mentioned in the

complaint has been a trespasser on the property of

the defendants.

('. That the evidence conclusively shows that the

])laintiff was using the said ditch for its own personal

purposes and not for public uses and purposes.

3.

The Court erred in making its Finding Number

Four (4) as follows

:

"That the plaintiff by means of dam and reservoir

built and constructed on Big Hurrah Creek on

Placer Claim Number (11) Eleven, Cape Nome Re-

'ording District, Alaska, and the storage of tlie

tv^aters thereof, and by means of the ditch described

ill the complaint herein diverted the said waters of

said Big Hurrah Creek, and by means of said dam,

reservoir and ditch is now, during the open season.

and has been ever since the commencement of this

action and a long time prior thereto, conveying and
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l:raiisporting and has conveyed and transported said

^Yaters for the distance of about eight miles, and is

and has been during the times in Finding Number

Three (3) supplying and distributing said waters to

mine owners along the line of said ditch by means of

said ditch, for the working of placer mines, and the

use of the public, and the utilizing of said waters and

ditch, for the working of said plaintiff's owm mine,"

for the following reasons

:

a. That the evidence conclusively shows that the

]^laintiff has not diverted the w^aters of Big Hurrah

Creek by means of the dam and ditch described in

the complaint for any public use.

1). That the evidence shows that the defendants,

their grantors and predecessors in interest were at

the time of the diversion of said waters by the plain-

tiff and now are the owners of all the waters of Big

Hurrah Creek ; that their title to the same was prior

in point of time and that all of said waters were

necessary for the proper and economical working of

the mines on Big Hurrah Creek owned and operated

by these defendants and those in privity with them,

and that it was necessary to use all the waters of Big

Hurrali Creek and at all the times mentioned in the

complaint the defendants were so using the waters

of Big Hurrah Creek.

c. That the complaint seeks by the terms thereof

to condemn a right of way for the ditch and there is

nn water to convey in said ditch to which plaintiff in

any way could ])e entitled and the complaint does not

in any way seek to condemn the right to use the

water.
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d. That the evidence shows that the plaintiff has

not supplied and distributed the waters of Big Hur-

rah Creek to the mine owners along the line of said

Ditch.

4.

The Court erred in making its Finding Numbered

Five (5) as follows:

"That the taking of the property described in

plaintiff's complaint so to be applied is necessary to

such public use ; that the public interest requires the

taking of such property,"

—

For the reason that the evidence shows that the at-

tempted appropriation and utilization of the waters

of Big Hurrah Creek are not a public use.

5.

The Court erred in making its conclusion of law

Number One (1) as follows:

"That the use to which plaintiff has applied and is

applying the said waters and using said ditch is a

public use authorized by the Laws of Alaska,"

—

For the reason that the evidence show^s that the use

to wliich plaintiff has applied and is applying the

said waters and using said ditch is not a public use

authorized by the Laws of Alaska.

6.

The Court erred in making its conclusion of law

Numbered Two (2) as follows:

"That the plaintiff is entitled to have the property

described in the plaintiff's complaint herein con-

demned and in the manner therein stated,"

—
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For the reason that the evidence shows that the

plaintiff is not entitled to have the property de-

scribed in the complaint condemned.

7.

The Court erred in making- its conclusion of law

Ximibered Three (3) as follows:

"That it is entitled to an order appointing three

commissioners as provided in Chapter 22 of the

Eminent Domain of the Civil Code for the District of

Alaska."—

For the reason that the evidence shows that the

plaintiff is not entitled to an order or any order ap-

pointing three, or any commissioner, to appraise the

value of said property.

8.

The Court erred in refusing to grant defendants

"Motion for a Xew Trial."

—

For the reasons hereinbefore set forth.

9.

The Court erred in making an order condenming a

right of way over and through the property of de-

fendants as 2)rayed for in the complaint and appoint-

ing commissioners to appraise the damages sus-

tained thereby by the defendants,

—

For the reasons hereinbefore set forth.

Wherefore, said defendants, S. P. Van Dyke and

D. W. ]\IcKay demand that the judgment of the said

District Court for the District of Alaska, Second

Division, be reversed, set aside and held for naught.
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and that said Court be directed to grant a new trial

in said cause.

ELWOOD BRUNER,
J. ALLISON BRUNER,

Attorneys for Defendants.

United States of America,

District of Alaska,—ss.

Due service of the within Assignment of Errors is

hereby accepted in the District of Alaska, this

day of January, 1909, by receiving a duly certified

copv of the same.
GEO. B. GRIGSBY,

Of Attorneys for Plaintiff.

[Endorsed] : No. 1350. In the District Court,

District of Alaska, Second Division. Midnight Sun

Mining and Ditch Co., a Corp., Plaintiff, vs. S. P.

Van Dyke and D. W. McKay, Defendants. Assign-

ment of Errors. Filed in the Office of the Clerk of

the Dist. Court of Alaska, Second Division, at Nome,

Jan. 5, 1909. Jno. H. Dunn, Clerk, by
,

Deputy. Elwood Bruner, J. Allison Bruner, Attor-

ney for Defendants. Nome, Alaska. McB.

In the District Court for the District of Alaska,

Second Division.

MIDNIGHT SUN MINING and DITCH COM-
PANY ( a Corporation),

Plaintiff*,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.
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Petition for Writ of Error.

S. P. Van Dyke and D. W. McKay, the defendants

in the above-entitled canse, feeling themselves ag-

grieved by the verdict of the jury and the judgment

entered upon said verdict on March 9th, 1908, come

now, by the undersigned, their attorneys, and peti-

tion said Court for an order allowing said defend-

ants to procure a writ of error to the Honorable

United States Circuit Court of Appeals, for the Ninth

Circuit, under and according to the laws of the

United States in that behalf made and provided.

And that also an order be made fixing the amount of

securit}" which said defendants shall give and fur-

nish upon said writ of error, and that upon the giv-

ing of such securit}^ all further proceedings in this

court be suspended and stayed until the termination

of said writ of error by the said Circuit Court of A])-

peals, and your petitioner will ever i^ray.

Dated January 5, A. D. 1909.

J. ALLISON BRUNER,
ELWOOD BRUNER,
Attorneys for Defendants,

[Endorsed] : No. 1350. In the District Court, Dis-

trict of Alaska, Second Division. Midnight Sun Min-

ing and Ditch Company, a Corporation, Plaintiff, vs.

S. P. Van Dyke and D. W. McKay, Defendants.

Petition for Writ of Error. Filed in the Office of

the Clerk of the Dist. Court of Alaska, Second Divi-

sion, at Nome. Jan. 5, 1909. Jno. H. Dunn, Clerk.

By
, Deputy. Elwood Bruner and J. Al-
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lisoii Bruiier, for Defendants. Nome, Alaska.

McB.

In the District Court for the District of Alaska,

Second Division.

MIDNIGHT SUN MINING and DITCH COM-
PANY ( a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.

Order Allowing Writ of Error.

Upon the motion of Elwood Brunei' and J. Alli-

son Brunei', attornej^s for S. P. Yan Dyke and D.

W. McKay, the above-named defendants, upon filing

Petition for Writ of Error, and filing Assignment

of Errors,

—

It is ordered that a Writ of Error be and hereby

is allowed to have reviewed in the United States

Circuit Court of Appeals for the Ninth Circuit, the

judgment heretofore entered herein, and that the

amount of the undertaking on said Writ of Error be

and is hereby fixed at Two Hundred and Fifty Dol-

lars, which, when given shall act as a bond for costs,

said bond to be approved by the undersigned.

Done in open Court this 5th day of January, A. D.,

1909.

ALFRED S. MOORE,
Judge of the District Court for the District of Al-

aska, Second Division.
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[Endorsed] : No. 1350. In the District Court, Dis-

trict of Alaska, Second Division. Midnig-ht Sun Min-

ing and Ditch Compan}^ a Corporation, Plaintiff, vs.

S. P. Van Dyke and D. W. McKay, Defendants.

Order Allowing Writ of Error. Filed in the Office

of the Clerk of the Dist. Court of Alaska, Second

Division, at Nome. Jan. 5, 1909. Jno. H. Dunn,

Clerk. By , Deputy. Elwood Bruner

and J. Allison Bruner, Attorneys for Defendants.

Nome, Alaska. Vol. 7, Orders and Judgments, p. 4.

Comp. McB.

In the District Court for the District of Alaska,

Second Division.

MIDNIGHT SUN MINING and DITCH COM-
PANY ( a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.

Bond on Writ of Error.

Know All Men by These Presents: That we, S. P.

Van Dyke, and D. W. McKa}^, as principals, and A.

Anderson and John D. Flanigan, as sureties, are held

and firmly bound unto the Midnight Sun Mining and

Ditch Company, a corporation, plaintiff above named

and defendant in error, in the sum of Two Hundred

and Fifty Dollars, to be paid to the said Midnight

Sun Mining and Ditch Company, a corporation, its

heirs, executors, administrators or assigns, to which

payment well and truly to be made, we bind our-
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selves, our heirs, executors, administrators, jointly

and severally by these presents.

Sealed with our seals and dated this 5th day of

January, A. D. 1909.

Whereas, the above-named defendants, S. P. Van
Dyke and D. W. McKay have sued out a Writ of

Error in the United States Circuit Court of Appeals

for the Ninth Judicial Circuit, to reverse the judaj-

ment rendered against them in the above-entitled

action, by the District Court for the District of Al-

aska, Second Division.

Now, therefore, the condition of the above obliga-

tion is such, that if the above-named defendants, S.

P. Van Dyke and D. W. McKay, shall prosecute

said writ to effect, and shall answer all costs and

damages, if they shall fail to make good their plea,

then this obligation to be void; otherwise to remain

in full force and effect.

S. P. VAN DYKE and [Seal]

D. ^Y. McKAY, [Seal]

By J. ALLISON BRUNEP,
Their Attorney, [Seal]

A. ANDERSON, [Seal]

JOHN D. FLANIGAN. [Seal]

United States of America,

District of Alaska,—ss.

A. Anderson and John D. Flanigan, being each

duly sworn, each for himself, and not one for the

other, deposes and says:
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I am \Yortli the sum of Two Hundred and Fifty

Dollars, over and above all debts and liabilities and

exclusive of property exempt from execution.

A. AXDERSOX,
J. D. FLANIGAX.

Subscribed and sworn to before me this 5t]i day

of January, A. D. 1909.

[Notary Seal] T. M. HOSKING,
Notary Public in and for the District of Alaska.

The foregoing bond is hereby approved this Jan.

5 1909.

ALFEED S. MOORE,
Dist. Judge.

[Endorsed] : No. 1350. In the District Conn Dis-

trict of Alaska, Second Division. Midnight Sun

Mining and Ditch Company, a Corporation, Plain-

tiff, vs. S. P. Van Dyke and D. W. McKay, Defend-

ants. Bond on Writ of Error. Filed in the Office

of the Clerk of the Dist. Court of Alaska, Second

Division, at Nome. Jan. 5, 1909. Jno. H. Dunn,

Clerk. By , Deputy. Elwood Bruner

and J. Allison Bruner, Attorneys for Defendants.

Nome, Alaska. McB.

In the District Court for the District of Ahiska.

Second Division.

MIDNIGHT SUN MINING and DITCH COM-
PANY ( a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.



The Midnight Sun Mining etc. Co. 89

Writ of Error (Lodged Copy ).

The President of the United States of America, to

the Honorable xVLFRED S. MOORE, Jiidoe of

the District Court for the District of Ahiska,

Second Division, Greeting:

Because in the records and proceedings, as also in

the rendition of the judgment of a plea which is in

the said District Court before you, and bet\Yeen Mid-

night Sun Mining and Ditch Company, a Corpora-

tion, plaintiif and defendant in error, and S. P. Van
Dyke and D. W. McKay, defendants and plaintiffs

in error, a manifest error hath happened to the great

prejudice and damage of said defendants S. P. Van

Dyke and D. W. McKay, as by their complaint ap-

pears; we being willing that error, if any hath hap-

pened should be duly corrected and full and speedy

justice done to the parties aforesaid, in this behalf

do command you, if judgment be given therein, that

then imder your seal and distinctly and openly you

send the records and proceedings aforesaid, with all

things concerning the same, to the United States

Circuit Couii: of Appeals, for the Ninth Circuit, in

the city of San Francisco, in the State of California,

together with this writ, so as to have the same at the

said place on the 4th day of February, A. D. 1909,

that the records and proceedings aforesaid being in-

spected, said Circuit Court of Appeals may cause

further to be done therein to correct those errors

what of right and according to the laws and customs

of the United States should be done.
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Witness, the Honorable ^lELVILLE ^Y. FUL-
LEE, Chief Justice of the Supreme Court of the

United States, this 5th clay of January, A. D. 1909.

Attest my hand and the seal of the District Court,

for the District of Alaska, Second Division, at the

clerk's office at Nome, Alaska, the day and year last

above written.

[Seal of Court] JNO. H. DUNX,
Clerk of the District Court, for the District of Al-

aska, Second Division.

It is hereby ordered that the above writ be allowed.

ALFRED S. MOORE,
Judge of the District Court, for the District of Al-

aska, Second Division.

[Endorsed]: No. 1350. In the District Court,

District of Alaska, Second Division. Midnight Sun

and Ditch Co., a Corporation, Plaintiff, vs. S. P. Van
Dyke and D. A¥. McKay, Defendants. Lodged

Copy, Writ of Error. Filed in the Office of the

Clerk of the Dist. Court of Alaska, Second Division,

at Nome. Jan. 5, 1909. Jno. H. Dunn, Clerk. By
, Deputy. Elwood Bruner, J. Allison

Bruner. Attorneys for Defendants. Nome, Alaska.

McB.
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1)1 the District Court for the District of Alaska,

Second Division.

MIDNIGHT SUN MINING and DITCH COM-
PANY ( a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.

Stipulation and Order Enlarging Time to File Tran-

script of Record [Copy].

It is hereby stipulated that an order may be made
in the above-entitled action, enlarging the time for

the plaintiff's in e'rror to tile the Transcript of the

Record and docket the above-entitled cause in the

United States Circuit Court of Appeals for the

Ninth Circuit in the City of San Francisco, in the

State of California, until the 15th day of July, A. I).

1909.

Dated January 5, A. D. 1909, at Nome, Alaska.

ELWOOD BRUNER,
J. ALLISON BRUNER,

Attorneys for Plaintiffs in Error.

GEO. B. GRIGSBY,
Attorney for Defendant in Error.

ORDER.
In accordance with the foregoing stipulation, it is

hereby ordered b}" the undersigned Judge who signed

the citation on the Writ of Error in the above-en-

titled action, that the time for plaintiffs in error to
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file a transcript of the record and docket tlie above-

entitled canse in the United States Circuit Court of

Appeals for the Ninth Circuit, be, and the same is

hereby enlarged to and including the 15th day of

July, A. D. 1909.

Dated at Nome, Alaska, this 5th day of January,

A. D. 1909.

ALFRED S. MOOEE,
Judge of the District Court, for the District of

Alaska, Second Division.

[Endorsed]: No. 1350. In the District Court,

District of Alaska, Second Division. Midnight Sun

Mining and Ditch Company, a Corporation, Plain-

tiff, vs. S. P. Van Dyke and D. W. McKay,

Defendants. Stipulation and Order Enlarging

Time to File Transcript of Record. Filed in the

Office of the Clerk of the Dist. Court of Alaska,

Second Division, at Nome. Jan. 5, 1909. Jno. H.

Dunn, Clerk. By , Deputy. Elwood

Bruner and J. Allison Bruner, Attorneys for De-

fendants, Nome, Alaska. Vol. 7, Orders and Judg-

ments, p. 5, Comp. McB.

UNITED STATES OF AMERICA.

District Court, District of Alaska, Second Division.

Cause No. 1350.

:^IIDNIGHT SUN MINING AND DITCH COM-

PANY (a Corporation),
Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.



The Midnight Sun Mining etc. Co. 93

Praecipe [for Transcript of Record].

To the Clerk of the Above-entitled Court

:

You will please make transcript of Amended Com-

plaint, Demurrer to Amended Complaint, Answer to

Amended Complaint, Eeply, Findings of Fact and

Conclusions of Law, Order of Condemnation and Ap-

pointing Appraisers, Motion for New Trial and Ap-

peal Papers, in the above-entitled cause.

J. ALLISON BRUNER,
Of Attorneys for Defendants.

NOTICE—Attorneys will please endorse their

own filings. Rule 47.

[Endorsed] : Cause No. 1350. District Court,

District of Alaska, Second Division. Midnight Sun

Mining and Ditch Companv, a Corporation, Plain-

tiff, vs. S. P. Van Dyke and D. W. McKay, De-

fendants. Praecipe. Filed in the Office of the Clerk

of the Dist. Court of Alaska, Second Division, at

Nome. Jan. 5, 1909. Jno. H. Dunn, Clerk. By
, Deputy. McB.

/;/ the District Court for the District of Alaska,

Second Division.

MIDNIGHT SUN MINING AND DITCH COM-
PANY (a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.
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Stipulation [Eequesting Omission of Map from

Record].

It is hereby stipulated between the parties to the

above-entitled cause that the clerk of the above court

in making up transcript on appeal and writ of error

may omit therefrom a copy of map attached to

amended complaint.

Nome, Alaska, Jan. 14th, 1909.

S. T. JEFFRIES,
GEO. B. GRIGSBY,

Attorneys for Plaintiff.

ELWOOD BRUNER,
J. ALLISON BRUNER,
Attorneys for Defendants.

[Endorsed] : #1350. In the District Court of

Alaska, Second Division. Midnight Sun M. & Ditch

Co., a Corp., Plaintiff, vs. S. P. Van Dyke & D. W.
McKay, Defendants. Stipulation. Filed in the

Office of the Clerk of the Dist. Court of Alaska,

Second Division, at Nome. Jan. 14, 1909. Jno. H.

Dunn, Clerk. By , Deputy. Elwood

Bruner, J. Allison Bruner, Attorneys for Defts.,

Nome, Alaska.
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In the District Court for the District of Alaska, Sec-

ond Division.

No. 1350.

MIDNIGHT SUN MINING AND DITCH OOIM-

pany (a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. AV. McKAY,
Defendants.

Clerk's Certificate [to Transcript of Record].

I, John H. Dunn, Clerk of the District Court of

Alaska, Second Division, do hereby certify that the

foregoing typewritten pages, from 1 to 85, both in-

clusive, are a true and exact transcript of the

Amended Complaint, except blue print attached to

Amended Complaint omitted by stipulation. Demur-

rer to Amended Complaint, Order Overruling De-

murrer to Amended Complaint, Answer to Amended

Complaint, Eeply, Findings of Fact and Conclusions

of Law, Motion for New Trial, Order Overruling Mo-

tion for New Trial, Order of Condemnation, Bill of

Exceptions, Assignment of Errors, Petition for Writ

of Error, Order Allowing Writ of Error, Bond on

Writ of Error, Lodged CojDy, Writ of Error, Stipu-

lation and Order Enlarging Time to File Transcript

of Record, and Praecipe for Transcript on Writ of

Error, Stipulation omittingmap attached to Amended

Complaint in the case of Midnight Sun Mining and
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Ditch Comj)any, a cori^oration, plaintiff, vs. S.P.Van

Dyke and D. W. McKay, defendants, No. 1350—

Civil, this Conrt, and of the whole thereof, as it ap-

pears from the records and files in my office at Nome,

Alaska ; and further certify that the original Writ of

Error and original Citation in the above-entitled

cause are attached to this transcript.

Cost of transcript $42.30, paid by J. Allison

Bruner, of attorneys for defendants.

In witness whereof, I have hereunto set my hand

and affixed the seal of said Court this 19 day of Janu-

ary, A. D. 1909.

[Seal] JNO. H. DUNN,
Clerk.

In the District Court for the District of Alaska, Sec-

ond Division.

MIDNIGHT SUN MINING AND DITCH COM-

PANY (a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. AY. McKAY,
Defendants.

Writ of Error [Original].

The President of the United States of America to the

Honorable ALFRED S. MOOEE, Judge of the

District Court for the District of Alaska, Sec-

ond Division, Greeting

:

Because in the records and ])roceedings, as also in

the rendition of the judg-ment of a plea which is in
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the said District Court before you, and between Mid-

niglit Sun Mining- and Ditch Company, a corpora-

tion, plaintiff and defendant in error, and S. P. Van
Dyke and D. AY. ]\IcKay, defendants and plaintiffs

in error, a manifest error hath happened to the great

prejudice and damage of said defendants S. P. Van
Dyke and D. W. McKay as by their complaint ap-

pears
; we being willing that error, if any hath hap-

pened, should be duly corrected and full and speedy

justice done to the parties aforesaid, in this behalf

command you, if judgment be given therein, that

then under 3'our seal and distinctly and oi^enly you

send the records and proceedings aforesaid, with all

things concerning the same, to the United States Cir-

cuit Court of Appeals, for the Ninth Circuit, in the

City of San Francisco, in the State of California, to-

gether with this writ, so as to have the same at the

said place on the 4th day of February, A. D. 1909,

that the records and proceedings aforesaid being in-

spected, said Circuit Court of Appeals may cause

further to be done therein to correct those errors what

of right and according to the laws and customs of the

United States should be done.

Witness, the Honorable MELVILLE AV. FUL-
LEE, Chief Justice of the Supreme Court of the

United States, this 5th day of January, A. D. 1909.

Attest my hand and the seal of the District Court

for the District of Alaska, Second Division, at the
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clerk's office at Nome, Alaska, the day and year last

above written.

[Seal] JNO. H. DUNN,
Clerk of the District Court, for the District of

Alaska, Second Division.

It is hereby ordered that the above writ be allowed.

ALFRED S. MOOEE,
Judge of the District Court, for the District of

Alaska, Second Division.

[Endorsed] : No. 1350. In the Disi;rict Court, Dis-

trict of Alaska, Second Division. Midnight Sun Min-

ing and Ditch Company, a Corporation, Plaintiff,

vs. S. P. Van Dyke and D. W. McKay, Defendants.

Writ of Error. Elwood Bruner and J. Allison Bru-

ner, Attorneys for Defendants. Nome, Alaska.

In the District Court for the District of Alaska, Sec-

ond Division.

MIDNIGHT SUN MINING AND DITCH COM-
PANY (a Corporation),

Plaintiff,

vs.

S. P. VAN DYKE and D. W. McKAY,
Defendants.

Citation on Writ of Error [Original].

The President of the United States of Am.erica to

Midnight Sun Mining and Ditch Company, a

Corporation, Defendant in Error and to Its At-

torneys, Greeting

:
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You are hereby cited and admonis'lied to be and

appear in the United States Circuit Court of Ap-

peals for the Ninth Circuit, to be hekl in the City of

San Francisco, State of California, within thirty

da}"S' from the date of this writ, pursuant to a writ

of error filed in the clerk's office of the District Court

of the District of Alaska, Second Division, wherein

S. P. Van Dyke and D. A¥. McKay are plaintiffs in

error, and you, the said Midnight Sun Mining and

Ditch Company, a corporation, is defendant in error,

to show cause, if any there be, why judgment ren-

dered against plaintiffs in error as in said writ of

error mentioned, should not be corrected, and why

speedy justice should not be done the parties in that

behalf.

Witness, the Honorable MELVILLE W. FUL-
LER, Chief Justice of the Supreme Court of the

United States, this 5th day of January, A. D. 1909.

Also, witness the Honorable ALFEED S. MOORE,
Judge of the United States District Court, for the

District of Alaska, Second Division, this 5th day of

January, A. D. 1909.

ALFRED S. MOORE,
Judge of the District Court for the District of

Alaska, Second Division.

Attest my hand and the seal of the District Court,

for the District of Alaska, Second Division, at the

clerk's office at Nome, Alaska, the day and year last

above written.

[Seal] , JNO. H. DUNN,

Clerk of the District Court, for the District of

Alaska, Second Division.



100 S. p. Van Dyke and D. W. McKay vs.

United States of America,

District of Alaska,—ss.

Due service of tlie within citation is hereby ac-

knowledged this 5th day of January, A. D. 1909.

Attorneys for Plaintiff and Defendant in Error.

United States of America,

District of Alaska,—ss.

Due service of the within citation on writ of error

is hereby accepted in the District of Alaska, this 5th

day of January, 1909, by receiving a duly certified

copy of the same.
GEO. B. GRIGSBY,

Attorney for Plaintiff and Defendant in Error.

[Endorsed] : No. 1350. In the District Court, Dis-

trict of Alaska, Second Division. Midnight Sun
Mining and Ditch Company, a Corporation, Plain-

tiff, vs. S. P. Van Dyke and D. W. McKay, Defend-

ants. Citation on Writ of Error. Elwood Bruner

and J. Allison Bruner, Attorneys for Defendants,

Nome, Alaska.

[Endorsed]: No. 1698. United States Circuit

Court of Appeals for the Ninth Circuit. S. P. Van
Dyke and D. W. McKay, Plaintiffs in Error, vs. The

Midnight Sun Mining and Ditch Company (a Cor-

poration), Defendant in Error. Transcript of Rec-

ord. Upon Writ of Error to the United States Dis-

trict Court for the District of Alaska, Second Di-

vision.

Eiled March 11, 1909.

F. D. MONCKTON,
Clerk.
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FOR THE NINTH CIRCUIT*

S. p. VAN DYKE and D. W. McKAY,

I^laintiffs in Error,

vs.

THE jMIDNIGHT SUN MINING AND DITCH COM-
PANY (a Corporation),

Defendant in Error.

BRIEF FOR PLAINTIFFS IN ERROR.

Upon Writ of Error to the United States District

Court for the District of Alaska,

Second Division.

p. M. BRUNER,
A. J. BRUNER,

Of Counsel,

ELWOOD BRUNER,
J. ALLISON BRUNER,

Attorneys for Plaintiffs in P]rror.
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In the United States Circuit Court of Appeals for

the Ninth Circuit.

No. 1698.

S. P. VAN DYKE and D. W. McKAY,
Plaintiffs in Error,

vs..

THE MIDNIGHT SUN MINING AND DITCH
COMPANY (a Corporation),

Defendants in Error.

Brief for Plaintiffs in Error.

STATEMENT OF THE CASE.

This is an action brought by the defendant in er-

ror, The Midnight Sun Mining and Ditch Company,

a corporation, against the plaintiffs in error, S. P.

Van Dyke and D. W. McKay, in the United States

District Court, for the District of Alaska, Second Di-

vision, invoking the exercise of the right and power

of eminent domain, in the condemnation of the right

of way for a ditch, across the placer mining claims of

plaintiffs in error, known as Nos. 9 and 10 Above Dis-

covery Claim on ''Big Hurrah" Creek in Cape Nome
Recording District, Alaska; claiming for said right

of way, a strip of land thirty feet wide across said

Claims Nos. 9 and 10, and the appropriation and di-

version of the waters of said Big Hurrah Creek, to be

carried through said ditch a distance of eight and

one-fourth miles to placer claim B, No. 2, on Rock

Creek, a tributarj^ of Solomon River. (Trans., pp.

5, 6.)

And alleging further the ownership of a water

right of 2,000 miner's inches of the waters of said Big



Hurrah Creek, by purchase of the wate:p right of one

J. S. Kim]3all, alleged to have been made on or about

the 25th day of July. 1902. (Trans., pp. 2 3.)

Further that said condemnation asked for was for

a public use. to be managed and controlled by defend-

ant in error.

Plaintiff in error demurred to the complaint u23on

the groimd that it did not state facts sufficient to

constitute a cause of action. (Trans., p. 12.)

After argiunent the demurrer was overruled.

(Trans, pp. 13. 11.)

Plaintiff in error then answered, denying the ma-

terial allegations of the complaint: and further an-

swered, aUeging that on the day of July. 1902,

plaintiff in error. S. P. Van Dyke, was and had been

for a long time prior thereto the owner of and in pos-

session of Placer Claims 9 and 10 on said Big Hur-

rah Creek, and that since the coiomencement of the

action he had conveyed the same to plaintiff in error

D. TV. McKay: and that said plaintiff in error D. TV.

McKay was the owner of other placer mining claims

on said Big Hurrah Creek : and that all of said claims

were riparian to said Big Hurrah Creek.

That said placer mining claims are only valuable

for the deposits of gold contained in the ground upon

said claims, and that in mining and extracting the

gold from said gravel it was and is necessary to use

all the waters of said Big Hurrah Creek: and fur-

ther allegiug that aU the waters of said Big Hurrah

Creek, and prior to the diversion thereof by defend-

ant in error, passed through and over said mining

claims Xos. 9 and 10 Above Discoverv and the other



placer mining claims on said creek, owned by plain-

tiffs in error ; and further, that all of said claims are

situate below the point where defendant in error

claims to have diverted and appropriated the waters

of said Big Hurrah Creek. (Trans., p. 16.)

Plaintiffs in error further allege that there is not

more than sufficient water in said Big Hurrah Creek

to properly sluice, wash and mine the gravel on said

claims 9 and 10, and that if defendant in error is per-

mitted to appropriate and divert the waters of said

Big Hurrah Creek, said claims 9 and 10 and the other

claims of plaintiff in error D. W. McKay Avould be-

come utterly worthless. (Trans., pp. 16, 17.)

Plaintiffs in error further allege that before the

commencement of this action, plaintiff (defendant in

error), without right, title or license so to do, entered

upon the said claims of plaintiffs in error, namely,

claims Nos. 9 and 10 Above Discover}^ on Big Hur-

rah Creek and constructed a ditch across said claims,

and that said ditch is an obstruction to the free use

and enjo^anent of the same to their damage in the

sum of $5,000.

Plaintiffs in error prayed judgment for damage in

the sum of $5,000, and the removal of said ditch.

(Trans., pp. 14-18.)

Defendant in error replied to the answer admit-

ting that the said property was riparian to the waters

of Big Hurrah Creek, and situate below the intake

of defendant in error's ditch, and that said waters

passed over said property prior to the appropriation

and diversion by it or its grantor; but denied the

trespass on claims 9 and 10 and the damage, and fur-



ther alleged that plaintiffs in error did not object to

the construction of the ditch, and that plaintiff in

error S. P. Van Dyke, by his conduct and language

encouraged the construction of the ditch. (Trans,

pp. 19-21.)

The evidence shows that at the same time that de-

fendant in error commenced this action, it also com-

menced other actions upon the same cause of action

against Charles Diekman, owmer of the Diekman

Fraction; Ingobar Johnson and other owners of

placer claims Nos. 7 and 8; and Assyria Hall and

other owners of placer claim No. 6—all on Big Hur-

rah Creek.

This cause was tried before the Honorable Alfred

S. Moore, Judge of said court, sitting without a jury,

on the 1st day of November, A. D. 1907, S. T. Jeffrey,

Esq., appearing as counsel for plaintiff, and Elwood

Bruner, Esq., appearing as counsel for defendants.

(Trans., pp.31, 32.)

Findings of fact and conclusions of law were made

in favor of defendants in error and filed Jan. 18th,

1908. (Trans., pp. 23-26.)

On January 21st, 1908, plaintiffs in error made and

filed motion for new trial, upon the grounds of insuffi-

ciency of the evidence to justify the decision, and

that it was against law. (Trans., pp. 26, 27.)

The motion for a new trial was overruled on March

9th, 1908 (Trans., p. 29), and on March 9th, 1908,

an order of condemnation in accordance with the

findinars of fact and conclusions of law was made

and filed. (Trans., pp. 30, 31.)
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A bill of exceptions including all of the evidence in

the case was then settled and allowed on October 12th,

1908. (Trans., pp. 31-78.)

On Jan. 5th, 1909, plaintiffs in error made and filed

their assignment of errors (Trans., pp. 78-83) ; and

therefrom a writ of error was allowed. (Trans., p.

85.)

Plaintiffs in error come now to this Honorable

Court praying that the order of condemnation and

judgment of the said District Court for the District

of Alaska, Second Division, be reversed, set aside and

held for naught, and that the said Court be directed

to grant a new trial.

THE FACTS.

The plaintiffs in error were the o^\Tiers of Placer

Claims Nos. 9 and 10 on Big Hurrah Creek in Nome

Recording District, Alaska, at the time of and long

prior to the alleged appropriation of the waters of

Big Hurrah Creek under the location of the same

by J. S. Kimball (defendant in error's) grantor

(Trans., pp. 75, 76.)

Placer Claims Nos. 9 and 10 on Big Hurrah Creek,

in Nome Recording District, Alaska, also the Dieck-

man Fraction, and claims Nos, 6, 7 and 8 were all

riparian to said creek, and situated below the intake

of (defendant in error's) ditch. (Trans., p. 19.)

Plaintiffs in error had used the waters of said Big

Hurrah Creek on claims Nos. 9 and 10 as riparian

proprietors long before the appropriation and diver-

sion of the waters of said Big Hurrah Creek by de-

fendant in error and its grantor, and ever since then



have used the same except when deprived of their use

by defendant in error.

There is not more than sufficient water in Big

Hurrah Creek to properly work the placer claims

Nos. 9 and 10, the property of the plaintiffs in error.

There is no other source of water supply to work

said claims, and the use of the waters of said Big

Hurrah Creek are absolutely necessary to the proper

working and mining of the gold-bearing gravel on

said claims Nos. 9 and 10.

The placer mining claims of defendant in error are

on a different stream, to wit, Solomon River, and

more than eight miles from said claims Nos. 9 and 10

on Big Hurrah Creek, the property of the plaintiffs

in error.

Defendant in error trespassed upon the mining

claims of the plaintiffs in error, Nos. 9 and 10, and

cut the ditch through said claims and diverted the

waters of said Big Hurrah Creek away from its

natural channel and from the said claims Nos. 9 and

10, and after so trespassing commenced an action to

condemn the right of way.

ASSIGNMENT OF ERRORS AND ARGUMENT.
The plaintiffs in error contend: That the defend-

ant in error, owning property on Solomon River,

miles away from Big Hurrah Creek, where the claims

of plaintiffs in error are located, has, without even

color of right, taken the waters of Big Hurrah Creek

for its own private use; and that, having with a

strong arm trespassed upon the rights and property

of plaintiffs in error, by cutting a ditch across their

claims, it now seeks to justify this unlawful action,
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by invoking the aid of the law of eminent domain,

alleging that all these acts were done for a public use.

The evidence conclusively shows, from the testi-

mony of every witness for both plaintiff and defend-

ant, that the diversion of the water by defendant in

error at claim No. 11 on Big Hurrah Creek com-

pletely deprived plaintiffs in error from all water

and means to work their claims Nos. 9 and 10.

I.

The first assignment of error is

:

''The Court erred in overruling the demurrer of

defendant to plaintiffs' amended complaint, for the

reason that said amended complaint does not state

facts sufficient to constitute a cause of action or to

entitle plaintiff to the relief prayed for in the com-

plaint.
'

'

The complaint is insufficient, in that it does not

allege that it appropriated the water prior to the time

when defendant's rights attached. It is admitted

by defendant in error (Trans., pp. 75, 76) that plain-

tiffs in error were the owners of claims Nos. 9 and

10 on Big Hurrah Creek, and were using the water

of said creek in mining and working their claims at

the time of, and prior to the location of, said water

by defendant in error and its grantor.

When the plaintiff in error filed his location notice

of said claims Nos. 9 and 10, the lands covered by said

notice became segregated from the public lands of
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the United States, and what rights he acquired as a

riparian proprietor attached at that time.

Faull vs. Cooke (Oregon), 26 Pac. 662.

'Stnrr vs. Beck, 133 U. S. 541.

Larsen vs. Navigation Co., 19 Or. 240, 23 Pac.

974.

Black's Pomeroy, sec. 42, p. 70.

There is no provision in the statutes of Alaska for

the location of water rights.

The common-law doctrine of riparian rights pre-

vails in Alaska, so far as the location and appropria-

tion of water is concerned.

Section 367 of the Code of Alaska reads as follows

:

*'So much of the common law as is applicable and

not inconsistent with the Constitution of the United

States or with any law passed or to be passed by

Congress is adopted and declared to be law within

the District of Alaska."

The common-law rule, ''Qui prior est in tempore

potior est in jure," prevails in Alaska.

"Whatever may be the weight as authority of

Sickle vs. Haines (Nev.), in other respects, the state-

ment that the grantee or patentee acquires from the

United States—^the absolute and unqualified owner

of the public lands—connnon-law rights in the waters

flowing through the land granted (except where the

waters or a portion of them are reserved) has never

been disputed."

Lux vs. Haggin, 10 Pac. 722.

"A private corporation cannot divert the waters

of a watercourse, and thereby deprive the riparian
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proprietor of all use of the same, without compensa-

tion made or tendered, to such proprietor."
'

' The owners of land by or through wdiich a water-

course naturally and usually fiow^s have a right of

property in the waters of the stream."

"This property may be taken for a public use, just

compensation being first made or paid into court."

Lux vs. Haggin, 10 Pac. 674.

There was no compensation made or paid into

court in this cause nor any allegation of it.

In the Allegation XI . (Trans., p. 8) are these

words: "That said plaintiff is able and willing to

make and pay just compensation for the property

and rights so proposed to be taken and condemned. '

'

This allegation is insufficient; no value or ability

to pay damage is shown.

The damage may be $50,000 and the party making

it not worth $5,000. In such a case a mere offer of

ability to pay would be useless.

Again, the mere allegation that the public desire

the condemnation is insufficient, when there is no

representative of the public in the suit. No public

officer or representative thereof is a party to this pro-

ceeding. On the contrary, it is a private corporation

for a private use.

The second assignment of error is as follows : "The
Court erred in making its Finding Numbered Three

(3) as follows: 'That the plaintiff is now and at the

time of the commencement of this action, and for a

long time prior thereto was, the owner and in posses-

sion of existing locations and water rights and

ditches described in the complaint herein, and in
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charge of the same for the uses and purposes set out

in Finding Number Two (2),' for the following rea-

sons:

*'«. That the evidence conclusively shows that the

plaintiff is not the owner and in possession of any
existing water location, and water rights, and ditch,

as described in the complaint.

''&. That the evidence conclusively shows that

the plaintiff is now, and at all times mentioned in the

complaint has been, a trespasser on the property of

the defendants.

'V. That the evidence conclusively shows that

the plaintiff was using the said ditch for its own per-

sonal purposes and not for public uses and pur-

poses."

a. In support of subdivision "a," the Bill of Ex-

ceptions (Trans., pp. 75, 76) shows that plaintiffs in

error and other claim owners on said Big Hurrah
Creek were such owners and using said waters of

Big Hurrah Creek at the time the ditch of defendant

in error was being constructed, and prior thereto, and

also at the time of and prior to the alleged location of

said waters by J. S. Kimball and his transfer thereof.

Hence defendants in error could not be the owners as

against the plaintiffs in error, and the assignment of

error was well taken.

1). Defendant in error built its ditch and appro-

priated the water of Big Hurrah Creek before they

commenced their action for condemnation, and

against the protest of plaintiffs in error and other

mining claim owners along Big Hurrah Creek.
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Charles Dieckman testifies: "The ditch was con-

structed across my claim without my consent."

(Trans., p. 50) "I remember when the ditch was con-

structed across Mr. McKay's claims Nos. 9 and 10,

and in 1904 the company (defendant in error) sent

a big force of men on Saturday night, and when Mon-

day came it was finished through the claims. Before

the ditch was constructed, I saw trespass notices had

been posted on the claim." (Trans., pp. 51, 52.)

Gustave J. Nasb}^ testifies: "I never consented to

the construction of the ditch across my claims. * * *

There were trespass notices on Nos. 9 and 10. The

work was rushed through from Saturday night until

Monday morning. They must have had something

like 80 or 90 men at work with a number of teams."

(Trans., pp. 52-54.)

Ole Talsnes testifies: "I never gave permission to

the plaintiff (defendant in error) to build a ditch

across my claim. I put up trespass notices, but

they went over anyway. " (Trans., p. 57.)

Frank McClure testifies: ''I worked in both Nos.

9 and 10. * * * j ^r^g there in 1904 when the

plaintiff's ditch was constructed across the ground.

Mr. McKay had put up trespass notices. * * *

I know that one of the foremen of construction and

other employees saw the trespass notices which was

posted before the ditch had been dug. On that Sun-

day morning I protested as vigorously as I could

against their going across the ground. '

' (Trans., pp.

64, 65.)

D. W. McKay, plaintiff in error, testifies : ''I never

gave permission to the plaintiff to construct a ditch
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across n\y claims. Hearing that the company were

building in the direction of my claims 9 and 10, I

posted a notice at the lower end of each of the claims,

about where I expected that the ditch line would go,

giving them warning that a trespass would be com-

mitted by them building any ditch or dams, or to

trespass in any manner whatever on this ground.

* * * I saw the man in charge of the work stop

and read the notice I had posted. * * * He told

me he would go and see Mr. Griffen and I waited for

36 hours and then returned to Nome. While I was

in Nome the following Sunday morning the ditch was

built through my claims." (Trans., pp. 65, 66:)

The evidence is clear and undisputed. Defendants

in error were trespassers; and again the second

assignment of error appears to be correct.

The evidence shows that the plaintiffs in error

were the first appropriators of the waters of Big

Hurrah Creek. They had located Claims Nos. 9 and

10, and used the waters of Big Hurrah Creek thereon,

in washing the gold from the gravel, and the defend-

ant in error wrongfully and unlawfully came in

afterwards upon the ground, dug their ditch and took

the water.

The plaintiffs in error ask for the restitution of

their rights relying upon the law governing in such

cases.

Congress has passed on the question of the prior-

ity of right, and in support of the contention of plain-

tiffs in error we quote from the case of Sturr vs. Beck,

133 U. S. 551.
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Sec. 2339 of the Revised Statutes, wliicli is in

substance the ninth section of the Act of Congress of

July 26, 1866 (14 Stat. 253, c. 262) provides:

"Wherever, by priority of possession, rights to the

use of water for mining, agriculture, manufacturing,

or other purposes have vested and accrued, and the

same are recognized and acknowledged by the local

customs and laws and the decision of the Courts,

the possessors and owners of such vested rights shall

be maintained and protected in the same; and the

right of way for the construction of ditches and

canals for the puiposes herein specified is acknowl-

edged and confirmed. " " This section,
'

' said Mr. Jus-

tice Miller in Broder vs. Water Co., 101 U. S. 274-

276, "was rather a voluntary recognition of a pre-

existing right of possession, constituting a yalid

claim to its continued use, than the establishment of

a new one." * * * "When, however, the Gov-

ernment ceases to be the sole proprietor, the right of

the riparian owner attaches, and cannot be subse-

quently invaded, as the riparian owner has the right

to have the water flow iit currere solebat, undimin-

ished except by reasonable consumption of upper

proprietors, and no subsequent attempt to take the

water only can override the prior appropriation of

both land and water; it would seem reasonable that

lawful riparian occupancy with intent to appropri-

ate the land should have the same effect."

Sturr vs. Beck, 133 U. S. 551.

Always keeping in view the fact that the common

law with regard to water rights prevails in Alaska,

we quote from Gould on Waters: "The doctrine of
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the common law that rights in a flowing stream arise

from riparian ownership, apart from appropriation,

has force in these Western States, except as prior

appropriation is protected by local customs and stat-

utes."

Gould on Waters, 3d edition, sec. 230.

Healy vs. Woodruff, 97 Cal. 464.

The right of the first appropriator is not deter-

mined by a comparison of the value of the water to

him and to subsequent locators; but if he is entitled

to all of the water of the stream where his ditch

starts, others cannot complain if it is enlarged.

Gould on Waters, sec. 231.

The statute of Oregon expressly recognizes the

common-law doctrine of riparian rights.

Black's Pomeroy, sec. 115, p. 213.

Hayden vs. Long, 8 Or. 244.

And the Alaska Code is taken largely from the

laws of Oregon.

c. "The evidence conclusively shows that the

plaintiff was using the said ditch for its own per-

sonal purposes, and not for public uses and pur-

poses."

This is shown from the fact that the defendant

in error never furnished, or offered to furnish, water

to any person except when it was not using the

water itself. This is shown by the testimony of

Frank Robbins, the manager of the Midnight Sun

Mining and Ditch Co.—^the defendant in error.

(Trans., p. 72.) He testified, among other things:

"A. We sold to those Swedes I named.

"How much'?
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"A. I don't remember; a sluiceliead or two one

time there when they wanted it.

"Q. That was when water was plentiful?

"A. Wlien we were not using the water. So far

as I know there is nothing to compel us to sell

water to any person outside of the company."

(Trans., pp. 70-72.)

The Swedes he referred were not on Big Hurrah

Creek, but on Solomon River. (Trans., pp. 38-43.)

John B. Hodgdon testifies: "We could not work,

for the reason that there was no water to work with.

We had considerable trouble with the ditch com-

pan}^,—the ditch company claiming that they had

the right to take all the waters of Big Hurrah Creek,

because they wanted the water over on Solomon

River to mine with.

"Mr. Griffen told me that they were using it;

that they needed all that there was; * * * and we

made a demand upon him in writing for the water,

because of the lack of water our operations last year

were practically a failure." (Trans., p. 55.)

The notice of writing was as follows:

"Big Hurrah Creek, Aug. 9th, 1905.

"Mr. Griffen, Mngr. of Ditch Co., Big Hurrah Creek.

"Dear Sir: The water in Big Hurrah Creek is

very low again. We have had to stop sluicing be-

cause the water that we need to work our claim is

turned from its natural course in the creek into your

ditch. When I told you about a week ago that we

were working at a loss because 3"ou were depriving

us of the water that belongs to the creek claims, you
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said that you would arrange to let me have water

from the ditch, but you have failed to do so.

"Therefore, we have decided to commence pro-

ceedings in law to get the water turned back into

its natural course and for damages from your com-

pany for the loss we have already suffered and shall

suffer as long as your ditch takes away the water

that we need to work our claims. You told me that

3''ou was always ready to do the fair thing, and if the

claim owners having grievances against the Ditch

Co. would come to you with their troubles, lawsuits

could be avoided. I left my work and hunted you

up and told you that we would have to have more

water to work with, and the only result so far are

your broken promises.

"A further notification, and if you wish to avoid

a lawsuit you will come to us at once and stop tak-

ing the water we need and to settle for the loss we

have sustained through your company.

"Yours truly,

"HODGDON & ROGNON,
"Per Hodgdon."

(Trans., pp. 59, 60.)

Gustave J. Nasby testifies: "I did not get enough

water last year 1905 because they took all the wa-

ter in the ditch, except the seepage that comes down,

so that there was nothing left to speak of. * * *"

(Trans., p. 53.)

The testimony of the witnesses heretofore quoted

is not rebutted or denied.

Upon the testimony it certainly seems clear that

the use which the defendant in error put the waters
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of Big Hurrah Creek to was the private use of the

company alone,—the defendant in error,—and grant-

ing this contention to be correct, the findings of fact

and conclusions of law of the lower court were

wrong, and the judgment of the court below should

be reversed.

PRIVATE PROPERTY CANNOT BE TAKEN
FOR A PRIVATE USE.

In this connection we quote from the case of Cum-

mings vs. Peters, 56 Cal. 593-597.

"One of the defenses set up in the answer of the

defendant is that plaintiff and others acting with

him own large and valuable tracts of mining ground

near the terminus of the proposed canal at Thomp-

son's Flat, and that it is his and their intention to

use the waters of said canal in mining his and their

own land and for no other purpose, and that said

use is a private use. On this issue there was no find-

ing either by the jury or the Court. There w^as no

general verdict, and the answers of the jury to the

questions submitted to it do not determine the issue.

The defendant was entitled to a finding upon it, for

it is clear that if, as is asserted by him, the alleged

public use is a mere pretense, and that the real pur-

pose- of the plaintiff is to procure the waters for the

private use of himself and his associates, he cannot

invoke the aid of the Court in this proceeding. This

issue of fact should have been submitted to the jury,

a jury trial not having been waived nor a reference

ordered."

The statute under which the above action Was had
is practically the same as the Alaska statute.
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ApiDlyiug the law of the above case to the present

cause, and we have this condition of affairs.

The defendant in error, in its com^Dlaint, alleges

the construction of the ditch from No. 11 on Big

Hurrah Creek to Xo. 10 on Solomon River, where

defendant in error has mining claims, a distance of

8 or 9 miles, and the diversion of all the waters of

Big Hurrah Creek through the same for the alleged

use of the public, when the e^ddence as hereinbefore

referred to clearly and emphatically shows that the

construction of the ditch and the diversion of the

waters was first and above all other things for the

private use of the defendant in error.

Lindsay Irr. Co. vs. Mehrtens, 97 Cal. 676.

Lorenz vs. Jacobs, 53 Cal. 73.

Wilmington etc. Co. vs. Dominguez, 50 Cal. 505.

Amador Queen Mfg. Co. vs. Hewitt, 73 Cal. 482.

People vs. Pittsburgh R. R. Co. 53 Cal. 695.

Coal Channel Co. vs. Railroad Co., 51 Cal. 269.

The third assignment of error is as follows:

"The Court erred in making its finding Number
Four (1) as follows: 'That the plaintiff, by means

of dam and reservoir built and constructed on Big

Hurrah Creek, on Placer Claim Nmnber (11) Eleven,

Cape Nome Recording Histrict Alaska, and the stor-

age of the waters thereof, and by means of the ditch

described in the comi^laint herein, diverted the said

waters of said Big Hurrah Creek, and by means of

said dam, reservoir and ditch is now, during the

open season, and has been ever since the commence-

ment of this action and a long time prior thereto,
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conveying and transporting, and has conveyed and

transported, said waters for the distance of about

eight miles, and is and has been during the times in

Finding Number Three (3) supplying and distrib-

uting said waters to mine owners along the line of

said ditch, for the working of placer claims, and the

use of the public, and the utilizing of said waters

and ditch, for the working of said plaintiff's own

mine,' for the following reasons:

"«. That the evidence conclusively shows that

the plaintiff has not diverted the waters of Big

Hurrah Creek by means of the dam and ditch de-

scribed in the complaint for any public use.

'' b. That the evidence shows that the defendants,

their grantors and predecessors in interest, were at

the time of the diversion of said waters by the plain-

tiff, and now are the owners of all the waters of

Big Hurrah Creek; that their title to the same was

prior in point of time and that all of said waters

were necessary for the proper and economical work-

ing of the mines on Big Hurrah Creek owned and

operated by these defendants and those in privity

with them, and that it was necessary to use all the

waters of Big Hurrah Creek, and at all the times

mentioned in the complaint the defendants were so

using the waters of Big Hurrah Creek.

"c. That the complaint seeks by the terms there-

of to condemn a right of way for the ditch, and there

is no water to convey in said ditch to which plain-

tiff in any way could be entitled, and the complaint

does not in any way seek to condemn the right to

use the water.
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"f/. That the evidence shows that the plaintiff

has not supplied and distributed the waters of Big

Hurrah Creek to the mine owners alonaj the line of

said ditch."

The questions raised by this assignment of error

have already been discussed under the first and sec-

ond assignments of error, except the following:

''That all of the waters '(of Big Hurrah Creek)'

were necessary for the proper and economical work-

ing of the mines on Big Hurrah Creek, owned and op-

erated by these defendants and those in privity with

them, and that it was necessary to use all of the

waters of Big Hurrah Creek, and at all the times

mentioned in the complaint the defendants were so

using the waters of Big Hurrah Creek."

Silvey Stuart, a witness for defendant in error,

testified among other things: "The ditch would not

benefit Xos. 9 and 10 and Xo. 8 very little." (Trans.,

p. 35.)

M. J. Burns, a witness for defendant in error, testi-

fied among other things:

"Q. It would take considerable water to mine

Nos. 10 and 9, would it not?

"A. Yes, it takes a good bit of water to work

successfully.

"Q. And really the more successful method un-

der the conditions accessible there would be the

method known as bedrock drains and ground sluic-

ing, would it not ?

"A. TThy it is the best that has been done so far.

"Q. It is the best and most successful method

with a sufficient bodv of water?
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"A. Yes, sir, I believe it is.

"Q. It would be impossible to successfully mine

by ground sluicing on Nos. 9 and 10 without the

whole waters of Big Hurrah Creek w^ould it not?

"A. I believe it would." (Trans., p. 37.)

Witness H. M. Hohiigrehn testifies to three to four

hundred inches of water in Big Hurrah Creek.

(Trans., p. 41.)

Harry Hillman, a witness for plaintiffs in error,

testified: "On the benches of Big Hurrah Creek the

ground is all gold-bearing. I would say that all the

waters of Big Hurrah Creek were necessary to prop-

erly mine the claims on the creek." (Trans., p. 48.)

Charles Dieckman, a witness for plaintiffs in error,

testified: "While mining there I used an ordinary

sluicehead of water, but I could use successfully

every drop of water Big Hurrah Creek carries in a

normal stage, which is about 350 inches under a four-

inch pressure." (Trans., p. 49.)

Gustave J. Nasby, a witness for the plaintiffs in

error, testified: "I owned an interest in Nos. 6 and

7 on Big Hurrah Creek, having located them in 1901,

and still own them. * ^- * They are valuable claims

for the gold that is contained in them. The claims

are valueless if the water is taken away. I think

there is about 300 inches of water in Big Hurrah

Creek at its normal stage. There is no more than

enough water to successfully w^ork my claims."

(Trans., p. 52.)

Mr. John B. Hodgdon, a miner in Nome District

since 1899, testified that normally. Big Hurrah Creek

carried between 325 and 350 inches of water, and
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all necessary to work the mines on Big Hurrah

Creek. Could use it all to advantage on any one

claim. (Trans., pp. 54-56.)

Ole Talsnes testified to the same effect. (Trans.,

p. 57.)

Mr. E. Kenney testified that he worked on Nos. 8

and 9 on Big Hurrah Creek and that all of the water

of the creek was necessary to properly work them.

(Trans., pp. 60, 61.)

G. W. Marsh, a witness for plaintiffs in error, testi-

fied: "The claims on Big Hurrah Creek can be made

to pay if properly mined, and that can be done with

the natural flow of water in Big Hurrah Creek;

without the water the claims are worthless. I have

a lay on Xos. 9 and 10 Big Hurrah. I worked No.

9 last year and did not make any money out of it be-

cause I could not go without water, neither could

anybody else." (Trans., pp. 62, 63.)

John I. Stewart testified: "In order to success-

fully work Nos. 9 and 10 on Big Hurrah, all of the

waters of the creek are needed, and more if it could

be got. (Trans., p. 64.)

Frank McClure testified that he worked on both Nos.

9 and 10, and said: "From my knowledge of the

claims on Big Hurrah Creek I do not think they

would be worth an}i;hing without the water of the

creek. I know of no other source of water for min-

ing there. (Trans., p. 65.)

Mr. D. W. McKay, the plaintiff in error, testified:

"Have been a miner since '98, and have resided in

Nome since 1899. I own Nos. 4, 9 and 10 Creek
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claims and No. 5 Bench. I have invested in the pur-

chase price of the claims $10,500.00 and put two thou-

sand dollars in prospecting. All the claims are gold-

bearing. I value my claims at forty thousand dol-

lars. My source of water supply is Big Hurrah, and

I have no other source of water supply. My claims

would be of comparatively little value, if any, if all

the water was taken away. * * * Ground-sluicing

or piping is the most economical method of working

my ground, and I believe that there is sufficient wa-

ter to do that if I have all the water of Big Hurrah

Creek with which to w^ork my claim. * * * in niy

judgment there is from 250 to 300 inches in an aver-

age season flowing in the creek. * * * So far as I

know, no one ever claimed any right to the water

of the creek prior to the title acquired by my grantor.

(Trans., pp. 65-67.)

c. "That the complaint seeks by the terms there-

of to condemn a right of way for the ditch, and there

is no water to convey in said ditch to which plaintiff

in any way could be entitled, and the complaint does

not in any way seek to condemn the right to use the

water."

This subdivision is self-evident in view of what

has been said hereinbefore. Defendant in error has

no water to convey; hence the ditch would be use-

less,—a condemnation of no effect.

d. "That the evidence shows that the plaintiff

has not supplied and distributed the waters of Big

Hurrah Creek to the mine owners along the line of

said ditch."
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This subdivision is indirectly fully discussed here-

inbefore, and is fully sustained by the evidence of all

the witnesses, but especially by that of Frank Rob-

bins, manager of the company, the defendant in er-

ror, in his testimony on page 72 of the Transcript,

hereinbefore quoted.

The fourth assignment of error is as follows

:

"The Court erred in making its Finding Numbered

Five (5) as follows: 'That the taking of the property

described in plaintiff's complaint so to be applied is

necessary to such public use; that the public interest

requires the taking of such property,'—for the rea-

son that the evidence shows that the attempted ap-

propriation and utilization of the waters of Big Hur-

rah Creek are not a public use."

All of the testimony adduced in the trial of this

cause supports this assignment of error, and we es-

pecially call attention to the testimony of Frank Rob-

bins, heretofore quoted, and found on page 72 of the

Transcript.

As the conclusions of law are based upon the find-

ings of fact, and we have fully discussed and cited

the evidence bearing upon the assignments of error

based upon the findings of fact, we deem it unneces-

sary to quote the evidence any further.

The exercise of the right or principle of eminent

domain is confined and limited to those cases where
a public use is the end sought.

The sovereign right of eminent domain will not be
allowed in order to aid or establish a private use.
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We have been unable to find any precise definition

of what is a public use as distinguished from a pri-

vate use.

It is declared by the Court in the case of Beekman

vs. S. & S. R. R. Co., 22 Am. Dec. 92, that there is

no precise definition of what is a public use.

In Lindsay Irr. Co. vs. Mehrten, 97 Cal. 676, the

Court says: ''The legislature must designate, in the

first place, the uses in behalf of which the right of

eminent domain may be exercised, and the designa-

tion is a legislative declaration that such uses are

public and will be recognized by courts. But

whether in any individual case the use is a public

use must be deteimined by the judiciary FROM
THE FACTS AND CIRCUMSTANCES OF THAT
CASE."
In this cause the facts and circumstances are, as

appears to counsel for plaintiffs in error, that the

defendant in error had a placer mining claim of its

own on a stream called Solomon River, distant eight

or nine miles from Claims Nos. 9 and 10 on Big Hur-

rah Creek, the property of plaintiffs in error. It

w^anted to work those claims for its own private use

and gain, and to accomplish this object, it took the

law into its own hands, trespassed upon the rights

and property of plaintiffs in error; digs it ditch

through the property of plaintiffs in error, by the

might of its strong arm and against the protest of

plaintiffs in error; took from him the waters of Big

Hurrah Creek; admittedly located and appropriated

and used by plaintiffs in error at the time of and
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long prior to, the alleged rights of defendant in er-

ror; and then comes into court and seeks to estab-

lish by condemnation a right which it has already

usurped.

We do not believe that the law sanctions such a

course of action. We do not believe that the Court

will set its seal of approval upon such a course of

procedure.

That private property cannot be taken for a pri-

vate use is too well established as law to be now dis-

puted.

Amador Queen Mng. Co. vs. Dewitt, 73 Cal. 482.

Lindsay Irr. Co. vs. Mehrten, 97 Cal. 676.

Black's Pomero}^, sec. 172.

Lux vs. Haggin, 10 Pac. 702, 703.

No use is a public use unless it is for and controlled

by the public.

The acquirement of a right of way for a mining

ditch to be oj^erated exclusively by private owners

without limitation on the use of the water by the

public as a public is not a public use.

Sturr vs. Beck, 133 U. S. 541.

Faull vs. Cook, 26 Pac. 662.

Black's Pomeroy, sec. 42.

Larsen vs. Nav. Co., 19 Or. 240.

Fallbrook Irr. Dist. vs. Bradley, 164 U. S. 112.

"All land owners in the District have the right to

a proportionate share of the water, and no land owner

is favored above his fellow in his right to the use of

the water. * * * It is plain that some method

for appropriating the use of the water to the various
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lands to be benefited must be employed. * * *

We think it clearly appears that all who by reason of

their ownership of or connection with any portion

of the land would have occasion to use the water,

would in truth have the opportunity to use it upon

the same terms as all others similarly situated. In

this way the use, so far as this point is concerned,

is public, because all persons have the right to use

the water under the same circumstances. This is

sufficient."

Fallbrook Irr. Dist. vs. Bradley, 164 U. S. 112.

"User or right of user by the public in the improve-

ment for which private property is taken would

seem, upon strict principles of construction, to be

indispensable to the exercise of the power of emi-

nent domain. * * * The right of the public to

the enjoyment of the use should be the test."

"The user should be enjoyed by the public by right

and not merely by pemiission. '

'

Note to Beekman vs. S. & S. R. Co., 22 Am. Dec.

686, 687.

"To authorize the taking of private property for

public use, the use must be for the people at large,

for travelers, for all, and must also be compulsory

by them, and not optional with the corporators;

must be a right by the people and not a favor; must

be under public regulation as to tolls, etc."

Ibid., pp. 689, 698, 699.

The use must be public, although the legislature

(Congress) may have authorized the condemnation.

Amador Queen M. Co. vs. Dewitt, 73 Cal. 482.
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The defendant in error does not come into court

with clean hands. It first takes the property by

force of arms, or with a strong hand, and afterward

coming to a full realization of its position as an ab-

solute trespasser, it seeks to have that property which

it has already taken, vi et armis, condemned by pro-

cess of law.

Defendant in error seeks to place itself in a posi-

tion to sell to us something that we already own ; and

it says that it is WILLING to sell something to us

that we already own.

Defendant in error admits the prior rights of

plaintiifs in error, but contends that it can destroy

those rights by location and appropriation against

the protest of plaintiffs in error.

This is not an action for the purpose of condemn-

ing the property of plaintiffs in error, and paying its

full value to them, which procedure might have some

force in equity in so doing, but it amounts to the

absolute taking and destruction of the property of

plaintiffs in error without compensation. The small

strip of ground which it is necessary to condemn in

order for defendant in error to maintain its ditch

may be of little or no actual value. The question is

not as to the actual injury that may accrue to plain-

tiffs in error by reason of the taking of a small por-

tion of ground, but it is the actual, complete de-

struction of the whole property, which will result

from the condemnation proceedings, by taking away

from the plaintiffs in error the WATER which alone

makes their property" valuable.
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This is not an action alone for the purpose of con-

demning a right of way for a ditch, but in reality

involves the question of the right of the defendant

in error to the use of water which the plaintiffs in

error now own, and that, without just or any compen-

sation being made to plaintiffs in error, for the value

of the property—^the mining claims—which it makes

useless, virtually destroys.

It is an actual destruction of property, as it is now.

We have show^i that the plaintiffs in error paid

$10,500 for claims Nos. 9 and 10 on Big Hurrah

Creek, and by the e:^enditure of $2,000 has devel-

oped a property worth $40,000. If the contention of

the defendant in error be correct, it can take all

the waters of Big Hurrah Creek, and thus render

the property of the plaintiffs in error. Placer Claims

Nos. 9 and 10, valueless—really destroy it.

Defendant in error replies that he will sell the

water at some time to plaintiffs in error, but this may
be at such a figure or price that the plaintiffs in error

could not pay it, or defendant in error may delay

the selling of the water to such a time in the future

that it will be of no value to this plaintiff in error.

By such a course of procedure, the propert}^ of

the plaintiffs in error will be virtually confiscated,

and the vested right which he had in the waters of

Big Hurrah Creek be destro3^ed.

It may be said in this case that ''law is common

sense," and that if valuable vested rights can be thus

confiscated it would be contrary to common sense, to

take private property, for either a public or a private

use, without first just compensation being made to
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the owner of such property. Now, in this case, com-

pensation cannot be made, without doing something

which this action does not contemplate, namely : The

condemnation and appraisement of all the mining

claims on Big Hurrah Creek, and compensation be-

ing thus made to the plaintiffs in error.

The mining claims on Big Hurrah Creek are of

greater value than the ditch of defendant in error can

possibly be, unless its contention be sustained and

all of the mining claims on Big Hurrah Creek be

subject to confiscation by the defendant in error.

In this case it is perhaps not going too far to say

that perhaps the main purpose of this corporation,

the defendant in error, was to take the waters of Big

Hurrah Creek, and thus obtain practically by con-

fiscation, the valuable mining claims on Big Hurrah

Creek.

The actual construction of this ditch was not com-

menced until after the mines of plaintiffs in error

and others on Big Hurrah Creek had been shown to

be of great value ; and after the fact was ascertained,

defendant in error diverted all of the water of Big

Hurrah Creek to another section of the country away

from, and apart from, and not connected with Big

Hurrah Creek.

At the time of the diversion of the water of Big

Hurrah Creek by defendant in error, it was not the

owner of any land or mining ground on Big Hurrah

Creek.

It entered upon another person's mining claims,

constructed a dam without his permission, and di-

verted the waters therefrom. Afterward they pur-
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chased that mining claim, viz., No. 11 on Big Hurrah

Creek.

It is without the excuse that it diverted the water

of Big Hurrah Creek for use at another point on the

same creek, but diverted it specifically, for the pur-

pose of using it in a different section.

It is not shown that the construction of the ditch

can be of any possible benefit to claims Nos. 9 and 10

on Big Hurrah Creek, so that if the position of de-

fendant in error is maintained in this action, it will

be selling our water back to us' at its own figure, in

its own time, without possible benefit to us. How
can this be just? How can this be law? It is not

compelled to sell to us. It can fix its own price.

Will it ever sell to us? And if so, at what figure?

Under such circumstances the vested rights of plain-

tiffs in error would be destroyed.

Counsel for plaintiffs in error respectfully submit

that the judgment of the said District Court for the

District of Alaska, Second Division, should be re-

versed, and a new trial granted.

ELWOOD BRUNEE,
J. ALLISON BRUNER,

Attorneys for Plaintiffs in Error.

P. M. BRUNER,
A. J. BRUNER,

Of Counsel.
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No. 1698

IN THE

United States Circuit Court of Appeals

For the Ninth Circuit

S. P. VAN DYKE and D. W. McKAY,
Plaintiffs in Error,

vs.

THE MIDNIGHT SUN MINING AND
DITCH COMPANY (a corporation),

Defendant in Error.

BKIEF FOR DEFENDANT IN ERROR,

Motion to Dismiss.

Comes now The Midnight Sun Mining and Ditch

Company, a corporation, the defendant in error

above named, and moves this honorable court to

dismiss the writ of error herein upon the grounds

and for the reasons

:

There is no law conferring upon plaintiff in error

the right to prosecute a writ of error from an inter-

locutory order or from an interlocutory judgment in

this proceeding.



II.

Tlie order or judgment complaiued of and which

plaintiffs in error seek to have reviewed and reversed

upon this writ of error is an interlocutory order and

not a final order or final judgment.

III.

The order complained of herein, being an inter-

locutory order, the writ of error was improvidently

granted and this court is without jurisdiction.

S. T. Jeffreys and

James E. Fextox^

Attorneys for Defendant in Error.

Argument on Motion to Dismiss Writ of Error.

I.

The right to an appeal or a writ of error in con-

demnation proceedings does not exist in the absence

of statutory or constitutional provision therefor.

New York Min. Co. v. Midland Min. Co.

(Md.), 58 A. 217;

LaFayette E. Co. v. Butner, 162 Ind. 460;

Rundinger v. City of Saginaw, 59 Mich. 355;

Dismukes v. Stokes, 41 Miss. 430

;

Wiscart v. Danahy, 3 Ball. 321

;

Clarke v. Bazadore, 1 Cranch. 212

;

United States v. Mar Ying Yuen, 123 F. 159;

Eobinson v. Baillieul, 2 Tex. 161;



Gordon v. Gray, 19 Colo. 167;

General Custer Min. Co. v. Van Camp, 2

Idaho 40

;

Puget Sound A. Co. v. Pierce County, 1

Wash. T. 76.

The right to appeal is statutory and cannot be

extended to cases not within the statute:

State V. Kennie, 24 Mont. 45

;

Juan V. Ingoldsby, 6 Cal. 440;

Appeal of S. O. Houghton, 42 Cal. 35

;

Telegraph Co. v. Yv^. C. & A. R. R. Co., 83

N. C. 420.

Although a statute will be liberally construed to

sustain an appeal, yet when it allows an appeal or

writ of error in a given case it is taken to mean an

appeal from a final decree judgment or order, and

not an interlocutory judgment or order, unless it

be given in express terms or by necessary implica-

tion:

Bridge & T. R. Co. v. Steel & I. Co., 41

W. Va. 750;

Lewis, Eminent Domain, Sec. 551.

Interlocutory orders are not separately reviewable

in the absence of legislation

:

Coleridge Creamery Co. v. Jenkins, 92 N. W.
123.

At the threshold of this case, therefore, we are

confronted with tlie question

:



Is there any constitutional or statutory provision

conferring the right to appeal, or to prosecute a

writ of error, from the order or judgment sought to

be reviewed in this proceeding ?

Section 207 of "The Civil Code" for the District

of Alaska, being part of the chapter on "Eminent

Domain", provides that:

"The plaintiff or defendant or any party in-

terested in the proceedings can appeal to the
United States Circuit Court of Appeals for the

Ninth Circuit from any finding or judgment
made or rendered under this chapter, as in other

cases. Such appeal does not stay any further
proceedings under this chapter."

Chapter 51 of the Code of Civil Procedure for the

District of Alaska provides from what judgments

and orders and in what other cases appeals and writs

of error may be taken and prosecuted to this court.

Section 504 of this chapter provides that

:

"When the amount involved or the value of

the subject matter exceeds five hundred dollars.

The United States Circuit Court of Appeals
for the Ninth Circuit shall have jurisdiction to

review by wi'it of error or appeal, the final judg-
ments, orders of the District Court."

Section 506 of the same chapter provides that

:

"No appeal or writ of error by which any
final order or judgment may be reviewed under
the provisions of this Act shall be taken or sued
out except within one j^ear after the entry of

the order or judgment sought to be reviewed."



Section 507 of the same chapter provides that:

''An appeal may be taken to the Circuit Court
of Appeals from any interlocutory order grant-
ing or dissolving an injunction, refusing to

grant or dissolve an injunction, made or ren-

dered in any cause pending before the District

Court within sixty days after the entry of such
interlocutory order. '

'

Section 508 of same chapter provides that:

"All provisions of law now in force regulat-
ing the procedure and i^ractice in cases brought
by appeal or writ of error to The Supreme
Court of the United States or to the United
States Circuit Court of Appeals for the Ninth
Circuit, except in so far as the same may be
inconsistent with any provisions of this Act,

shall regulate the procedure and practice in

cases brought to the courts respectively from
The District Court for the District of Alaska."

On June 6th, 1900, Section 7 of the Act of Con-

gress known as the "Judiciary Act of March 3,

1891", as amended by the Act of February 18, 1895,

was further amended so as to allow an appeal from

an interlocutory order appointing a receiver; and

The Supreme Court of the United States, In re

Alexander McKenzie, 180 U. S. 536, held, reading

these Acts of Congress and these sections of the

Code of Civil Procedure for the District of Alaska

relating to appeals in pari materia, that appeals

were thereby authorized from The District Court of

Alaska from interlocutory orders appointing re-

ceivers.



There is no provision of the Code of Alaska or

Act of Congress allowing an appeal or writ of error

to be taken and prosecuted from any other interlocu-

tory order except those above mentioned. Congress

having thus conferred appellate jui'isdiction upon

this court to review interlocutory orders of the Dis-

trict Court of Alaska, in certain cases, such act will

be held to operate as a negative or exception of such

jurisdiction in other cases. By the application of

the m.axims '"''expressio unius est exclusio altenus"

and ''iuclusio unius est exclusio alterius'', an appeal

and writ of error can be taken and prosecuted only

in those cases expressed and included in the statute.

Ex parte McCardle, 7 Wall 506;

Irrigation Company v. Canal Co., 14 Utah

155

;

Eastman v. Gurrey, 14 Utah 169.

The order from which this writ of error is prose-

cuted is not one of the interlocutory orders men-

tioned either in the Alaska Code or any of the acts

of Congress, and therefore neither an appeal nor

wi'it of error will lie therefrom unless it is a fnal

order or judgment.

II.

An ''interlocutory order" is one which is made

pending the cause and before a final hearing on its

merits

:

Chouteau v. Eice, 1 Minn. 24;

Kiefers Heirs v. Reichert, 93 Md. 97.



An interlocutory judgment is one wliich deter-

mines some preliminary right or settles some special

question arising in the progress of the cause but

does not adjudge the ultimate rights of the parties,

or finally put the case out of court.

Postal Tel. Cable Co. v. Southern Ry., 90

Fed. 211

;

Merriam v. Chicago & E. I. R. Co., 64 Fed.

547;

Bostwick V. Brinkerhoif , 106 U. S. 3

;

Grant v. Insurance Co., 106 U. S. 429

;

St. Louis I. M. & S. R. Co. v. Southern Ex-

press Co., 108 U. S. 24;

Ex parte Norton, 108 U. S. 237;

Mower v. Fletcher, 114 U. S. 127;

Dainese v. Kendall, 119 U. S. 53.

In the case of Merriam v. Chicago & E. I. R. Co.,

64 Fed. 547, the court said

:

'^A fnaJ decree or judgment is one which puts
an end to the controvers}^ between the parties

litigant. If the decision or judgment leaves

some matter involved in the controversy open
for future hearing and determination before

the ultimate rights of the parties are conclus-

ively adjudicated, it is interlocutory and not

final. The authorities are uniform to the effect

that a decree or judgment to be fi)nil for the

purposes of an appeal or writ of error, must
leave the cause in such a condition that if there

be an affirmance here the court below will have
nothing; to do but to execute the decree or judg-

ment it has already entered."



An order, in a condemnation proceeding, appoint-

ing commissioners to ascertain and determine the

amount to be paid the owner or owners of property

as damages, by reason of the appropriation of such

property, is not a final judgment ux-)on which a writ

of error will lie:

AVilliams v. Hartford & New Haven E. R.

Co., 13 Conn. Ill

;

Ravatte v. Eace, 152 HI. 672;

LaFayette E. Co. v. Butner, 162 Ind. 460;

Kent V. Commissioners of Labette Co., 42

Kan. 534;

Forest Cemetery Association v. Constans, 70

Minn. 436

;

St. Joe Terminal Ey. Co. v. The H. & St. J.

Ey. Co., 94 Mo. 536;

State ex rel Cape Girardeau v. Englemann,

106 Mo. 628;

Matter of Grab, 57 N. J. 69;

Commissioners v. Cook, 86 N. C. 18

;

Norfolk & Southern E. E. v. Warren, 92 N. C.

620;

Hendrick v. Eailroad, 98 N. C. 431

;

Postal Tel. Cable Co. v. N. & W. E. E. Co.,

87Va. 349;

Bridge & T. E. Co. v. Steel & I. Co., 41 W. Va.

747;

Southern Ey. Co. v. Postal Tel. Cable Co., 93

Fed. 393

;
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Luxton V. North River Bridge Co., 147 U. S.

337;

Soutiiern Ry. Co. v. Postal Tel. Cable Co., 179

U. S. 641.

In the case of St. Joe Terminal Ry. Co. v. The

H. & St. J. Ry. Co., supra, the court said:

"The order appointing commissioners in a
condemnation proceeding was interlocutory in

its character; and it is perfectly clear that an
appeal will not lie at that stage of the pro-

ceedings. There has been no final determina-
tion of the proceedings."

In the case of State ex rel Cape Girardeau v.

Englemann, supra, the court said:

"We think it perfectly clear that the judicial

question whether the use to which private prop-
erty is to be applied, in the exercise of the power
of eminent domain, is a 'public use', is merely
one issue in the cause which is to be determined
as any other controverted fact or question aris-

ing in the proceeding and that cm affirmative

finding or conclusion of the court that such use

is a public one is not a final determination of the

proceeding, hut a mere incident thereto."

In the case of Luxton v. Bridge Co., supra, the

court said

:

"The case throughout, from the application

of the corporation for the appointment of com-
missioners to assess damages to the owner of

the land proposed to be taken until judgment
upon the award of the commissioners, or upon
the verdict of the jury assessing those damages,
remains in the Circuit Court of the United
States, and under its supervision and control.
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The action of that Court in this case, as in other
cases on the common lawside, is not reviewaMe
by this court hy certiorari, hut only hy writ of
error, tvhich does not lie until after final judg-
ment disposing of the ivhole case, and adjudicat-

ing all the rights, whether of title or of dam-
ages, involved in the litigation. The case is not
to be sent up in fragments by successive writs

of error."

This case is decisive of this question. But in-

dependent of the rule announced in these decisions

the chapter of the Code of Alaska on the subject of

eminent domain clearly shows that the order or

judgment from which this writ of error was sued

out is not a final order or judgment, and not an order

or judgment from which an appeal or writ of error

will lie.

The statute needs no analysis; it is too plain to

need interpretation.

Section 217 of this chapter, Carter's Code, Alaska,

page 399, provides among other things that:

''Upon any verdict or assessment by conmais-

sioners becoming final, judgment shall he en-

tered declaring that upon payment of such ver-

dict or assessment, together with the interest and
costs allowed hy law, if any, the light to con-

struct and maintain such railroad or other piih-

lic work or improvement, and to take, use, and
appropriate the property descrihed in such ver-

dict or assessment, for the use and purposes for
which the land has been condemned, shall, as

against the parties interested in such verdict or

assessment, he and remain in the plaintiff and
his or its heirs, successors, or assigns forever/^
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Section 221 of same chapter Carter's Code, Alaska,

page 400, provides that

:

^'Wlieii paij)neuts have been made, etc. etc.,

the Court or Judge must make a final order of
condemnation which must describe the prop-
erty condemned and the purposes of condemna-
tion."

It will be seen therefore from these sections that

under the statute of eminent domain in Alaska a

final judgment cannot be entered against the owner

of the land sought to be condemned until pa^Tiient of

the verdict of the jury or assessment of the commis-

sioners. In this case the trial Court did not in its

order from which this writ of error is prosecuted,

even appoint commissioners to ascertain and deter-

mine the amount to be paid plaintiifs in error as

damages by reason of the appropriation of their

property. The Court merely made an order finding

that defendant in error was entitled to condemn the

land; that it was for a public use; that the land

sought to be condemned was necessary for such use

;

that the defendant in error was entitled to have three

commissioners appointed for the purpose of ascer-

taining and determining the amount to be paid

plaintiffs in error as damages by reason of the ap-

propriation of their property; and entitled to ^'a

" final judgment and order of condemnation on the

''payment of the award made by said com mis-

ers''.

(See Transcript of Record, pages 30-31.)
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lu conclusiou of this brancli of the case we sub-

mit that the order sought to be reviewed and herein

complained of is an interlocutory order from which

a writ of error does not lie and that therefore the

said writ was improvidently allow^ed and should be

dismissed.

Statement of the Case.

This is an action commenced in the District Court

for the District of Alaska, Second Division, by the

defendant in error and against the plaintiffs in

error, invoking the power of eminent domain as

provided in chapter 22 of the Civil Code of Alaska,

for the purpose of condemning a right, for a ditch

over placer claims described in the pleadings and

record in this cause, for the utilization of the water

right of defendant in error on Big Hurrah Creek,

a tributary of Solomon River, in Cape Nome Mining

and Recording Precinct, Alaska. The said water

right of defendant in error was located July 25th,

1902. Thereafter with due diligence, defendant in

error constructed its ditch during the summer of

1904, the intake of which being on placer claims

number 11, above claims of plaintiff in error, and by

means of said ditch, diverted, transported and dis-

tributed the waters of said Big Hurrah Creek to a

beneficial use and for the use of the public, to the

amount of three hundred to one thousand inches, ac-

cording to the varying supply of water in said creek.
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That ever since the said ditch of defendant in

error has been constructed Jnly 25, 1904, it has been

applying the said waters of said Big Hurrah Creek,

to the amounts, from three hundred to one thousand

miners' inches of water to a beneficial use, in work-

ing its own mines and supplying water to the miners

for mining purposes along the line of its said ditch,

the distance of about six or eight miles, every season.

The plaintiffs in error contend that by reason of

their placer claims being located prior to the loca-

tion and developing of the water right and the con-

struction of the ditch of defendant in error, entitles

them to all of the waters of Big Hurrah Creek, or

to put the proposition in a different form, that by rea-

son of their said prior locations, defendant in error

has no rights in the premises. Upon these issues, evi-

dence was taken, and presented to the lower court

by the respective counsel and the court thereafter

found in favor of the defendant in error and against

the plaintiff in error from which this writ of error

is prosecuted.

THE QUESTION OF THE SUFFICIENCY OF THE EVIDENCE TO

SUSTAIN THE FINDINGS OF FACT, CONCLUSIONS OF LAW
AND ORDER MADE BY THE TRIAL COURT IS NOT RESERVED

AND CANNOT BE REVIEWED ON THIS WRIT OF ERROR.

''The question whether or not at the close of

a trial there is substantial evidence to sustahi a
finding in favor of a party to the action is a
question of law which arises in the progress of

the trial. In a trial to a jury it is reviewable on



14

an exception to a ruling npon a request for a
peremptory instruction. In a trial by the court
without a jury it is reviewable upon a motion
for a judgment, a request for a declaration of
law, or any other action in the trial court which
fairly presents this issue of law to that court for
determination before the trial ends."

United States Fidelity & Gr. Co. v. Board of

Com'rs, 145 F. 151;

Hartford Life Ann. Ins. Co. v. Unsell, 144

U. S. 439.

Plaintife in error did not at the close of the evi-

dence or at any stage of the proceeding make any

motion for a judgment or request for a declaration

of law or take any action which presented this issue

of law to the trial court. It therefore follows that

the cjuestion of the sufficiency of the evidence to sus-

tain the fhidings and order of the lower court is not

open for consideration and cannot be reviewed, in

this court.

Introduction.

The questions involved in this case are very im-

portant and far-reaching.

It involves the relative rights between the riparian

owners and the ditch company.

It is well understood in this country—Seward

Peninsula, Alaska—that the greater part of gold-

producing gravel lies off from the creeks, in what is

known as the benches, and that the waters of the
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streams cannot be made available for the working of

these bench claims, except by means of ditches con-

veying the water from a distance in order to get the

necessary fall or pressure.

The ditches are an absolute necessity for the fu-

ture development of this country.

A liberal and broad public policy enters into the

proper solution of the questions involved.

The old doctrine of riparian rights has been aban-

doned in what is known as the public land states, and

especially the mining and irrigating states.

If the contention of plaintiffs in error should pre-

vail, it means the death knell to a great many if not

all of the ditches in Alaska, and thereby the mining

interests thereof.

The plaintiffs in error contend that the defendant

in error has no legal right to appropriate and divert

the waters of Big Hurrah Creek above their prop-

erty and distribute the same at som.e distant point,

by means of condemnation proceedings or otherwise.

On the other hand, the defendant in error contends

that it has such right under the law of eminent do-

main and appropriation of water rights.

Answer to Brief of Plaintiffs in Error.

All of the facts stated in brief of plaintiff in error

not admitted by the pleadings and brief of the de-

fendant in error may be marshaled into two classes.
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FiEST: Controverted facts.

Second: Immaterial facts.

{A) As to the former, we submit that the decision

of the lower court is conclusive.

United States Fidelit}' & G. Co. v. Board of

Com'rs, 145 F. 151;

Havden v. Ogden Sav. Bank, 158 F. 90

;

McKinle}^ Creek Min. Co. v. Alaska United

Min. Co., 183 U. S. 563;

Shields v. Mongallon Exploration Co., 137

Fed. 547.

The main contention of plaintiff in error can be

condensed in the following formula

:

Am^ person v\iio locates a placer mining claim on

a non-navigable stream, by virtue of such location

appropriates all of the waters of said stream to his

own use. The plaintiff in error or their predecessor

did locate placer mining claims on Big Hurrah, the

stream in controversy, therefore the}" appropriated

all of the VN^aters of Big Hurrah to their own use;

and as a conclusion from said argument and as a rea-

son why the defendant in error should not prevail in

this action, the argument of plaintiff in error is

summed up in the additional formula

—

The defendant in error or its predecessor located

a water right on Big Hurrah and diverted said water

l)y means of its ditch in controversy in this action

subsequent to the location of the placer mining

claims of plaintiffs in error as aforesaid ; therefore,
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the defendant in error lias no legal right to maintain

an action to condemn the property of plaintiffs in

error for ditch purposes and thereby injure their

water supply.

The major premise of this illogical formula in-

volves a false proposition of law; the conclusion

therefore is erroneous.

The proposition that a location of a placer mining

claim on a non-navigable stream thereby appropri-

ates the water of said stream is not the law of the

mining states. To maintain such position one must

assume the full force of the old common law doctrine

of riparian rights, and that doctrine has never been

applicable to the mining states. Counsel for the

plaintiff in ei'ror base their argument largely upon

the old doctrine of riparian rights, and Section 367

of the Code of Alaska, which reads as follows

:

'*So much of the common law as is applicable
and not inconsistent with the Constitution of the
United States, or with any law passed or to be
passed by Congress, is adopted and declared to

be the law within the district of Alaska."

Such a provision is in the Constitution of Nevada,

and the courts of that state hold that it does not

mean that the doctrine of riparian rights is applic-

able to the State of Xevada.

In a very recent decision decided in tlie Supreme

Com-t of the United States, April 19, 1909, entitled,

Boquillas Land & Cattle Co., v. J. X. Curtis et al.,

an appeal from the Supreme Court of the Territory
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of Arizona : Counsel for appellants in that case

argued tlie same as the counsel for plaintiff in error

in the case at bar. Justice Holmes in that case uses

the following language

:

"But perhaps the main contention of the
plaintiff is based on the legislation of the terri-

tory, and especially on the Howell Code of 1864,
c. 61, Sec. 7, as follows:

" 'The common law of England, so far as it

is not repugnant to or inconsistent with the con-
stitution and laws of the United States, or the
bill of rights or laws of this territory, is hereby
adopted and shall be the rule of decision in all

of the courts in this territory. ' We assume that

this section, however it may affect the case at

bar, was in the power of the legislature to enact,

—but we agree with the territorial court that,

construed with the rest of the code, it is far from
meaning that patentees of a ranch on the San
Pedro are to have the same rights as owners of

an estate on the Thames."

When plaintiffs in error speak of their prior right

to the waters of Big Hurrah b}^ reason of their

placer locations, they confuse the idea of the use of

water and the idea of an appropriation as under-

stood in the law. To constitute an appropriation

of water in the legal sense one must go upon a

stream, and by a proper location notice or by actual

diversion appropriate so many inches of the water

of the stream. This is what the defendant in error

did, and this is what the plaintiff in error did not do

;

they simply m^ade use of the waters of Big Hurrah

Creek "in quantities more or less" (see Transcript
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page 76), and the truth is, it was less. There is ab-

solutely uo evidence that the plaintiff in error at any

time appropriated any specific amount of the waters

of Big Hurrah. But the defendant in error did on the

25th day of July, 1902, through its predecessor, J. S.

Kimball appropriate two thousand inches of the

waters of Big Hurrah by virtue of a water location,

and thereafter with due diligence constructed its

ditch and diverted said waters and distributed the

same for the working of mines and the use of the

public generally.

Counsel for plaintiffs in error contend that there

is no provision in the statutes of Alaska for the loca-

tion of water rights. Neither is there any provision

in the Code of Alaska for the location of a mining

claim, and yet we find that section 15, subdivision 7,

in speaking of what instruments are subject to re-

cordation, specifies notices and declaration of w^ater

rights ; and subdivision 10 specifies notices of mining

locations and declaratory statements

:

Carter's Annotated Alaska Codes, page 137.

Of course the truth is that the general mining laws,

and the laws of water rights, of the United States

and mining custom.s are applicable to the territory

of Alaska, and conferred this right independent of

the Alaska Code.

Counsel in their brief do not seem to compre-

hend the full meaning of this proceeding. The

action is known as a condemnation proceeding.
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imoking the power of euiiuent domain, and in pass-

ing will state that connsel are mistaken in their con-

tention that the chapter on eminent domain in the

Alaska Code was taken from the Oregon Code; on

the contrary it was adopted in full from the ^lontana

Code.

For a clear idea of the breadth and scope of the

contention of defendant in error in the lower court,

and to clear up the confusion arising in the brief of

IDlaintiffs in error, it becomes necessary to consider

the meaning of chapter 22 of the Alaska Code,

known as "Eminent Domain". The power of emi-

nent domain is an incident of sovereignty, is inherent

in the federal government and in the several states

by virtue of their sovereignty: it lies latent and po-

tential until an act of the legislature puts the power

in motion. The legislature in the first instance,

therefore, designates for what uses this power may
be exercised; but whether it is exercised for those

purposes designated in any particular case is for the

judiciary to determine. It is conceded that under

the Constitution of the United States and the several

states, in order to exercise the power of eminent do-

main it must be for a public use. This power may
be delegated to any corporation or person. Being

an attribute of sovereignty it is supreme: there are

no limitations upon it unless specified by the consti-

tution or the act which calls it into exercise. The

very central idea of the power is to take vested rights

or i^rivate property and subject it to certain uses
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designated by the law, by paying tlie owner of the

property condenmed full compensation. Any part

or all of the estate or property may be taken. There

are illustrations of this feature every day in the con-

demnation of property for public buildings or rail-

roads. Therefore, it follows that even if it were

true, wiiich we do not admit, neither does the evi-

dence establish, that in condeimiing the right of way

over the property mentioned in the complaint for the

use of the ditch of defendant in error, all of the

waters of Big Hurrah would be diverted, this would

be immaterial and irrelevant in this case, for defend-

ant in error is invoking the exercise of the power of

eminent domain to take private property for public

use by paying full compensation therefor.

Counsel for plaintiffs in error caimot contend that

by reason of their placer locations and the use of the

waters of Big Hurrah more or less incident to such

locations constitutes a public use, for they would be

stultifying themselves, in as much as they contend,

and their case is predicated upon that proposition

largely, that the defendant in error is only using the

water for a private use b}^ applying it to its own

mines. But even though it could be said that the

plaintiffs in error were using the water for a public

use, it does not follow that the defendant in error

could not condemn the same for another public use,

providing the subsequent public use does not destroy

the prior one.
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Counsel coutend iu their brief that defendant in

error has no standing in court for the alleged reason

that it has nothing to stand on. Now they have a

water location, and they have a ditch to apply the

water location to a beneficial use, and they are seek-

ing in this cause of action to condemn the right of

wa}^ over the mining claims of plaintiffs in error to

transport the water from their water location. De-

fendant in error need only condemn the right of way
over the land of the plaintiffs in error, for in so

doing it will be utilizing its water rights to a bene-

ficial use and for the use of the public. It is con-

ceded that a water right may be condemned as any

other real property, but the plaintiffs in error have

no water rights to condemn. We come back again to

the question that the plaintiffs in error have only

had a use, ''more or less'', of the waters of Big Hur-

rah, and have never at any time appropriated any of

the waters. The only w^ay that a water right can be

developed is by constructing ditches, laying down

pipes or flumes, and diverting, transporting and dis-

tributing the water thereby, and applying it to a

beneficial use. Defendant in error has done this, but

the plaintiffs in error have not; therefore the de-

fendant in error is the only one that has ever had a

water right within the meaning of the law involved

in this case.

We submit that the only questions for this court

to determine are,

—
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FiEST: Wlietlier the defendant in error is such

corporation as under the law has the power to exer-

cise the right of eminent domain.

Secoxd: AMiether it is seeking to exercise that

right in a manner authorized by law.

That the defendant in error has that power is ad-

mitted (see transcript, page 76). And that it is ex-

ercising that power in a manner authorized by law

cannot be successfully controverted.

Brief of Argument.

1. The law of eminent domain of Alaska may be

exercised in behalf of the following public uses

:

"Canals, ditches, flumes, aqueducts, and pipes
for public transportation, supplying mines and
farming neighborhood with water—and sites for
reservoirs necessary for collecting and storing
water; roads, tunnels, ditches, flumes, pipes and
dumping places for working mines."

Chapter 22, Sec. 204, Alaska Code.

2. What constitutes a public use for which prop-

erty may be taken by eminent domain

—

a. Public use is synonjnnous with public benefit,

utility and which use tends to develop the great nat-

ural resources of the country.

3. Placer mining claims may be condenuied for

ditch purposes.

4. AVater riparian and water rights may be con-

demned for ditch purposes.
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Argument.

Eminent domain attaches as an incident to every

sovereignty and constitutes a condition upon which

all propert}^ is holden.

Cooley Constitutional Lim., p. 64:8, note 3

;

Kramer v, Cleveland, 5 O. St. 140

;

Cooley Cons. Lim., 644 notes, 645.

The sovereignty that permitted the locator to take

a part of the public lands and waters reserves the

right under the constitution and laws to condemn the

same by compensating the owner.

He can not complain for the government that gives

should have the right to take, and the rule, and right

is not changed when this sovereign power is dele-

gated to an mdividual.

Do. 663, note on page 644

;

15 Cyc, 629 and cases cited

;

Secombe v. E. R., 23 Wall. 108

;

Zimmerman v. Canfield, 42 O. St. 463

;

Phillips V. Watson, 63 Iowa 28.

The power to condeniQ may be delegated to a pri-

vate corporation.

15 Cyc, 631, note 4.
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II.

WHAT CONSTITUTES A PUBLIC USE FOR WHICH PROPERTY

MAY BE TAKEN BY EMINENT DOMAIN.

"What is a public use cannot always be de-

termined, b}^ purely legal principles, and is

largely a matter of local policy."

Nash V. Clark, 27 Utah 158, reported ib. Am.

& Eng. Ann. cases, 302

;

Cooley Constitutional Lim., 653, note; 15 Cyc.

581;

Dayton Gold Co. v. Seawell, 11 Nev. 394

;

In re Niagara Falls, 15 N. E. 429

;

In re Rhode Is., 48 Atl. 591; 52 L. R. A. 879;

Lewis on Eminent Domain, Sec. 1;

Cooley Const. Lim., 648, note;

Clark V. Nash, 25 S. C. Rep. 676

;

Strickley v. Highland Boy Gold Mining Co.,

26 S. C. Rep. 302;

Oury Y. Goodwin, 26 Pac. 377

;

Douglass V. Byrnes, 59 Fed. 29;

Re Bonds of the Madera Irr. Dist., 14 L. R. A.

761;

Farnsworth v. Lima Rock R. Co., 22 Atl. 373,

374;

Head v. Amoskeag, 113 U. S. 9;

Irr. Dist. v. Bradley, 164 U. S. 112

;

Moore v. Sanford, 7 L. R. A. 151, note

;

Butte A. P. R. R. Co. y. Mont. Union R. R.

Co.. 31 L. R. A. 305.
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Motives of private gain or benefit will not destroy

the qualities of public use.

Union Pac. v. Colo. Postal etc., 69 Pac. 564; 22

Atl. 373;

Berrien Springs, etc. v. Berrien,

Butte, etc. v. Mont. Mining, etc., 47 Pac. 232

(31 L. R. A. 298) ;

31 Am. Dec. 313

;

22 Am. Dec. 679;

30 Am. Dec. 195;

Eyan v. Louisville, etc., 50 S. W. 744 (45 L.

P. A. 303) ;

Fallsberg Power Co. v. Alexander, 43 S. E.

194.

So long as there is a public use connected there

may exist private use, benefit and profit.

15 Cyc, 582, note.

Whatever is beneficially employed for the public

is a public use.

Vamer v. Martin, 21 W. Va. 534

;

Valley City Salt Co. v. Brown, 7 W. Va. 191;

18 Cent. Dig., Eminent Dom^ain, Sec. 54

;

Aldrige v. T. C. D. R. P. Co., 23 Am. Dec. 307.

It is the object aimed at.

In re Tuthill, 49 L. R. A. 781.

A use to be public need not extend to the entire

community or to a considerable portion of them.

Riche V. Bar Harbor Water Co., 75 Me. 91;

Stearns v. Barre, 58 L. R. A. 250.
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III.

PLACER MIMXO CLAIMS MAY BE CONDEMNED FOR DITCH

PURPOSES.

Twin Lakes, etc. v. Colo. R. R. Co., 27 Pac,

258;

Albright v. Sussex, etc., 71 N. J. L. 303, re-

ported in Anno, cases., page 51, note

;

Bntte, etc., R. Co. v. Mont. Union, etc., 16

Mont. 504;

Dayton Gold, etc. v. Seawell, 11 Xev. 394

;

Hand Gold Min. Co. v. Parker, 59 Ga. 420;

Overman Silver Min. Co. v. Corcoran, 15 Nev.

147;

Douglas V. Byrnes, 59 Fed. 31

;

Xew Central Coal Co. v. Georges Creek, etc.,

37 Md. 538.

Judge Hunt states the law in the case of Butte A.

& P. R. R. Co. V. Mont. Union R. R. Co., reported

31 .L. R. A., p. 305 et seq., as follows: "Chief Jus-

" tice Hawley, for the supreme court of Nevada,
** vigorously discusses a public use" as meant by the

constitution of that state, and concludes that the

necessity of the business of mining, milluig, smelt-

ing, etc., are of direct interest to the people of Ne-

vada and that a statute is constitutional which au-

thorizes land to be condemned for the necessities of

such business.

Dayton Gold & S. Min. Co. v. Seawell, 11 Nev.

394.
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This decision was afterwards express!}' affirmed iu

Overman Silver Min. Co. v. Corcoran, 15 Nev, 147,

and again recently approved by its learned author,

in t]ie U. S. Circuit Court for Nevada, where the

court upholds a statute authorizing the appropria-

tion of land for a mining tunnel as a proper exercise

of eminent domain on the ground of great benefit

and advantage to the mining industry,

Douglas V. Byrnes, 59 Fed. 31.

The Suj^reme Court of Georgia held in Hand Gold

Min. Co. V. Parker, 59 Ga. 419, that a section of an

act of the legislature incorporating a gold placer

mining company and giving it power under the con-

stitution to take the private property of the com-

plainants for the use of their ditch for the purpose

of extending the same to their own land, on payment

of just compensation therefor, was constitutional.

"Gold and silver", says the court, "is the con-

stitutional currency of the country, and to facili-

tate the production of gold from the mine in

which it is embedded for the use of the public,

is for the public good, though done through the
medimn of a corporation or individual enter-

prise.
'

'

In a comparatively recent decision, Oury v. Good-

win (Ariz.), 26 Pac. 376, the court sustained the act

of the legislature permitting the condemnation of ap-

pellant's real estate for the purpose of an irrigating

canal, basing its opinion upon the principle that

"a state may in view of its natural advantages
and resources and necessities, legislate in such a
way, by exercising the power of eminent domain.
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that these advantages and resources may receive

the fullest development for the general w^elfare,

the laws being general in their operation.

"The reasoning of these cases is sustained.

"Eandolph Em. Dom., p. 50;

"Wood Railway Laws, p. 822;
'

' 1 Rorer Railroads, Sec. 409

;

"Hibernia Underwood R. Co. v. Dr. Camp,
47 N. J. L. 518."

The court continues

:

"The ever varying condition of society is con-

stantly presenting new objects of public impor-
tance and utility, and what shall be considered a
public use or benefit ma}^ depend somewhat on
the situation and w^ants of the community for

the time being.
'

' The underlying principle remains, that there

must be a public use or benefit.

"But what that shall consist of, or how ex-

tensive it shall be to authorize an appropriation
of private property is not easily cleducible to

general rule.

"In thus ingrafting upon the law of this jur-

isdiction the doctrine that the magnitude of the

interest involved may properly become a deter-

mining factor in sustaining the rights of a rail-

road to construct lateral l^ranches, tracks, and
spurs, to mines and mining works, as public

uses, by virtue of the law^ of eminent domain, we
are always duly mindful, not only of the consti-

tutional guarantee of the individual right of

possessing and protecting property, but are
equally impressed with the declaration that 'the

good of the whole', is the very foundation of the

constitution.

"Indeed it may be said that upon this latter

axiom of all government by the people rests the

principle itself.
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"The force of the principle may var}^ in dif-

ferent communities. What cogently a|3plies to

Montana with its mountains of quartz would be
an absurd process of reasoning to urge in Lou-
isiana where scarce an undulation marks the
surface or a mineral lies beneath it.

"Therefore to correctl}^ define what that force
is in the case before us, it is eminenth^ reason-
able and appropriate that the conditions of the
whole people to be affected should be considered.

"In this state, where almost wholly through
the facilities and advantages of railroads, the
quartz mines have been developed to such an ex-

tent that the mineral output of the state is only
exceeded by that of one or two older mining
states, the publicity of the use of railroads into

the camps is too obvious to require more ex-

tended comment.

"In the language of the eminent counsel who
so lucidly presented respondent's side of the
case;

" ^ Again in Montana, mining is the dominant
industry.

" 'Throughout a large portion of the state,

and the County of Silver Bow especially, it is

the all important pursuit upon which all other
industries are dependent. In the mining, smelt-
ing, and reduction of ores the great mass of the
population finds emplo^nient and support.

" 'The prosperity of the state is very largely

due to the development of the mines.' "

Chief Justice Gooding, in the case of Oury v.

Goodvrin, states the law accurately and well as ap-

plied in the mining and irrigating states. lie says,

"There is no definition of a public use that has
yet been formulated to which we can go as a cer-

tain criterion.
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^' There are certain uses about which there is

no controversy.

'' Property taken for state houses, for court
houses, for school houses, for public roads, and
the like, which pass under the immediate control

of the pu])lic authorities, are cases of clear and
direct public uses.

"Property taken for railroads, canals and
like, have also been conceded to be taken for
public uses.

"In this class of cases the property is not in

the possession of or controlled by the officers,

or agents of the public.

"Private individuals own and control the
property.

"The title of the property is not in the public,

nor is the possession or control, as in the case of

court houses, school houses, etc.

"The public use consists in the right of the

people to transit and transportation at reason-
able rates.

"The public receives a benefit and advantage
in this: that a new and better means of travel

and transportation is afforded.

"In other words in this class of cases it is

conceded that the property of the individual
owner is properly and lawfully taken because
the general public iTceives a convenience and ad-
vantage and a right to participate in the use.

"But there is another class of cases on an en-

tirely different basis.

"In a number of states where the physical con-
ditions of the country offer inducements for the
construction and erection of mills for grinding
grain or sawing lumber, laws have been passed
authorizing individuals and private companies
to condemn mill sites.

"These laws have been sustained in the states

where they have been enacted, though ques-
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tioued, criticised aud often the authority denied,

outside of the jui'isdiction where the benefits are
enjoyed.

"Upon ^Yhat principle or reasoning can these

h^ws be sustained?

"The pul)lic do not participate in the title to

the property condemned nor in the possession or
control; nor in the use direct, as in the case of
railroads, canals, etc.

"Beekinan v. Eailroad Co., 22 Am. Dec. 705;

"Holyoke Co. v. Lyman, 15 ATall. 507; and
cases cited in the opinion.

"Judge Clifford, in 15 Wall., says:
" 'The right to construct dams across streams

for mill sites may be acquired by legislative

grant, in cases where the legislature is of the
opinion that the benefits to the public will be of
sufficient importance to render it expedient for
them to exercise the right of eminent domain;
and to authorize such interference with private
rights for that purpose.

" 'Lands belonging to individuals have often
been condemned for such purpose. In the exer-

cise of the right of eminent domain, in cases

where from the nature of the country, mill sites

sufficient in nimiber could not othei'wise be ob-

tained.'
"

Continuing, the court says:

"The owner of the land is thereby deprived of
the entire dominion of his soil, because the pub-
lic good required the sacrifice of his lands for a

reasonable price.

"The principle is that the lands of individuals
are holden subject to the requisitions of the pub-
lic exigencies, a reasonable compensation being
paid for the damages.
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''It is )wt talcing from one nuoi and giving it

to another^ at most it is a forced sale, to satisfy

the pressing want of the piihlic.

"Now this is as it should be, the will or ca-

price of an individual would often defeat the

most useful and extensive enterprises if it were
otherwise.

"It is not claimed in the case just cited that

the right of the general public to j^articipate is

the basis of the right to condemn.

"The resulting benefits are held sufficient and
are relied upon as justifying the exercise of this

power. '

'

Court, continuing

:

"In Scudder v. Falls Co., 23 Am. Dec. 770,

the court discusses what is a public use, and on
what power of eminent domain is based.

"The case is stated in these words,
" 'Whereas, the object of the present fran-

chise is to create a water power, and erect

thereon extensive manufacturing establishments.
" 'These will be under the control of individ-

uals, the company will either build or lease.

" 'They may build for thejnselves or lease

to whom they please, and they are under no obli-

gation to let the pulilic participate in the imme-
diate profits of the undertaking.

" 'If to establish this as a public benefit, it is

indispensably necessary that the public should
have the privilege of participating in it directly

and innnediately then the proposition is not
made out, and the defendants have no authority,

but is not this view too narrow; can ])nblic im-
pi'ovements be limited within such a compass'?

" 'May we not in considermg what shall be
deemed a public use and benefit, look at the ob-

jects, the purpose and the results of the under-
taking. '
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"In tills case decided as early as 1832 it was
decided that the use was public and not private,

because of the incidental benefits to the public.
'

' There was to be no participation by the pub-
lic ; onl}^ the incidental benefits.

"Nor is it (eminent domain) limited to pri-

vate corporations whose sole object or even
whose primary object is to promote the public
good.

"Such corporations are not to be found, pri-

vate interest or emolument is the prhmim fuohile

in all.

"The public interest is secondary and conse-

quential and again: the ever varying conditions

of society is constantly presenting new^ objects

of public importance and utility, and what shall

be considered a public use or benefit may depend
somewhat on the situation and wants of the com-
munity for the time being.

"Beekman v. E. E. Co., 22 Am. Dec. 700."

The court adds

:

"But in many of the states the validity of

statutes authorizing the condemnation of sites

and the flowage of land, for the establishment
and maintenance of mills and other manufac-
tories, has been upheld on the broad ground,
that, without regard to any actual right of the

pul}lic in the use of them, they are of such pub-
lic utility as to be in the nature of public im-
provements. '

'

In Company v. Fernald, 47 N. H. 456, this ques-

tion is put:

"or to put the cpiestion in a general form, is

it of such general public advantage that the

streams and waters of this state should be
brought into practical use for manufacturing
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purposes that a private right standing in the
way of tlie enterprise designed to accomplish
extended and connected improvements in the

waters of a large stream is taken for a ])ublic

use when taken to advance such an enterprise

and remove an obstacle to its success '?

"In the ease of Tide-water Co. v. Coster, 18
N. J. 521, it is held that the right of eminent do-

main could be emplo3^ed for the purpose of re-

claiming large tracts of tide water lands, and
based its decision on the ground that, it is the

resulting general utility which gives such an en-

terprise a kind of public aspect, and invests

them with privileges which do not belong to

mere private interest."

The case of Head v. Manufacturing Co., decided

by the Supreme Court of the U. S. at the October

term, 1884 (113 U. S. 16), is instructive on the mill

acts of many states and does not deny their consti-

tutionality, even, in the instances where there is no

pretense of a right on the part of the public to x^ar-

ticipate except in the resulting benefits.

But we desire to quote from the highest court in

the land, for the purpose of showing the strength of

the authorities on the propositions involved in the

case.

The court says,

"the general mill acts exists in a great major-
ity of states of the union.

"Such acts authorizing land to be taken or

flowed in invifum for the erection and main-
tenance of mills, existed in Virginia, Maryland,
Delaware and North Carolina, as well as Massa-
chusetts, New Hampshire and Rhode Island,
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before tlie Declaration of Independence, and ex-

ists to this day in each of those states except
^laryland.

"They ^Ye^e enacted in Maine, Kentucky, Mis-
souri, and Kansas soon after their admission
into the union.

"They were passed in Indiana, Illinois, Michi-
gan, Wisconsin, Iowa, Xebraska, Minnesota,
Mississippi, Alabama, and Florida while they
were yet territories and re-enacted when they
became states.

"They were also enacted in Pennsylvania in

1803, in Connecticut in 1864, and more recently
in Yennont, Kansas, Oregon, West Virginia and
Georgia, but were afterwards repealed in Geor-
gia.

"In most of these states their validity has
been assumed without dispute and they were
never adjudged to be invalid anywhere until

since 1870 and then only in three states and for
the incompatibility with their respective insti-

tutions.

"In Massachusetts for more than one half a
century the mill acts have been extended to mills

for any manufacturing purposes and throughout
Xew England, Pennsylvania, Virginia, North
Carolina, Kentucky, and many of the western
states, the statutes are equally comj^rehensive.

"I have quoted thus fully because the ex-

pression is that of the Supreme Court of the
U. S. and as recent as 1884; and because it shows
that these acts are not sustained as constitu-

tional because of the right liaA'ing been exercised
before the adoption of the constitution, and fur-
ther because in my opinion, the mill acts of the
numerous states have far less foundation in pub-
lic necessity or public utility than the water acts

of Arizona and because the similarity of the
acts is apparent. (The same argument can be
applied to the mining states and acts.) Under



37

the mill acts any person or corporation may take
private property for their nse, the benefits being
the general and resulting benefits to the public.

"Under the water acts any person or corpora-
tion may take right of way for water. The mill

acts are held valid where there is no participa-

tion by the public.

"Is it then necessary that there should be par-
ticipation, direct under the water acts, to obviate

the objection of its otherwise being a private,

and not a jiublic use ?

"In some of the drainage acts of the various
states and territories there is no participation.
* * * But there are many cases where the

power must rest on the right of emment domain,
as where one man's land is flowed for the benefit

of another man's mill; where a right of way is

taken over one man's land for a ditch to drain
the swamp lands of one or more of his neigh-
bors.

"In all these cases the private property of the
individual is taken and it is of little concern to

him under what particular power.

"If under the power of condemnation he gets

compensation for what is taken.

"If under the power to assess for unprove-
ment at forced sale and may result in a sacrifice

to all.

'

' If the constitution can not protect in the lat-

ter case ought it to be invoked in the former to

the detriment of the commimity, and against a
general beneficial public policy—growing out of
a peculiar and extraordinary physical condition
of the country ?

'

' The counterpart of the principle to the propo-
sition involved is to be found in the drainage
laws of various states, especially on the sea-

coast.
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"Tliere it is to get water off the soil; here it

is to get it on to and in the soil ; what difference

can there be in j^rinciple?

"Some of the cases base the lawfulness of the
drainage acts on the plea of promoting the iDub-

lic health.

"In the case of Norfleet v. Cromwell, 70 N. C.

634, Judge Eodman said,

" 'It is well known that in the Atlantic section
of this state there are hundreds of thousands of
acres of what is called swamp land, which from
the flatness of their surface, and the filling up of
the natural courses of drainage, if any ever ex-

isted, can not be relieved of v\-ater which ordi-

narily covers them, and made fit for human hab-
itation except by cutting artificial canals from
them into some convenient creek or river, which
must necessarily run through the intervening
lands of the riparian proprietors.

" 'If these canals can be cut only by the per-
mission by the owners of the banks of the neces-
sary outlets, this vast area of fertile land must
remain for ages an uncultivated and unpopu-
lated wilderness, an act which aims to remedy so
great an evil alfecting so many persons now liv-

ing and so many m.ore in the future must be
deemed one of general and ]:)ublic utility.'

"In Lux V. Haggin, 69 Cal. 304, the court says,

'and while the court will hold the use private
when it appears that the government or public
can not have any interest in it, the legislature in

determining the expediency of declaring a pub-
lic use, may no doubt take into consideration all

the advantages to follow from such action; as
the advancement of agriculture, the encourage-
went of mininfj and the arts, and the general
though indirect benefits derived by the people
at large from the dedication.

" 'It may be that, under the physical condi-
tion existing in some portions of the state irri-
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gatioii is not theoretically a natural want, in the

sense that living creatures can not live with-

out it.

'

'
' But its importance as a means of producing

food from the soil makes it less necessary in a
scarcely appreciable degree, than the use of

water hy drinking it.

'' 'The government would seem to have only a
distant and consequential, but a direct interest

in the use.

" 'Therefore a X3ublic use, here the use of
water for agriculture is held to be a public use.'

"The same authority says,

'we are only called on to say that sections of the

code which provides for taking water from ripa-

rian proprietors, are constitutional and valid'."

In the state of Nevada it has been held that the

law authorizing the condemnation of land to give

access to mines, and to enable miners to carry on

the business of mining, is constitutional.

Dayton Mining Co. v. Sewell, 11 Nev. 402

;

Overman Silver Mining Co. v. Corcoran, 15

Nev. 147.

In the last case it was held constitutional to au-

thorize the condemnation of lands for the puiT30se of

operating a mine.

In Colorado statutes have been passed authorizing

the appropriation of water by individuals for irri-

gating and also the right to condemn land for right

of way for irrigation.

Canal Co. v. Bright, 8 Colo. 144; 6 Pac. 142;

Shilling V. Rominger, 4 Colo. 100.
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An exainiiiatioii of these cases, the mill site, the

mining cases, the water cases, discloses the fact that

the legislatures of various states have clothed private

corporations and individuals with the power of emi-

nent domain to make available the extraordinary

natural resources within their borders.

In a great number of these instances there is no

participation by the general public, and the public

use consists in the purely incidental benefits.

The iDeculiar physical conditions and the great

benefit that would result to the general public,

seemed to justify a public policy authorizing the

taking of i3rivate property to promote the general

welfare in such cases.

The conflict in the authorities may be accounted

for in the different conditions that exist in the dif-

ferent states; all condemnation acts are predicated

on the proposition that private ownership must

yield to public necessity.

Public necessity often means public convenience

and advantages.

Examples—telephones, natural gas, etc.

IV.

Water, riparian and water rights may be con-

demned for ditch purposes under condemnation pro-

ceedings.

Cooley Const. Lim., p. 646.
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Water is real propert}^

Hill V. Ne\\^iian, 5 Cal. 445

;

Parks et al. v. Hoyt, 57 Cal. 44

;

Gardner v. Ne\yberg, 7 Am. Dec. 526

;

Irving V. Media, 45 Atl. 482.

Water is subject to condemnation.

58 L. R. A. 244, note C

;

Har^Yood v. Village, etc., 24 Atl. 97

;

Hamor v. Bar Harbor Water Co., 3 Atl. 42

;

Pacific R. R. Co. v. Miller, 3 Atl. 782

;

St. Helen Water Co. v. Forbes, 45 Am. Rep.

659.

The procedure to condemn water the same as land.

Riparian rights are property rights.

Riparian rights are real property and property

rights.

Gould V. Strafeord, 91 Calif. 155;

Lux V. Haggin, 10 Pac. 751

;

Parks et al. v. Hoyt, 57 Cal. 44

;

Hamor v. Bar Harbor Water Co., 3 Atl.

42,43;

Irving V. Media, 45 Atl. 482

;

Pacific R. R. V. Miller, 3 Atl. 782;

Hanford v. St. Paul, 7 L. R. A. 725;

Gould on Waters, ed. p. 304, note 4

;

Hill V. Newman, 5 Cal. 445.
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And may be taken under the law of eminent do-

main.

3 Farnliam on Waters, p. 2028;

Gould on Waters, sec. 149, p. 305.

Riparian rights are subject to eminent domain.

1 Flambeau Water Rights, 285, 405;

Ormerod v. N. Y., etc., 13 Fed. 370

;

Wash. Ice Co. v. Chicago, 35 N. E. 378;

2 Flambeau (waters), 1601.

Riparian rights are included in condemnation of

land although not mentioned in the complaint.

Hanford v. St. Paul, etc., 7 L. R. A. 722;

Willamette Falls, etc., Co. v. Kelly, 3 Ore. 99.

Water may be diverted under power of eminent

domain.

2 Flambeau (waters), 1660;

S. C. F. M. Co. v. Stayton Water Ditch Co.,

33 Fed. 146;

In re Thompson, 28 N. E. 389.

Proceedings to condemn rights of way may be be-

gun prior or subsequent to entry.

7 Central Law Journal, 182

;

1 Farnham, p. 461, note, sec. 99c;

Jacksonville T. & K., etc. v. Adams, 10 So.

465 (14 L. R. A. 533) ;

In re Metropolitan et al., Am. Dig., p. 1454,

sec. 64;

Canton, etc., v. French, 8 So. 512 ; 15 Cyc. 835

et. seq.;
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State V. Baker, 20 Fla. 616;

Grand Rapids, etc. v. Cliesabro, 42 N. AY. 66
;

Cory Y. Chicago, etc., 13 S. W. 346;

Ellinghouse v. Taylor, 48 Pac. 757;

Leitzsey v. Columbia, etc., 25 S. E. 744;

Douglas V. Byrnes, 59 Fed. 29

;

Grafton v. Baltimore, 21 Fed. 309;

Newgass v. St. Louis, etc., 15 S. W. 188

;

San Francisco, etc. v. Taylor, 86 Cal. 246

;

Albion Elver Co. v. Hesse, 84 Cal. 435

;

59 Fed. 29;

21 Fed. 309.

The court in Jacksonville v. Adams, reported in 14

L. E. A. 534, says,

"still when such an illegal entry has been made
by a body possessing the power of eminent do-

main, it may condemn the property entered
upon and thus secure the right to the possession
and enjo;\^rient thereof."

This case and cases cited settles the question that

a company can condemn although a trespasser.

The doctrine of the common law as to riparian

rights is not applicable to the necessities of miners.

3 Farnham, 2037.

The doctrine of the common law has been modified

when applied to mining.

Union Mill & Mining Co. v. Daugberg, 81

Fed. 73.
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Tlie court held in Jones v. Adams, 19 Nev. 78 (3

Am. St. 788), that the common law did not prevail

as to mines, notwithstanding the constitution con-

tained a clause recognizing the common law.

Reno Smelting, etc. v. Stevenson, 20 Nev. 269

;

Bliss V. Grayson, 24 Nev. 422.

Place of use may be far away from place of diver-

sion:

3 Flambeau, 181.

Need not be used on riparian land

:

Coffin V. Left Hand, etc., 6 Colo. 443.

Common law rights of riparian owners modified in

western states

:

30 Ency. Law, 352

;

Walsh V. Wallace, 26 Nev. 299;

Stone V. Johnson, 7 Utah 215

;

Austin V. Chandler, 42 Pac. 483

;

Mover v. Preston, 6 Wyo. 308.

The law of riparian rights can apply only to agri-

cultural populations; has no application to mining

sections

:

3 Farnham (waters), 2019.

In the arid sections of the country the riparian

rights doctrine has never existed.

2 Farnham, Sec. 472

;

Walsh V. Wallace, 67 Pac. 914.

The same can be said of the mining states.
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If the question arises,—that there was more need

for the water iu the natiu^al bed of Big Hiirrah than

for the defendant in error to divert it, it can be suc-

cessfully answered for several reasons

:

(1) This question cannot enter into the consider-

ation in applying the law of eminent domain; be-

cause the only questions which can enter are,

—

(a) Is the defendant in error in charge of a pub-

lic use?

(b) Is such use necessary?

leaving the question of damages, of course, to the

commissioners in the first instance.

Xo question of taking one public use for another

public use can enter in this case for the reason the

plaintiffs in error are not claiming in their answer

or can they claim that they are in charge of a public

use: they are simply claiming the water by virtue

of the law of riparian rights, and using the waters

of Big Hurrah Creek as riparian owners.

Now such rights are subject to the law of eminent

domain.

The only claims affected in this proceeding are

numbers 6. 7, 8, 9 and 10 and the Drickman fraction

:

Containing about 108 acres and about 8 or 10 own-

ers, while on the other hand the waters from the

ditch of the defendant in error can reach and supply

1750 acres of j^lacer gold bearing land. See testi-

mony of I. AYernecke, page 3 Direct.
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1750 acres of laud will make 87i/o claims of 20

acres each, as against 6 claims on the stream, in-

cluding by fair inference approximately 100 people

as against 8 or 10 on the stream.

This completely answers the question of a greater

public need, if such a question was releyant.

It is no reply to this statement to say that all of

these people are not using the waters from the ditch

of defendant in error, for they may in the future;

time is not material. The materiality consists in the

fact, can it be done?

We therefore submit that the writ of error be dis-

missed and the cause remanded for further ]:)roceed-

ings.

S. T. Jeffreys,

James E. Fextox,

Attorneys for Defendant in Error.
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IN' THE

United States Circuit Court of Appeals

For the Ninth CircuiL

S. P. VAX DYKE and D. W. McKAY,
Plaintiffs in Error,

vs.

THE MIDXIGHT SUX MIXIXG AXD
DITCH COMPAX^ (a corporation),

Defendant in Error.

REPLY BRIEF OF DEFENDAf^T IN ERROR ON
MOTION TO DISMISS WRIT OF ERROR.

Replying to contention of coimsel for plaintiffs in

error in their brief on motion to dismiss the writ of

error herein, we submit that

:

The "order" from which this writ of error

is prosecuted is in fact nothing more than a

finding of the trial Court that defendant in

error was entitled to haA'e three commissioners

appointed for the purpose of assessing the value

of the lands to be taken and the damages sus-

tained Ijy plaintiffs in error, if any. hy reason of



the taking and appropriation of the right of

way by defendant in error and entitled to a final

judgment and order of condemnation setting

aside said right of ivajj to defendant in error

for public use on payment of the award made by

said commissioners (see Transcript pages 30

and 31).

It is not a ''finding" or ^'judgment^' or
^^ final

order of condemnation" within the meaning of

Sections 207, 217 and 221 of the Civil Code for

the District of Alaska, pages 396, 399 and 400.

The case of Wheeling & B. Bridge Company v.

Wheeling Bridge Co., 138 U. S. 287, upon which

plaintiffs in error rely, is clearly distinguishable

from the case at bar. In that case an order was

acttialJij made appointing commissioners. In the

case at bar the trial Court made a finding that de-

fendant in error was entitled to Itave three commis-

sioners appointed—but none were appointed. Be-

sides, jurisdiction was entertained in that case solely

because the order appointing commissioners had

been held by the Supreme Court of West Virginia

to be an adjudication of the right to condemn the

land and to be a fi}tal judgm^ent on which a writ of

error would lie and for that reason only the Su-

preme Court of the United States entertained juris-

diction.

Luxton Y. North Eiver Bridge Co., 117 IT. S.

337;

Southern Ey. Co. v. Postal Telegraph Co., 179

U. S. 611.



Plaintiffs in error contend that if the trial Court

had "decided against defendant in error" it would

have had the right of appeal. We grant this—but

it does not follow that plaintiffs in error would

therefore have the right to prosecute a writ of error

from an order appointing commissioners, much less

from a finding that defendant in error was entitled

to have three commissioners appointed—as if the

trial Court had decided against defendant in error,

said Court would have denied a motion for an order

appointing commissioners and would have dismissed

the proceeding, thus putting an end to the rights of

defendant in error and such order of dismissal being

final a writ of error would lie therefrom. The find-

ing from which this writ of error is prosecuted did

not put an end to the rights of plaintiffs in error—it

did not put plamtiff's in error out of Court, at most

it was merely one step in the proceeding before

"final order of condemnation".

Sections 217 and 221, Civil Code Alaska,

pages 399 and 400

;

Southern Ry. Co. v. Postal Telegraph Co., 179

U. S. 641

;

Hendrick v. Carolina Central Railroad Co.,

98 N. C. 431.

The words "ani) finding or judgment" as used in

Section 207 of the Civil Code of Alaska, page 396,

manifestly mean any final finding or judgment, not

any intermediate or interlocutory finding or judg-

ment. Otherwise it might be contended that the or-

der of the trial Court overruling the demurrer to the



complaint was a finding from which a writ of error

could be j)rosecuted. It is true the "eminent do-

main" Statute of Alaska proyides for two appeals.

Sec. 217 of that Statute, page 399, Carters Code,

provides that:

"An appeal from any assessment made by the

commissioners may be taken and prosecuted in

the Court where the report of the commissioners
is filed, by the party interested", etc.

Sec. 207 of the same Statute, page 396, provides

that

:

"The plaintiff or defendant or any party in-

terested in the proceeding can appeal to the

United States Circuit Court of Appecds for the

Ninth Circuit from any finding or judgment
made or rendered under this chapter as in other
cases/'

There is but one appeal to this Court and mani-

festly that is from the "fn(d order of condenma-

tion '

'.

The language used in said Sec. 207, page 396 Car-

ters Code, yiz.

:

"Such appeal does not stay any further pro-

ceedings under this chapter",

mxcans that pending an appeal by the owner of the

land sought to be appropriated, the party seeking to

condemn may be put into possession as provided in

Sec. 222 of the same chapter, page 400, Carters

Code ; and has no other significance.

The case of Southern Ey. Co. v. Postal Telegraph

Co., 179 XJ. S. 641, reviews and distinguishes the



case of AVheeliug & B. Bridge Co. v. Wheeling

Bridge Co., 138 U. S. 287 and is decisive of the ques-

tion as to whether or not a writ of error lies from

the order complained of in the case at bar.

For the reasons assigned this writ of error should

be dismissed.

Respectfully submitted,

S. T. Jeffreys,

James E. Fextox,

Attorneys for Defendant in Error.
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2 Edward C. Dean vs.

1908.

XoY. 30. Filed verified Libel. Monition for attacli-

ment of the Whaling Bark, "Thrasher,"

etc., issued, which said Monition was

afterwards on the 15th day of December,

1908, returned and filed, with the follow-

ing return of the United States Marshal

thereon

:

"In obedience to the within monition,

I attached the Whaling Ship "Thrash-

er," therein described, on the 1st day of

December, 1908, and have given due

notice to all persons claiming the same

that this Court will, on the 15th day of

December, 1908 (if that day be a day of

Jui'isdiction, if not, on the next day of

jurisdiction thereafter), proceed to trial

and condemnation thereof, should no

claim be interposed for the same. I fur-

ther return that I left a copy of the

within Monition with Tom Murphy, the

person temporarily in charge of said

Whaling Ship "Thrasher," at Oakland

Creek, in said District, on said 1st day

of December, 1908. San Francisco, CaL,

Dec. 2nd, 1908.

C. T. ELLIOTT,
United States Marshal.

By F. C. Towle,

Deput}^ '

'
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1908.

Dec. 4. Claim filed by Pacific Steam Whaling Com-

pany (a Corporation).

1909.

Jany. 12. Filed Answer.

Jany. 27. Filed Depositions of Joaquin Sanna and

Joseph Baptiste.

Febry. 11. The above-entitled cause was heard on

this day in the District Court of the

United States in and for the Northern

District of California, before the Honor-

able John J. De Haven, Judge of said

Court. Filed Libelant's Exhibit No. 1.

Feby. 26. Filed Memorandum of Opinion,

Mch. 1. Filed Decree.

Mch. 6. Filed Notice of Appeal.

Mch. 6. Filed Assignment of Errors.

Mch. 6. Filed Praecipe.

Mch. 6. Filed Stipulation as to Exhibits.

Mch. 15. Filed Testimony.

United States District Court, in and for the Northern

District of California.

No. 13,942.

EDWAED C. DEAN,
Libelant,

vs.

The Whaling Vessel ''THRASHER," THE PA-
CIFIC STEAM WHALING COMPANY (a

Corporation),

Claimant.
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Praecipe to Clerk [for Apostles on Appeal].

To the Clerk of the Above-entitled Court

:

Please prepare forthwith, in accordance with Rule

4, in Admiralty, of the United States Circuit Court

of Appeals, for the Ninth Circuit, the Apostles, on

the appeal of said above-entitled cause, to said Cir-

cuit Court of Appeals, and send away said Apostles

to said Circuit Court of Appeals, without delay.

Dated March 6, 1909.

F. R. WALL,
Proctor for Libelant.

[Endorsed] : Filed March 6, 1909. Jas. P. Brown,

Clerk. By John Fouga, Deputy Clerk.

In the United States District Court in and for the

Northern District of California.

IN ADMIRALTY—No. .

EDWARD C. DEAN,
Libelant,

vs.

The Whaling Vessel "THRASHER," etc..

Libel for Wages, etc., $600.00.

To the Honorable JOHN J. DE HAVEN, Judge of

the United States District Court, in and for the

Northern District of California

:

The libel of Edward C. Dean, late a mariner on

the whaling A^essel "Thrasher," whereof one Foley

now is, or lately was, master, against the said whal-

ing vessel
'

' Thrasher, '
' her sails, boats, yards, masts,

tackle, whaling equipment, apparel and other furn-
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iture, and against all persons lawfully intervening

for their interest in said vessel, for breach of con-

tract of good treatment, civil and maritime, alleges

and articulately propounds as follows

:

I.

That the whaling vessel "Thrasher" is a vessel of

the United States and is now in Oakland Creek, and
within the Admiralty and maritime jurisdiction of

the United States and of this Honorable Court.

II.

That at San Francisco, California, on or about the

29th day of February, 1908, the said master, by him-

self or his agent, hired this libelant, Edward C. Dean,

as an able seaman, for a l/180th lay or share, for a

whaling voyage on said vessel in the North Pacific

and Arctic Oceans, for a term of not to exceed 24

calendar months, to be discharged in San Francisco

;

that for the due performance of said voyage said

libelant signed shipping papers, which are now in the

possession or under the control of the master or

owners of said vessel, and which this libelant prays

may be produced for further certainty in the prem-

ises, and for the benefit of libelant; that after sign-

ing said shipping papers, said libelant went on board

and into the seiwices of said vessel, and that there-

after said vessel sailed on said voyage with the libel-

ant on board of her and completed said voyage, with

this libelant on board of her, on or about the 10th day

of November, 1908, on or about which said day said

vessel returned to San Francisco, where said libel-

ant was discharged from said vessel.
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III.

That on a day in the latter part of May, or the

first part of June, 1908, while said vessel was in

Bering Sea, about 150 miles to the southward of St.

Lawrence Island, fast in the ice, with the temper-

ature below freezing, the master of said vessel, in

gross maltreatment of said libelant, and without

justification, caused said libelant to be sent aloft and

there to be kept for about an hour and a half scrap-

ing the main royal and topgallant masts, all in breach

of the contract of good treatment of this libelant;

that while said libelant was scraping said masts, his

hands became so nmnb that he could no longer con-

tinue scraping said masts, and that thereupon said

libelant was ordered down from aloft and the master

of said vessel then caused iron handcuffs to be placed

on said libelant's wrists, and said libelant's hand-

cuffed wrists to be placed below libelant's knees, with

the knees sticking up between libelant's arms, and

caused a pole to be placed over each of libelant's arms

at the elbows and under each of libelant's knees, an

end of the pole projecting on each side of libelant,

and caused said pole to be firmly secured and lashed

in its place as aforesaid, with stout ropes ; that while

libelant was secured as aforesaid, he was confined in

the runway of said vessel for a period of about three-

quarters of an hour; that the handcuffing, lashing

and securing and confining of libelant by said master

as aforesaid was grossly cruel and without justifica-

tion and in breach of the contract of good treatment

of this libelant; that to further punish this libelant,

and in further breach of the contract of good treat-
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ment of this libelant, and without justification, the

master of said vessel, as soon as said libelant was re-

leased from his aforesaid handcuffs, lashings and

confinement, caused said libelant to be again sent

aloft to scrape said main royal and topgallant masts,

and kept said libelant aloft for about an hour, when

said libelant was allowed to come down from aloft,

given one hard tack and a cup of water, and was then

again sent aloft to continue said scraping and was

then kept aloft about an hour and a half ; all in breach

of the contract of good treatment of said libelant;

that because of the treatment of said libelant, as

aforesaid, said libelant was made to and did suffer

great physical and mental pain, distress and humilia-

tion, and said libelant has, because of said treatment,

been damaged in the sum of six hundred dollars.

IV.

That all and singular the premises are true and

within the admiralty and maritime jurisdiction of

the United States, and of this Honorable Court.

Wherefore, this libelant prays that process in due

form of law issue according to the course of this

Honorable Court in cases of admiralty and maritime

jurisdiction against the said whaling vessel "Thrash-
er," her boats, masts, sails, yards, tackle, whaling

equipment, apparel and other furniture, and that all

( ) persons having, or pretending, to have, any
right, title or interest therein may be cited to appear

and answer under oath all and singular the matters

aforesaid; and that this Honorable Court will be

pleased to decree the pajTuent of the said damages for

said breaches of contract of good treatment in the
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nature of wages, as in this libel set out, together with

interests and costs, and that said vessel be condemned

and sold to pay the same, and that this libelant have

such other or further relief in the premises as in law,

justice or right he may be entitled to receive and the

Court competent to give.

F. R. WALL,
Proctor for Libelant,

1209 Merchants' Exchange.

United States of America,

Northern District of California,

City and County of San Francisco,—^ss.

Edward C. Dean, being first duly sworn, deposes

and says: That he is the person named as libelant

in the above and foregoing libel; that he has read

said libel and knows the contents thereof, and that

the same is true of his own knowledge, save as to the

facts therein alleged to be stated upon his informa-

tion and belief, and as to said facts he believes it to

be true.
EDWARD C. DEAN.

Subscribed and sworn to before me this 28th day

of November, 1908.

[Seal] CHARLES EDELMAN,
Notary Public in and for the City and County of San

Francisco, State of California.

[Endorsed] : Filed Nov. 30, 1908. Jas. P. Brown,

Clerk. By John Fouga, Deputy Clerk.
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In the District Court of the United States of Am-
erica, Northern District of California.

IN ADMIRALTY—No. 13,942.

EDWARD C. DEAN,
Libelant,

vs.

The Whaling Vessel ''THRASHER," etc..

Respondent.

Claim of Pacific Steam Whaling Company.

To the Honorable JOHN J. DE HAVEN, Judge of

the District Court of the United States for the

Northern District of California

:

The claim of Pacific Steam Whaling Co., a cor-

poration, to the Whaling Vessel "Thrasher," her

tackle, apparel and furniture, now in the custody

of the Marshal of the United States for the said

Northern District of California, at the suit of Ed-

ward C. Dean, alleges:

That said Pacific Steam Whaling Co. is the true

and bona fide owner of the said whaling vessel

"Thrasher," her tackle, apparel and furniture, and

that no other person is owner thereof.

Wherefore, this claimant prays that this Honor-

able Court will be pleased to decree a restitution of

the same to said claimant and otherwise right and

justice to administer in the premises.

PACIFIC STEAM WHALING CO.,

By H. J. KNOWLES,
Secy.
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H. J. Knowles, being duly sworn, deposes and says

that he is an officer of the corporation claimant here-

in, to wit, Secretary, thereof. That he has read the

foregoing claim and knows the contents thereof and

veril}^ believes the same to be true.

H. J. KNOWLES.
Northern District of California,—ss.

Subscribed and sworn to before me this 4th day

of December, A. D. 1908.

JOHN FOUGA,
Deputy Clerk U. S. District Court, Northern Dis-

trict of California.

ANDROS & HENGSTLER,
Proctors for Claimant.

[Endorsed] : Filed Dec. 4, 1908. Jas. P. Brown,

Clerk. By John Fouga, Deputy Clerk.

I)t the District Court of the United States, iu and for

the Northern District of California.

IN ADMIRALTY—No. 13,912.

EDWARD C. DEAN,
Libelant,

vs.

The Whaling Vessel "THRASHER," etc..

Respondent.

Answer.

To the Honorable JOHN J. DE HAYEN, Judge of

said Court:

The answer of the claimants of said whaling vessel

"Thrasher," etc., to the libel of Edward C. Dean, in

an alleged cause for breach of contract of good treat-
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ment, civil and maritime, alleges, all denials herein-

after made being made on information and belief

:

I.

Admit the allegations in paragraph I of said libel.

II.

Admit all the allegations in Article II of said libel.

III.

Claimants deny that on any day in the latter part

of Ma}" or the first part of June, 1908, or at any time

while the temperature was below freezing, the master

of said vessel, in gross or any maltreatment of libel-

ant or without justification, caused said libelant to be

sent aloft or there to be kept for about an hour and

a half or any time scraping the main royal or top-

gallant masts, in breach of the contract of good treat-

ment of libelant; but on this behalf alleges that, on

the 11th day of April, 1908, said libelant was, during

moderate weather, sent aloft and ordered by the

master of the vessel to scrape the topgallant mast, as

a punishment for assaulting and maltreating other

members of the crew, and in the reasonable exercise

of discipline; that said libelant then and there per-

sistently disobeyed the orders of said master and was

thereupon ordered to be placed in irons by said mas-

ter. Claimants deny that said libelant was then or

there grossly or at all maltreated ; deny that his hands

then and there became so numb that he could no

longer continue to scrape said masts, but on this be-

half aver that he wilfully and without justification

disobeyed the orders of said master. Deny that said

master caused a pole to be placed as in said article
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described, or caused said alleged pole to be firmly se-

cured or lashed in its place with stout ropes ; but on

this behalf claimants allege that a small stick was

placed under libelant's knees in such a manner as not

to produce any suffering unless the libelant's position

should continue for a long period of time ; and that

libelant was informed by said master and the first

officer of said vessel, that he could be released the

moment he would declare himself ready to obey

orders and submit to the master's reasonable dis-

cipline. Claimants deny that either the handcuffing,

or the lashing, or securing or confining of libelant by

said master was grossly or at all cruel, or was with-

out jurisdiction or in breach of the contract of good

treatment of said libelant; but claimant's aver that

libelant knew that he would be released from irons

and confinement if he obeyed lawful orders, and that

he nevertheless continuously and willfully refused

to obey said orders, and therefore voluntarily re-

mained in irons and confinement ; and that he was in

fact released as soon as he submitted to the master's

lawful orders. Claimants deny that the master of

said vessel caused libelant to be sent aloft a second

time in further or any breach of the contract of good

treatment of libelant, or without justification; deny

that said master kept said libelant aloft for about an

hour, but on this behalf allege that said master then

and there kept him aloft a much shorter time, and

merely long enough to ascertain that said libelant

obeyed lawful orders and submitted to lawful dis-

cipline. Claimants deny that said libelant was sent
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aloft a third time or was tlien kept aloft about an

hour and a half, or any other time.

Deny any act was done by said master in breach of

the contract of good treatment of said libelant. Deny

that libelant was made to suffer great or any physi-

cal or mental pain, or any distress or humiliation,

because of any treatment by or act or default of said

master or these claimants, and deny that said libelant

did suffer great or any physical or mental pain, or

any distress or humiliation, because of any treat-

ment by or act or default of said master or these

claimants. Deny that libelant has been damaged in

the sum of six hundred dollars, or any sum whatever,

by reason of any treatment by, or act or default of

said master or these claimants.

IV.

Claimants deny that all or singular the premises

in said libel alleged are true, except as herein ad-

mitted.

Wherefore, these claimants pray that they may be

hence dismissed, with costs.

ANDRO>S & HENGSTLEE,
Proctors for Claimants.

Northern District of California,—ss.

H. J. Knowles, being duly sworn, deposes : That he

is an officer of the Pacific Steam Whaling Company,

claimants herein, to wit, the Secretary thereof. That

he has read the foregoing answer and knows the con-

tents thereof, and that the same are true, as he verily

believes.

H. J. KNOWLES.
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iSubscribed and sworn to before me this 11th day
of January, 1909.

[Seal] CHAS. F. DUISENBERG,
Notary Public in and for the City and County of San

Francisco, State of California.

[Endorsed] : Filed Jan. 12, 1909. Jas. P. Brown,

Clerk. By John Fouga, Deputy Clerk.

[Depositions of Joaquin Sanna and Joseph Bap-

tiste.]

In the District Court of the United States in and for

the Northern District of California.

IN ADMIEALTY—No. 13,942.

EDWAED C, DEAN,
Libelant,

vs.

The Whaling Vessel "THRASHEE," etc.,

Eespondent.

Be it remembered, that on Wednesday, December

2, 1908, pursuant to stipulation of Counsel hereto an-

nexed, at the office of the Clerk of the above-named

court, in the Postoffice and Court Building of the

City and County of San Francisco, State of Cali-

fornia, personally appeared before me Frank Kmll,

a United States Commissioner for the Northern Dis-

trict of California, to take acknowledgments of bail

and affidavits, etc., Joaquin Sanna and Joseph Bap-

tiste, witnesses produced on behalf of the libelant.
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F. R. Wall, Esq., appeared as proctor for the libel-

ant, and Ik T. Hengstler, Esq., of the firm of Messrs.

Andros and Hengstler, appeared as proctor for the

respondent; and the said witnesses, having been by

me first dnly cantioned and sworn to testify the trnth,

the wdiole trnth, and nothing but the trnth, in the

cause aforesaid did thereupon depose and say as it

is hereinafter set forth.

It is hereby stipulated and agreed by and between

the proctors for the respective parties, that the de-

positions of Joaquin Sanna and Joseph Baptiste may

be taken de bene esse on behalf of the respondent, at

the Office of the Clerk of the District Court of the

United States in and for the Northern District of

California, on Wednesday, December 2, 1908, at the

hour of 10 o'clock, A. M. before Frank Krull, Esq.,

a United States Commissioner, for the Northern Dis-

trict of California, and in shorthand by Brainard

C. Brown, and that the expense of the depositions

may be taxed as costs in the cause.

It is further stipulated in that the depositions,

when written out, may be read in evidence by eith^pr

party on the trial of the cause ; that all questions as

to the notice of the time and place of taking the same

are waived, and that all objections as to the form of

the questions are waived unless objected to at the

time of the taking said depositions, and that all ob-

jections as to—^materiality and competency of the

testimony are reserved to all parties.

It is further stipulated that the reading over of the

testimony to the witnesses and the signing thereof is

hereby expressly waived.
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[Deposition of Joaquin Sanna, for Libelant.]

JOAQUIN SANNA, called for libelant, sworn.

Mr. WALL.—Q. You were the steward on the

"Thrasher," on the whaling voyage that ended with

the arrival of the "Thrasher," in San Francisco,

sometime last month ? A. Yes, sir.

Q. During the month of April of this year, on or

about the 11th, of April, whereabouts was the

"Thrasher"?

A. She was in the whaling ground in the Arctic

Ocean. I don't know where it is.

Q. Do you know whether she was in the Bering

Sea or not?

A. WeU, I can't tell you, now.

Q. Well, along about that time did you have any-

thing to do with the confinement of Edward C. Dean ?

A. No, sir.

Q. Were you present when he was confined, if he

was confined ? A. No, sir.

Q. Did you see him when he was there? The

condition he was in at any time?

A. Yes, I saw him when he was in irons. That

is the last I saw him.

Q. Now, state the manner or way in which he was

when you saw him how he was secured, the manner

in which he was secured.

A. Why, he had irons stuck across his knees,

across his legs, like that.

Q. Now, just tell exactly how he was and slowly,

so that we can take it down, the full thing. Where

were his wrists ?
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(Deposition of Joaquin Sanna.)

A. He had irons like this.

Q. He had irons on his wrists? Is that right?

A. Yes, sir.

Q. And where was his wrists put?

A. This way, I think. (Showing.)

Q. And what else?

A. With a stick across in here. (Showing.)

Q. A stick under his knees? Is that right?

A. Yes.

Q. (By Mr. HENGSTLEE.) A stick under his

knees ? A. Yes, that is what I said.

Q. (By Mr. WALL.) Now, go ahead and tell

just exactly how he was fixed ?

A. He would be this way. (Showing.)

Q. Now, come around. Keep your hands down.

Come around here and tell me just exactly how he

was. Mr. Wall, Putting his hands close up below

his knees, about three inches below his knees.

Q. That is the way you mean by "this way"?

Putting your hands close up below your knees?

A. Yes, sir.

Q. And the irons were on his wrists ?

A. Yes, sir.

Q. Then there was a stick to his hands and knees ?

Is that right? A. Yes, sir.

Q. And where was the stick with reference to his

arms or elbows?

A. Well, he had them this way. (Showing.)

Q. He had it you say this way, between his arms

and his knees? A. Yes, sir.
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(Deposition of Joaquin Sanna.)

Q. He had the stick under his knees and over his

arms ? Is that right ? A. Yes, sir.

Q. Now, tell how the stick was secured, if it was

secured or fastened in any way ?

A. I went down the run. I was starting down the

run. I didn't see if he was fast. I didn't see his

arms.

Q. You didn't see it? A. No.

Q. You didn't see whether or not there were any

ropes on him? A. No, sir.

Q. You didn't see that? A. No, sir.

Q. Where was he when 3^ou saw this ?

A. Well, they just moved the box to get a place

for him. I went down the run.

Q. You just went and moved a box to make a place

for him to go down the run?

A. Yes, sir. I just stayed down there two or

three or four minutes. That was all. I didn't see

anything more.

Q. You stayed down there two or three minutes?

A. Yes, sir.

Q. Do you know how long he was down there?

A. It might be three-quarters of an hour or an

hour that he had been doT\Ti there.

Q. He was down in the run when you saw him ?

A. Yes, sir.

Q. Whereabouts in the run?

A. Well, I had all nw stuffs and provisions down

there
;
just in the time I went to get some stuff, you

know, and provisions.
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(Deposition of Joaquin Sanna.)

Q. Whereabouts was Dean? Down there in the

run?

A. Yes, the same place that I kept all the pro-

visions you know ; right in the cabin.

Q. How did you get down into the run ?

A. Well, I went to get some provisions.

Q. I know, but whereabouts did you go down into

the run.

A. I had to open a little hatch to get down.

Q. Where does the hatch open from? On the

deck ?

A. In the dining-room where the table—

.

Q. The hatch opens into the mess-room does it?

A. Yes, sir.

Q. And the run is underneath the mess-room ?

A. Yes, sir.

Q. How much room was there down there ? How
much room or space was there where this man Dean

was?

A. Plenty of room. A big room. A big room,

like this place here.

Cross-examination.

(By Mr. HENOSTLER.)
Q. What was Dean sitting on when you saw him ?

Did you notice ?

A. He sat down on the floor, on boxes or some-

thing. I remember that.

Q. Was he sitting on a box or on the floor, as you

remember it? A. I don't remember which.

Q. The mess-room is the cabin, is it?

A. Yes.
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(Deposition of Joaquin Sanna.)

Eedirect Examination.

(By Mr. WALL.)
Q. Do you know of your own knowledge why he

was sent down. A. Yes, sir.

Q. How did you learn or find out why he was sent

down?

A. Well, I was down there and I saw him ]nit in

irons.

Q. You were down there and you saw 1

A. Yes, at the same time they put that fellow in

irons I was down there. The mate went down there

and he called me to make room for this fellow, you

know.

Q. You were there when the mate put him down

there were you?

A. Yes, sir, that is I came up then. I don't know

nothing else, only I know he was down there about

three-quarters of an hour or an hour, and after he

had been down there about three-quarters of an hour

or an hour he called for the Captain and the Captain

let him loose.

Q. Was the Captain down there when he let him

loose ?

A. Yes, he told him that he would behave himself,

that he would be a good man, and the mate let him

loose.

Q. Was the Captain down there when the mate

let him loose ?

A. Yes, sir, the Captain got down and he gave

the mate orders to let him loose.
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(Deposition of Joaquin Sanna.)

Q. Yon don't know of your own knowledge why
they put him down?

A. Well, why they put him down he had trouble

with—another man. He was a man who was always

having trouble with the other fellows.

Q. That is what you heard ?

A. Some of the other fellows told me that.

Q. That is all you know?

A. That is the reason he had trouble, was fighting

the other fellows.

Q. That is all you know why he was put down ?

A. Yes, sir.

[Deposition of Joseph Baptiste.]

JOSEPH BAPTISTE, called for libelant, sworn.

(By Mr. WALL.)
Q. You were the mate on the

'

' Thrasher, '

' during

the voyage ending with the arrival of the vessel here

last November were you? A. Yes, sir.

Q. And do you remend^er the occurrences—relat-

ing to the sending of Edward C. Dean, the libelant,

here up the mast and his confinement down below ?

A. Yes, sir.

Q. Do you remember—what day it occurred on?

A. I could not tell you very well now what the

days were, but I think it was later than the 11th day

of April.

Q. You think it was later than the 11th day of

April?

A. Yes, I think it was along in June sometime.

Q. Did you make any entry of the occurrence in

the log-book? A. Yes, sir.
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(Deposition of Joseph Baptiste.)

Q. The k)g-book then would show the date ?

A. Yes, sir.

Q. You made the entry then the day that it oc-

curred ? A. Yes, sir.

Mr. WALL.—I ask that the log-book be pro-

duced. I suppose it will be produced.

Q. It was sometime in the month of April was

it? A. That I could not say.

Q. The log-book will show?

A. Yes, I never thought it would amount to any-

thing.

Q. Where was the vessel at that time ?

A. In the Bering Sea, in the ice.

Q. She was frozen in, in the ice?

A. Not exactly. She was movable.

Q. How was the ice ?

A. Well, you see we would work some days.

You can work some days in the ice and some days

you can 't.

Q. The ice was near the vessel was it ?

A. Yes, it was surrounding the vessel. The vessel

was surrounded by the ice.

Q. She was in the ice?

A. Yes, sir, in the ice.

Q. Well, now, tell us all that you know, beginning

at the time that the libelant w^as sent aloft, if he was

sent aloft, tell us about sending him aloft?

A. Yes, sir. This Ed. Dean, we had a complaint,

thrqje or four, from a man forward, that he has been

fighting, knocking about. He can use himself and

the other fellows can't. A young fellow named
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(Deposition of Joseph Baptiste.)

Tompkins comes aft one day bleeding bad and lie

complained to the Captain that he had been abused

by this man Dean. The Captain then said: "This

has happened so often that we have to do something

to break him off of it.
'

'

Q. The Captain said that to you ?

A. Yes, sir, he says we have got to do a little some-

thing to break him off of this habit. The same day

three fellows came bleeding and told the Captain that

if he didn't stop that fellow doing that in the fore-

castle, that he would kill him.

Q. Who were those three fellows ?

A. One of the fellows was named Herrold and an-

other fellow was Emil Anderson, and the other fellow,

we used to call him—I forget the fellow's name now

—Erasmus.

Q. All right. Go ahead?

A. The Captain told me to send him aloft and give

him a little scrubbing to keep him a little busy, to

break him off, to try to frighten him, to keep him

from fighting. During this time he went aloft and

sat on the royal yards, but did very little scrubbing

of the mast.

Q,. Which mast ?

A. The main gallant mast. He sat there for 20

minutes without doing any work. I had a sail dur-

ing the time on deck, fixing the sail. I told the Cap-

tain, I said. ''He ain't working." He said: "Call

him down and put him in irons until he is willing to

work, and then let him loose." He talked to him as
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a gentleman. He told liini to be a man, and that was

all he wanted,

Q. Did he scrub any at all while he was aloft

there ?

A. I don't think he scrubbed a bit. I looked

at him every time I went around there. He sat on

that j^ard until I called him down. I told him when

I called him down that we would put him down in the

ship 's run under the cabin. I told him, I says :

'

'You
bring this on yourself. You can just as well l3e a

man as to be a monkey." I says: "When you get

tired of this sing out and you shall be loose and be a

man and go on and do your duty. That is all we

w^ant of you." He was not abused and was not

struck and was not called out of names.

Q. Who told you to put him down there %

A. The Captain told me to put him down there,

sir, and to see that he had plenty of room and every-

thing.

Q. How was he confined ?

A. Well, he was down there. We put Mm irons,

slack. We put his elbows like that. (Showing.)

And put a little stick in between.

Q. You put his elbows like that? Just tell the

reporter what you mean when you say you put his

elbows like that. Just tell where you put them?

A. When you sit down like that, you can put your

knees like that, you know.

Q. I know, but what do you mean by '

' like that
'

' ?

Where do you put your hands ?
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A. Eight here below your knees. And I shoved

a little piece of stick across.

Q.. By "across" you mean under his knees and

over his arms ? A. Yes, sir.

Q. Howwas the stick secured there "?

A. We took a little piece of coil of spun yarn,

a piece of manila stuff, and we put it over this way;

and I told him, "When you say you are willing to go

to work, sing out and be a man."

Q. You put a turn of spun yarn over the stick or

pole?

A. Yes, just slack over the pole, so he could not

slide it out.

Q. On each side?

A. Yes, just over and over.

Q. Was the spun yarn taken across from the one

side to the other?

A. Yes, taken across from the one side to the

other, over and over.

Q,. And it was taken across underneath his knees

and over?

A. Underneath his knees, because if it goes over

it binds him too tight.

Q. It was taken across underneath his knees and

over the pole ? A. Yes, sir.

Q. By whose orders did you do that ?

A. The Captain's.

Q. How long was he down there ?

A. He was down there about three-quarters of an

hour or an hour. I could not swear which. I was
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busy. He soon came up.. He called to me and told

me that he wants to see me. So I went down to see

him and he said he wanted to be a man. The Cap-

tain said, ''As long as he does his work let him

loose. " And then he went up the masthead and done

his work and he came down and I says: "All right;

go right along and do your work. That is all."

That was all there was about it.

Q. He was sent up to the masthead again?

A. He went up and finished that little scrubbing

and he came down himself and told me he was all

through.

Q. By whose order did you send him up to the

masthead the second time?

A. The captain said to send him there to do his

work.

Q. The Captain told you to send him up there to

finish scrubbing the mast the second time ?

A. Yes. There was only a little bit left. He took

it off and came dow^i himself. He told me that it was

all done. I said, "That is all."

Q. Then he scrubbed the mast from the truck

down ? A. No, just the topgallant mast.

Q. He didn't scrub the royal mast?

A. No, I didn 't send him up the royal mast ?

Q. You don't know whether he scrubbed the royal

mast or not?

A. I didn 't see him scrubbing it

.

Q. But he did scrub the topgallant mast ?

A. He did scrub the topgallant mast.
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Q. The second time ^Yhen he went np there—you

say he was sent up there the second time for a little

while ? A. For a little time.

Q. He only had a little scrubbing to do the second

time ?

A. Yes, his mast was clean. It was not hard

work.

Q. He only had a little to do the second time ?

A. That is all; to keep him from mischief.

Q. The second time he went up there was but a

little of the mast to be scrubbed ? It that correct *?

A. Yes, when he went up first he scrubbed a little

and then he stopped and sat down for 20 minutes.

There was only a little piece of mast, a little bit of a

piece, the last time.

Q.. So that the first time he went up there he did

some scrubbing and the second time he finished the

scrubbing ?

A. Yes, sir, he got through with the mast.

Q. That is correct is it? A. Yes, sir.

Q. Do you know how long he was up there the

second time ?

A. That I could not tell you. I don't think he

was up there half an hour the second time; because

he no more than went up and he came down.

Q. Then was he not sent up there again a third

time ? A. No, sir not that I can remember.

Q. Well, you are not sure about that?

A. No, sir ; not that I can remember.

Q. Wasn't he sent up there a third time?
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A, He was not sent up there a third time: only

the second time. He came down himself and said

that it was all done. I said "That is all."

Q. Are yon positive about that, or is it just that

you don't remember?

A. He was not sent up there the third time, I am
sure.

Q. You are sure about that?

A. I am sure. The second time he was.

Q. Xow, was he not called down after he was sent

up the second time and given a hardtack to eat at the

dinner hour?

A. I gave him a hardtack and cold water. Two

hard bread and cold water.

Q. You gave him two hardtacks did you ?

A. Yes.

Q. And a pot of water? A. Yes, sir.

Q. That was during the dinner hour?

A. Yes, sir.

Q. Then after he had eaten the hardtack and

drank the water he went up again to the mast ? Is

that ( ) the fact?

A. I don't think he did, sir.

Q. Well, are you sure whether he did or not ?

A. Xo, he did not.

Q. You are sure that he did not? That is what I

want to get at, whether you are sure that he did or

not?

A. I could not say that he did not. I don't re-

member anything like that. I don't keep up any-

thing in my head of that kind very long.
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Q. Then 3^ou are not sure ? Is that the idea ?

A. No, sir.

Q. By "no sir" you mean that yon are not sure?

Is that correct "? A. Yes, sir.

Q. Now, when you called him down from the mast

the first time did he say anji^hing to you ?

A. When I called him down and he refused—

.

Q. When you called him down from the mast the

first time?

A. Well, that is the first time I called him down,

when he refused to scrub.

Q. Did he say why he Avas not scrubbing ?

A. He says he would not scrub; he would rather

go in irons.

Q. Did he say anything about being cold or numb ?

A. He didn't say anything to me that I know of.

Q. He didn't say anything to you that you know

of?

A. He had mittens on. I was sewing sail on deck,

bare handed.

Q. He was up aloft with his mittens on ?

A. Yes, sir, with his mittens on and coat on and

everything.

Q. Well, noAv, did he tell you that he could not

scrub because his hands were numb, w^ere cold ?

A. No, sir, he said he would rather go in irons be-

fore he would scrub.

Q. Didn't he say also that his hands were so cold

that he could not scrub ?

A. No, sir he didn 't say that.

Q. He didn't say anything about his hands?
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A. No, sir, he did not.

Q. But he had scrubbed some and there was only a

little bit of scrubbing that he had to do yet ?

A. He done a little scrubbing. He just went over

it and smoothed it up. That is all he done the second

time. He went up again and done it so quick and

when he come down he told me it was all over and I

said :

'

' That is all. You can right along. '

'

Q. Now, 3^ou made the entry in the log-book about

it?

A. Yes, sir. It is in the log, about the time he

was in irons and everything.

Q. Did you put in the log-book about putting his

hands below his knees and putting the stick through

underneath his knees?

A. That I don't remember right, whether I put

it in or not. But I am here to tell you what I did.

Q. And you say that the Captain told you to do

so? A. Yes.

Cross-examination.

(By Mr. HENGSTLER.)
Q. How was the weather on that day when this

thing occurred?

A. Fine weather; sun shining during the day.

Q. How was the temperature, as far as you re-

member? A. It was pretty hot.

Q. How many degrees generally, with reference

to the coldness?

A. I think it was along 37, somewhere along 37

during that time.

Q. And the sun was shining? A. Yes.
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Q. You say you were sewing sail on deck?

A. Yes, sir.

Q. With your bare hands?

A. Barehanded.

O. AYere you alone?

A. We had the boat steerers and the rest of the

officers sewing sail.

Q. That was on deck, was it?

A. Yes, right on the poop deck.

Q. Was this man Dean the only man aloft on that

day, or do you remember if there were any other men

aloft?

A. Oh, there was men aloft furling sail and tak-

ing in sail. There was a man standing at the look-

out masthead, looking for sails.

Q. Have you any recollection about much scrub-

bing the man did when he was up the first time ?

A. Why, what he did there, it looks to me what

he did there that time that he was up there, he could

do it in ten minutes. He is a good worker when he

wants to be.

Q. But he did very little?

A. He done in an hour there what he could do in

ten minutes.

Q, Now, when Dean was there after he came

down the second tune, when he was aloft did you

hear the Captain speak to him?

A. We were there busy, but I think the Captain

told him something. I was busy sewing on my sail.

I didn't pay much attention.
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Q. You didn't pay much attention to ^Yhat he

said? A. Xo.

Q. But you heard him speak to him?

A. Yes, I heard him kind of speak to him, but I

didn't catch on ( ) what was going on.

Q. Do you remember where the Captain took

him at that time"?

A. He took him into the chart-house, on the poop.

Q. You said you were not sure whether Dean

went up aloft the third time?

A. Xo, sir: I ain't sure, because I was busy, and

I didn't think it would amount to anything.

Q. You didn't send him up the third time, did

you?

A. I don't think I did; because he only went up

twice, that I know, unless before he may have come

down and got his dinner and went up and I didn't

pay no attention. Maybe that is the third time that

he went up, when he went up he wasn't doing noth-

ing and I called him down and asked him the reason

why he didn't scrape, and he said he would rather

go in irons. I told him, I said, "You had better be a

man than a monkey. You bring this on yourself

you can't be fighting everybody in the ship." This

man that complained of him to me told me, "You

can't let him go on with it. If you do, the first thing

there will be murder here."

Redirect Examination.

(By Mr. WALL.)

Q. You say the temi3erature was somewhere

along about 37? A. Somewhere about 37, yes.
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Q. Of course, you don't remember that?

A. No, I don't remember it, but I know it was

warm. I know it was a warm day, for I could sew

sails on the deck barehanded.

Q. It may have been 5 degrees less than that or

5 degrees more than that?

A. Yes; I didn't pay no attention.

Q. Did you copy the temperature into the log-

book each day?

A. No, sir; not very often. We put down about

the wind and the water and the ice and all things

like that.

Q. You did keep a record of the winds and the

ice? A. Yes, sir.

Q. And you didn't make any regular entry of the

temperature every day?

A. No, sir; sometimes I would be busy doing

something, and I didn't take any notice of the tem-

perature or the weather.

Q. If it was very cold then you would make an

entry? A. Yes, then I would notice it.

Q. But you did—put in the wind? A. Yes.

Q. But you don't put in those entries, especially

during the summer?

A. We don't overhaul those things very sharp

that way.

Q. Did you make an entry in the log-book that

day of the force of the wind ?

A. Yes, it is all on the log-book.

Q. It would all be on the log-book?

A. Yes, sir.
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Mr. WALL.—I ask to have the log-book produced

for the purpose of showing the direction of the wind

and the force of the wind.

Q. What sail were you under? Were you work-

ing under sail that da}" or were you just under

steam? A. That I can't tell you.

Q. She is a steam sailer?

A. A steam sailer; yes, sir.

Q. And when you were in the ice that way did

you generally have up steam or not ?

A. We generally have up steam. Some times

we let the steam run down, and lie still. There are

very few dsijs when we are sailing in the ice. We
didn't have no steam if we was in the ice, and I don't

think we had any sails set except we was after

whales.

Q. So where she was that day you would not have

any sails set except a fore-and-aft sail? Is that

right?

A. That I could not tell you, sir. I think that

has happened later on than they are claiming it to

be.

Q. Yes, but I am talking about with reference to

the ice that was around the ship. Look at the log-

book and see what sail you were under. Your log-

book will show, will it not ?

A. Yes, sir; the log-book will show what hap-

pened that day.

Q. It will show the direction of the wind and the

sails that were set and so on? A. Yes.

Q. And whether you had up steam or not?
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A. Yes, what we were doing, whether we had

steam on or were sailing, or what. The log-book

will show.

Q. But you don't remember now whether you

had any square sail set on that day or not?

A. No, sir; I don't recollect that, sir.

Q. It was Dean's watch below when he was sent

up the mast, was it not? A. Yes, sir.

Q. And there weren't any of the crew scraping

the masts that day?

A. Not during that day; no, sir.

Q. Dean is a good enough worker when he wants

to be?

A. Yes, sir; you bet; when he wants to be; but

when he don't want to be you can't handle him.

Q. The only trouble you have had with him was

that which arose out of the troubles that he got into

with some of the crew forward, from fighting? Is

that it?

A. Yes, and then it was hard to get him to stand

his watch. It was hard to get him up from his bunk.

He never came up on his watch on deck unless the

officer in the forecastle scolded him and got him out,

or called him.

Q. He would never come up on deck for his

watch unless he was called? Is that right?

A. Yes, you have to call him five or six times.

He had half of his watch on deck down below.

Sometimes he would have it all in the night, and no-

body to see him. I know it.
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Q. Sometimes he would have half of his watch

down below, and sometimes he would have all his

night watch below?

A. Yes, when we were working the ship or any-

think like that, we would have to go and call him.

All the rest was kicking against it, too— the men
forward.

Q. But still he is a good worker when he wants

to be?

A. Yes, he is a good worker when he wants to be.

I give the man credit for that. When he wants to

be he is right there.

Q. But the only trouble that vou put down in the

log-book was in regard to fighting?

A. Yes, sir, I don't think nothing of that either.

But that got to be on the log-book, because you know
how it is. But neither of his troubles were over-

looked. We didn't want trouble. We didn't want

the ship to have the name of being in trouble.

Q. Well, was Dean in that watch?

A. No, sir, "he didn't have no watch with me.

Q. He was not in your watch? .

A. No, sir, he was on the second mate's watch.

Q. He was in the second mate's watch?

A. Yes, sir.

Q. He had all night and you had all day?

A. Yes, sir.

Q. Then how is it that you know he was down
below ?

A. The second mate, he can tell you himself. I

came up on deck. I had a little to do on deck.
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Dean hadn't shown up. In the morning they called

for Dean. They called him three or four times.

Then they came after me. He says, "It is my fore-

castle morning this morning." I says, "Come
ahead, Dean." The second mate told me, he says,

"He is doing that right along." Finally I told him,

"You have got to do your work. You can't have

other men do your work." But still it went along,

continued right along. I didn't want to punish a

man in that country. I know how I will feel if a

man punishes me. I won't feel good. I was trying

to do the best I could, and get along.

Q. How did the rest of the crew do their work"?

A. Some of them were slack the same as he was,

but not so bad as he was.

Q. Some of them were slack but they were not so

slack as he was?

A. Yes. And they didn't all receive the same

pay that he did.

Q. Mr. Baptiste, isn't it a fact that the only time

that you ever had any trouble about making Dean

do his work when you told him to do anything was

this time that you testified as to his going aloft on

the mast?

A. This time that he didn't do the work when he

was told to and come down and said he would sooner

go in irons before he would scrub.

Q. I know, but w^hat / getting at, I want an an-

swer to this question: Was there ever any time when

you told him to do anything on that ship, other that

this time, that he refused to obey your orders?
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A. Why, he does it many times and I overlooked

it.

Q. Did he positively refuse?

A. Yes, he refused.

Q. When"? A. Many is the day.

Q. Tell us now, some particular time.

A. Yes, sir.

Q. Give us the time, the day and the place.

Mr. HENGSTLER.—If you can remember.

A. Yes, sir, if I can remember I can give you the

time, the date and everything else.

Q. (By Mr. WALL.) Well, when<?

A. Oh, I can't remember those things, things

that passed so long ago.

Q. Didn't you put it down in the log-book?

A. No, sir, I let them go. He can say so himself.

Q. This is the only time when you thought it was

sufficiently important to put it in the log-book?

A. Yes, sir. He had

—

Q. I want to get an answer to that question.

That is the only time when you thought it was of

sufficient importance to put it in the log-book?

A. Yes.

Q. That is right, isn't it?

A. Yes, that is right.

Q. (By Mr. HENGSTLER.) Did you ever have

any trouble with his being drunk?

A. I have caught him asleep on the wheel. That

is something like it with me. He can say so himself.

In the morning I went there and caught him right

on the wheel asleep, drunk. I don't know if the
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scuttle was broken open in the run, in the lazarette

or anything else.

Q. Where is that scuttle?

A. Eight in under the wheelhouse. And the

second mate he told me, he says, that they had broke

the scuttle in the lazarette. Then I took a look and

I found the scuttle broke and I says to him, I says

:

"What were you doing under the wheel'"? He just

got up and he says, "I ain't asleep; I ain't asleep,"

and he got hold of the spoke of the wheel. That is

all there was about it. And when I went down the

lazarette there was a gallon of whisky missing.

Q. (By Mr. WALL.) When was that?

A. This was in July.

Q. Sometime after this?

A. Yes, it was in July, lying at Teller Cit}^

Q. Were you at anchor?

A. Yes, we was at anchor.

Q. You were at (—) anchor. A. Yes, sir.

Q. Then you don't mean to say that you had any-

body at the wheel trying to steer the ship ?

A. Yes, sir, keeping the time.

Q. (By Mr. HENGSTLER.) To strike the bell?

A. Yes, sir.

Q. (By Mr. WALL.) But he was not there at

the wheel for the purpose of steering the ship?

A. He was standing there by the wheel keeping

the time, striking the bell.

Q. (By Mr. HENOSTLER.) How often does he

strike the bell? A. Every half hour.

Q. (By Mr. WALL.) What time of day was it

that you w^ent there?
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A. Early in the morning; about six o'clock.

Q. Where is the wheel?

A. In the aft end of the ship.

Q. Is it covered?

A. Covered; housed in, sir.

Q. How far were you from shore then?

A. Well, he was a good two mile and a half free.

Q. Were there any boats coming off to the ship

at that time?

A. No, sir, only the ship's boats and the native

boat's with fish, selling fish, that is all.

Q. Don't you know perfectly well that Dean was

not drunk at that time?

A. I know that he was drunk because I could see

it in his face and the way he talks.

Q. What was it he said when you spoke to him?

A. He said, "I am not drunk, I am not drunk,"

and he kind of staggered and got hold of the spoke

(tf the wheel. I didn't see an3^thing more.

Q. You said a little while ago that he said, "I am
not asleep."

A. Yes, that is what he said, that he was not

drunk.

Q. Now, when he said that he was not drunk

what did he do?

A. He said, "I am not drunk and I ain't asleep."

Q. He said: "I am not drunk and I ain't asleep"?

A. He said both.

Q. He said both of those did he?

A. Yes, sir, at the same time.

Q. You didn't say anything more to him?
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A. Yes, I walked away.

Q. Now, where did you come from when you

came up where he was ?

A. I came from the cabin, sir. I just came up

from below.

Q. Did you come aft?

A. I went up and I just took a look into the wheel

house as I generally did every morning. To see

how things looked, to see if they had used the spit-

toon; sometimes they slobbered their tobacco all

over the place. I looked in through the window first

and saw him lying right across there under the

wheel. I opened the door and Avent right in. The

door opened hard, you know, and he felt me come in

and got up, you know.

Q. Were any of the rest of the crew drunk on

the voyage?

A. A fellow that we called his brother, was

pretty full around during that time that this liquor

was missing.

Q. Anybody else?

A. Another fellow, another old fellow had quite

a jag on.

Q. You say there was liquor missing?

A. Yes, sir, a gallon of liquor.

Q. A gallon of the ship's liquor?

A. Yes, I found the jug down in the forecastle

where they lived.

Q. Was anybody else drunk?

A. This brother was pretty full.

Q. And this old man?
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A. Yes, sir; Howard Goold.

Q. And the only conversation then that you had

with Dean at that time was that he got up and said:

"] ain't drunk and I ain't asleep."

A. Yes, sir.

'J. That is the only talk that you had with him
at that time?

A. That is the only talk that I had with him at

tJiat time.

Q. And then you walked ouf?

A. I went off, walked out.

Q. And you didn't have anything else to say to

hfm? A. No, sir.

Q. And he got up? A. Yes.

Q. The rest of the day he went ahead with his

duties?

A. Sure, yes, right along; no trouble in that

sense.

Q. (By Mr. HENGSTLER.) What was the

name of the brother on board ship, as far as you re-

member.

A.. Ben something. I don't know what his name

was. Bernard Evers.

[Commissioner's Certificate to Depositions of Sanna

and Baptiste.]

IlBited States of America,

State and Northern District of California,

City and County of San Francisco,—ss.

L Francis Krull, a United States Commissioner,

for the Northern District of California, do hereby
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certify that the reason stated for taking the fore-

going depositions is that the testimony of the wit-

nesses Joaquin Sanna and Joseph Baptiste is ma-

terial and necessary in the cause in the caption of

the said deposition named and that they are bound

on a voyage to sea and will be more than one hun-

dred miles from the place of the trial at the time of

the trial.

I further certify that on Wednesday, December

2d, 1908, 1 was attended by F. R. Wall, Esq., proctor

for libelant and L. T. Hengstler, Esq., proctor for

the respondent, and by witnesses who were of sound

mind and lawful age, and that the witnesses were by

me first duly cautioned and sworn to testify the

truth, the whole truth, and nothing but the truth in

said cause; that said depositions were, pursuant to

the stipulation of the proctors for the respective par-

ties hereto, taken in shorthand by Brainard C.

Brown, and afterwards reduced to typewriting; that

the reading over and signing of said depositions of

the witnesses w^as by the aforesaid stipulation ex-

pressly waived.

I further certify that I have retained the said

deposition in my possession for the purpose of de-

livering the same with my own hand to the United

States District Court for the Northern District of

California, the Court for which the same were taken.

And I further certify that I am not of counsel nor

attorney for any of the parties in the said deposi-

tions and caption named, nor in any way interested

in the event of the cause named in the said caption.
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In witness whereof, I have hereunto subscribed

my hand at my office in the City and County of San
Francisco, State of California, this 27th day of De-

cember, 1908.

[Seal] FRANCIS KRULL,
U. S. Commissioner, Northern District of Califor-

nia, at San Francisco.

[Endorsed] : Filed Jan. 27, 1909. Jas. P. Brown,

Clerk. By John Fouga, Deputy Clerk.

In tJte District Court of the United States in and

for the Northern. District of California.

Hon. J. J. DE HAVEN, Judge.

No. 13,942.

EDWARD C. DEAN,
Libelant,

vs.

The Whaling Bark "THRASHER,"
Respondent.

Testimony.

Thursday, February 11th, 1909.

Appearances

:

F. R. WALL, Esq., for the Libelant.

L. T. HENGSTLER, Esq., for the Respondent.

(This libel now^ came on for hearing before the

Court in its regular order on the calendar, and the

following proceedings were had:)

It is agreed that the matter complained about

took place on the 11th of April, 1908.)
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[Testimony of Edward C. Dean, the Libelant.]

EDWARD C. DEAN, the libelant, called in Ms
own behalf, sworn.

Mr. AYALL.—Q. You were on the "Thrasher"

during the voyage ending last November ?

A. Yes, sir.

Q. You were on her on the lltli of April last year?

A. Yes, sir.

Q. Where was the vessel at that time ?

A. In Bering Sea.

Q. What was her position?

A. She was frozen in at the time, locked in the ice.

Q. And what was the temperature during the

31th of April, as nearly as you are able to state?

A. I should .judge it would be a couple of degrees

below freezing—below freezing, I know.

Q. How do you know it was below freezing?

A. You could tell the effect on a man's hands

when he is working without mits.

Q. What was the position with reference to the

crew being able to go out?

A. They could go out on the ice, and walk around

on the ice; the ice was thick enough to hold them.

There were not any cracks, it was not broken up.

Q. How long were you in the ice ?

A. I could not say exactly.

Q. About how long a time was the ship in the ice ?

A. About three weeks, I guess.

Q. Just tell the Court what happened to you on

the "Thrasher" that day. Tell him everything you

know yourself.
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(Testimony of Edward C. Dean.)

A. On tlie lltli of April I had a little fuss down

in the forecastle with another member of the crew.

I hit once and gave him a bloody nose. The other

fellows got in and told me to tell the captain. He
told the captain I hit him. The fellow was my same

size at the time. I was a forecastle-man. He spilled

something on the forecastle, and I hit him and he

told the captain. The captain issued orders for me to

be sent up to the mast, for me to go up and scrape

the mast. I was sent up to the royal and top gallant

mast. Iwas up there an hour and a half. After

that I quit, because I was not used to scraping. My
hands got numb.

Q. How much of the mast did you scrape?

A. About two feet. It was a mast that big

around (illustrating). I scraped the mast that far,

and my hands got numb, and I stopped for a while,

as my hands got too cold. Mr. Baptiste, the mate

of the ship, hollered up and asked me what was the

matter. I said my hands was too numb, I could not

hold the scraper to work. He Avalked in to the cap-

tain. When he came out he told me to come dowm.

He did not say anything, but then he took me in the

run and put handcuffs on me in that position (illus-

*trating) and then stretched them out so as to get

them between my knees. Then he took a pole and

put it here and here, so that I could not lay down,

but sat in a position like this. (Hlustrating.)

Q. How was the pole secured ?

A. By a strong rope around the pole and around

my knees and around my knees and arms.



The Pacific Steam Whaling Company. 47

(Testimony of Edward C. Dean.)

Q. How long were you kept in that position ?

A. About three quarters of an hour.

Q. Where were you at this time ?

A. Under tlie cabin, under the officers' mess,

where they eat.

Q. What sort of a place is that?

A. It is a narrow place down there, a sort of a

storeroom.

Q. Did you have any power of moving around?

A. No, sir, I could not move at all. If I fell on

one side I never could get up. I could not use my
hands or feet; I had to sta}^ this way. If I hap-

pened to fall over to one side, I should have to lay

there. I was down there three-quarters of an hour,

and I commenced hollering to find out what was the

matter. When I came up, Mr. Baptiste said I re-

fused duty. That is the first I heard of it. I did

not know what I was down there for first. I told

him no, I never refused duty. Mr. Baptiste says,

''Well, are you willing to work?" I said, "I never

did refuse to work. I was working at the time and

never told you I wouldn't work." He saj^s, "If you

are willing to work, all right." I said, "Certainly."

He took me up and sent me up to the mast again.

I went up and scraped about an hour. I came down

and got a hard tack and a cup of water for my dinner.

After that I went up for a little while after dinner,

and got through up there, and finished the mast, and

they let me come down.

'Q. How long were you kept up there the first

time ? A. An hour and a half.
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(Testimony of Edward C. Dean.)

Q. What was the effect on you of the treatment

that you received during that day?

A. The treatment caused the blood to stop cir-

culating in my hands in the first place ; it seemed to

swell the veins up above the handcuffs and com-

menced to throb and pain. I got a little dizzy on

account of the circulation of the blood being stopped,

just a sharp pain running through my arms and

down in my hands. Up here was a sharp pain

(pointing).

Q. Were there any after effects as to soreness or

anything of that kind?

A. A couple of days afterwards I fainted on the

deck from the effect that was left over. The cap-

tain saw me at the time. I had just been up aloft

on the mast. I came down and fell on the deck, and

lay there a couple of minutes powerless to get up.

After that I was all right.

Q. How was it as to suffering or not while you

were at work up there scraping, as to the cold ?

The COURT.—It is hardly necessary to go into

that.

Mr. WALL.—It is a part of the cruel treatment.

We claim that part is as much a breach of the con-

tract as the other.

The COURT.—I do not think so. I think most

any man of ordinary sense would know if that man
was kept up on the mast scraping it, when it was a

few degrees below zero, that he would be cold up

there.
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(Testimony of Edward 0. Dean.)

Mr. WALL.—We would not know how it would

affect this individual.

The COL^RT.—If you want to prove things I know

and every man of ordinary sense knows, all right.

Mr. WALL.—Q. Was it your watch below or on

deck, at this time ?

A. My watch below, that I was sent up aloft.

Cross-examination.

jMr. 'H*ENGSTLER.—Q. What is the name of

the man with whom you had a fight on that day?

A. Andy Tompkins.

Q. Is that the first time you had a scrap with him ?

A. Yes, sir.

Q. You had other scraps with other members of

the crew, did you not, before that?

A. Not before that. That was the first thing that

ever caused any trouble between me and the officers

on board of that ship.

Q. As far as the men of the crew were concerned,

you had fights before, had you not, with members of

the crew? A. No, sir.

Q. Did you have any afterwards %

A. Yes, sir.

Q. On the day when you were sent up aloft, were

you the only member of the crew aloft, or were there

any other ones?

A. I was the only one that day. If there was

anything to be done, they were sent up, and run up,

and came down again, and I was sent up there sta-

tionary.
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(Testimony of Edward C. Dean.)

Q. There were not an}- lookouts up there, were

there ?

A. No, sir, there were not any lookouts at that

time. They had not stationed the lookouts.

Q. Not during that time? A. No, sir.

Q. Are you sure about that? A. Yes, sir.

Q. Are there not lookouts up all the time aloft?

A. Afterwards; after they started a station up

there there was a lookout all the time.

Q. But not on that day ?

A. No, sir. But then they had deerskin coats and

clothes on. We did not have nothing but the plain

civilian clothes we get here in the city.

Q. Were there any members of the crew work-

ing up aloft when you were there ?

A. They would come up on deck, and sweep it

down, and go back to the forecastle.

Q. Anyone on deck sewing sails ?

A. No, sir.

Q. While you were up, aloft scraping the paint?

A. No, sir, no one sewing any sails.

Q. Any one sewing sails on deck that day when

you were aloft? A. No, sir.

Q. Are you sure there was no one there, or you

did not see any ?

A. There was not any one on deck sewing sails

that day when I was aloft.

Q. Did you put your mitts on when you went

aloft?
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(Testimony of Edward C. Dean.)

A. Yes, sir, I had tliem on. They were common

skin mitts without anything inside, just plain seal-

skin mitts.

Q. Mittens that you ordinarily use when you were

working on deck?

A. Xo, sir; they are supposed to have a pair of

woolen mitts inside, and I did not have them. All

I had was sealskin mittens, plain leather.

Q. Could you have procured any woolen mitts if

you had wanted them?

A. Not after I went aloft, no.

Q. But before you went aloft, was there anything

to jDrevent you from getting woolen mitts ?

A. I did not have any of my own, and when we

wanted any clothes we got them when he wanted us

to but not when we needed them.

Q. Did you ever ask the captain for anything j^ou

needed when he did not give it to you ?

A. He refused it until he got ready to give it to us.

Q. He gave it to you when he got ready?

A. Yes, sir, finally.

Q. Do you mean to tell the Court you were kept

up there an hour and a half scraping the mast?

A. Yes, sir, all except about the last five minutes.

I was standing there for five minutes trying to get my

hand wann ; the rest of the time I worked.

Q. You say that the first mate called you down?

A. Xot the first mate, no ; the chief mate, Mr.

Baptiste.

Q. What did he say when he called you down?
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(Testimony of Edward C. Dean.)

A. He did not say a word; he just said, "Come
down." He went in and saw the captain first and

then he said, "Come down." He took me in the run

and put handcuffs on me. I was down there three-

quarters of an hour, when I started to holler and

make a noise, and ask him why I was down there for.

Q. Did he not ask you why ,you did not work up

there 1 A. No, sir.

Q. He did not?

A. He did not say a word to me about work when

I came from the mast.

Q. He did not ask you why you refused to work ?

A. No, sir.

Q. You did not tell him you would not scrape the

mast, that you would rather go in irons ?

A. If he did not ask me, I did not tell him.

5. Did you not tell Captain Foley that you would

rather go in irons than scrape the mastf

A. I did not see Captain Foley. He issued the

orders through the mate. He was in the chart-h^^use

and I did not get to speak to him.

Q. Did you see Captain Foley before you were

placed in the position with a stick through your arms

and knees ?

A. No, sir. He issued the orders to the mate to

put me there ; I did not see him. The captain did

not see me. He did not take pains to come and see

me.

Q. Did not the captain speak to you before that 1

A. No, sir, he did not speak to me about the mate

or tell me anything. He issued orders through the

mate for me to go up there.
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(Testimony of Edward C. Dean.)

Q. What did Mr. Baptiste tell you before lie

placed you in the position that you describe, with

handcuffs and with the stick. Did he tell you why

you were put in that i^osition ?

A. No, sir. It was afterwards when I called him

down that he told me.

Q. Did he not tell you before that ?

A. No, sir.

Q. That if you went up and did the work, kept

on scraping the mast, he would not put you in irons ?

A. He did not say anything to me about it until

I called him down ; that was the first time he told me.

Q. After you were placed in that position did he

not say the moment you were ready to go and do

your work he would release you ?

A. He did not say anything about it at the time

he put me in there. It was when I called him down

afterwards and found out what I was there for. He
asked me why I refused dut,y and would I go to work.

I said I never refused duty.

Q. You are sure he did not tell .you before that

you would be released the moment you would go to

work? A. Absolutely sure.

Q. Did the rope that was put upon the stick touch

your body at all ?

A. Yes, sir, it was tied to me and the stick.

Q. To what part of the body?

A. To my arms and legs, and then tied to the

stick. The rope was wrapped in here, and around

here (illustrating), and over the stick.

Q. What kind of a rope was it ?



54 Edward C. Dean vs.

(Testimony of Edward C. Dean.)

A. A manila rope.

Q, How thick a rope.

A. I should judge about half an inch thick.

Redirect Examination.

Mr. WALL.—Q. What size round was this stick?

A. The stick was a little over au inch in diameter,

an inch an a half.

Q. When they are repairing sail on board of ship,

where is the work generally done ?

A. Right around the smokestack. They have a

smokestack back on the deck.

Q. Is it sheltered in any way ?

A. It is sheltered from the chart-house. The

chart-house knocks the wind off from the forward

part of the ship.

Q. How high up do the bulwarks come up above

the main deck of the "Thrasher"?

A. About four feet.

Q. Was it at all unusual for the members of the

crew in the forecastle to get in fights on the voyage ?

A. No, sir.

Q. By other members as well as yourself ?

A. They had plenty of fights. It was the only day
that we got pimished for a fight on the ship, and there

were about 15 fights all together on board of that

ship.

Recross-examination.

Mr. HEXGSTLER.—Q. AMiat is your true

name? A. Edward C. Dean.

Q. Is it not Evers?
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(Testimon}^ of Edward C. Dean.)

A. Edward C Dean is my true name.

Q. Did you not give your name as Evers ?

A. Edward C. Dean. My name is down on the

books.

Mr. WALL.—Q. On the shipping articles?

A. Yes, sir.

Mr. HENGSTLER.—Q. Did you not to one of

the officers of the revenue give your name as Evers ?

A. I gave him my name as Edward C. Dean.

Q. Did you tell him you were a deserter from the

United States Army?
A. I did not tell him so. I gave him to think I

was. I told him I was in the army and I would like

to get back. I wanted to get off of the ship.

Q. You told him you were a deserter?

A. I did not. I told him my name was Edward

C. Dean, and I was in the 24th battery, but I did not

tell him I had been discharged.

Q. You made him think, you say, you were a de-

serter ?

A. I did. I just told him that, I should like to

get back in the army, the same as I would tell him

I would like to enlist. If he thought otherwise, it was

all right.

Further Redirect Examination.

Mr. WALL.—Q. Where were you born?

A. Birmingham, Alabama.

Q. What are your parents' names?

A. Carrie Dean.

Q. What is your father's name?
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(Testiinony of Bernard F. Evers.)

The COURT.—A^Tiat has that to do with it?

Mr. WALL.—Very well.

[Testimony of Bernard F. Evers, for Libelant.]

BERNARD F. EVERS, called for the libelant,

sworn.

Mr. WALL.—Q. You were one of the crew of the

"Thrasher" on her last whaling voyage?

A. Yes, sir.

Q. Were you on her on the 11th of April?

A. Yes, sir.

Q. State to the Court what you know of your own

knowledge of the trouble that took place between the

captain and Dean on that daj' ? Tell eYer}i;hing that

you know, that 3'ou saw and heard yourself?

A. I understand you mean to tell that occurred of

the trouble Dean had with a member of the crew.

Q. The trouble he had with the officers on the 11th

of April that you saw and heard yourself, not what

someone told you ?

A. I was at the wheel when the mate came to the

captain and told him that Dean was not working on

the mast. The captain told the mate to bring him

down in the run. The mate said something about

not having double irons, or something like that. He

said he had irons for the wrist but not for the legs.

The captain told the mate to tell the carpenter to

make a pole, to tie him to the pole; the mate then

called Dean down from the mast and took him down

below.

Q. Tell all you know.
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(Testimony of Bernard F. Evers.)

A. He was clown below for about three-quarters

of an hour as near as I IvHOw. The next thne I saw

him he was up on the mast again scraping at the

mast.

Q. Did you hear what conversation took place be-

tween Dean and the mate at the time he came down ?

A. There was not any conversation that I know
of.

Q. Were you in a position where you could have

heard ? A. Yes, sir.

Q. Where were you?

A. I was at the door of the wheelliouse.

Q. How far was that from the mainmast?
A. Probably about 40 feet; not more than 50

feet.

Q. Did you see or hear any of the beginning of

the trouble when the mate came forward for Dean?
A. Yes, sir.

Q. Tell what you know from that time.

A. The mate came down and went fo¥ Dean. He
came down in the forecastle and grabbed hijn in

a very rough manner; shook him and dragged him

out of the forecastle almost by force; he did not ask

him what occurred, but took it for granted that Dean

was entirely at fault.

Q. Tell the facts that you say and heard.

A. They dragged him up the forecastle com-

panion-way onto the deck. I followed hita up and

saw him. He brought him down into the waist of

the ship, threw him against the bulwarks and

started to talk to him about the fight.
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(Testimony of Bernard F. Evers.)

Q. Then he sent him up aloft?

A. I was down below before he went aloft.

Q. How much of the mast was scraped, if any,

when 3^ou first saw it when he came on deck?

A. The first time that I saw the mast was after

he went np the second time; he was at work around

the top gallant.

Q. How much from the top down had been

scraped? A. 10 or 15 feet, I believe.

Q. What was the temperature on that day as to

being hot or cold?

A. Close to zero; the coldest weather we had dur-

ing the whole trip.

Q. How was it about the men being able to get

off the ship or not?

A. The men could go on the ice. The ice was

heavy enough to hold the men. They played games

on the ice during that time.

Q. During that day was the watch kept on deck,

if you know?

A. No watch was kept on deck except for a few

minutes at a time while they were busy. There

was no work going on on deck.

Cross-examination.

Mr. HEXGSTLER.—Q. Evers is your true

name? A. Yes, sir. Bernard F. Evers.

Q. Are you related to Dean?

A. Not in any way.

Q. He is not your brother, is he?

A. No, sir.
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(Testimony of Bernard F. Evers.)

Q. Did you ever tell anybody on board of the ship

that Dean was your brother"?

A. Does that apply to the case?

The COURT.—Answer the question.

A. Yes, sir, I did. I told the captain he was my
brother.

Mr. HENG^STLER.—Q. Did you tell an untruth

when you told the captain, or not?

A. When I told the captain? We wanted to go

aboard together, and the man who shipped us told

us to say we were brothers and we could get on the

same ship.

Q. That is the only reason why you two have

been going as brothers? A. Yes, sir.

Q. Dean had a great many scraps with members

of the crew during this trip?

A. He had several; so had I. So did the chief

mate. The chief mate on the first day we were out

had a fight with the carpenter on board; he had sev-

eral fights.

Q. That was not Mr. Baptiste?

A. Yes, sir. The very first day we sailed he had

a fight with the carpenter. He was not punished in

any way.

Q. How many men were punished for scrapping

or fighting?

A. No man but Dean. I had probably three or

four fights myself. There was nothing ever said

about it, and the men I fought with too.

Q. Did the captain speak to you and ask you to

stop your scrapping?
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(Testimony of Bernard F. Evers.)

A. He said he did not like any trouble, but be

never spoke to me personally. I don't know that

he knew I ever had a fight.

Q. He asked you to behave on board and stop

fighting ?

A. Xo, sir, he did not ask me. He never said

anything to me personally about fighting.

Q. He issued a general order, I suppose, for the

crew not to fight? A. Yes, sir, he did.

Q. Did you see Dean when he was up scraping

the mast the first time ?

A. Yes, sir; he was scraping the mast when I

went to the wheel the first time.

Q. You saw the mate calling him down after-

wards? A. Yes, sir.

Q. AVhy did the mate call him down, as far as

you know?

A. I don't know why the mate called him down,

except he was wanning his hands at the time; his

hands were cold; slapping his hands against his

breast, and shaking his hands to warm them.

Q. How long had he been there without work-

ing before the mate called hun down?

A. That I don't know.

Redirect Examination.

Mr. WALL.—Q. What time did you go to the

wheel? A. 12 o'clock.

[Proceedings Relative to Certain Evidence, etc.].

Mr. WALL.—That is all the testimony on behalf

of the libelant except the depositions which we offer

in evidence, and the log-book of the ''Thrasher"
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from the 1st day of April until after the 11th day of

April, for the purpose of showing the temperature

and also showing the entries on that date.

Mr. HENGSTLER.—In the depositions taken by

Mr. Wall—I suppose Mr. Wall noticed it—there are

a few errors that I have no doubt Mr. Wall will

agree are errors. All through the deposition the

word "scrubbing" is used instead of "scraping."

There was no scrubbing of the mast, no water used;

but it is a recognized method of punishing recalci-

trant seamen, to set him to scraping.

Mr. WALL.—We admit wherever it says
'

' scrub
'

'

it means "scrape."

Mr. HENGSTLER.—In the deposition of one of

these witnesses there is this language used:

"Q. The captain said that to you? A. Yes, sir,

he says we have got to do a little something to break

him off of this habit. The same day three fellow^s

came bleeding and told the captain if he did not

stop that fellow doing that in the forecastle he would

kill him." I think, if I remember correctly, he said

tJiese three fellows came complaining.

Mr. WALL.—I would like to put in a formal ob-

jection to some of the cross-examination. It may

be considered in.

The COURT.—The objection is overruled.

[Testimony of Charles H. Foley, for Respondent.]

CHARLEiS H. FOLEY, called for the respondent,

sworn:

Mr. HENGSTLER.—Q. How long have you been

going to sea?
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(Testimony of Charles H. Foley.)

A. 40 years last year, the 8th of July.

Q. How long as master of vessels?

A. Master of ships since 1892, out of San Fran-

cisco, off and on.

Q. You were the master of the steam whaler

"Thrasher," were you not, on her last cruise?

A. Yes, sir.

Q. Have you ever had any trouble with members

of crews that you have had before?

A. No complaints made.

Q. Ever had any complaints made against you?

A. Xeither up north by the Board of Officers or

at the port of San Francisco before.

Q. You heard the testimony of Dean with refer-

ence to an occurrence that happened on April 11th?

A. Yes, sir.

Q. While your vessel was in the Bering Sea?

A. Yes, sir.

Q. What time of the day did this matter happen?

A. About 8 o'clock in the morning.

Q. And will you state to the Court just all that

you know about the occurrence?

A. We had a great deal of trouble with this

young man from the time that we left 'Frisco. The

officers of the deck had lots of trouble with him.

They complained a great many times. I forgave

him time in and time out. On three previous occa-

sions three of the crew came up and comjDlained of

his, what they call, slugging them. He is a pretty

good wrestler and any one he thought he would take

a chance with he ran up behind them and gave it to
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them, and would do them up while they were dazed,

I had him in the chart-house and forgave him. I

told him I had a son and I wanted to do by him as

I wanted anyone to do by my own son. He prom-

ised me faithfully he would. This day, about 8

o'clock in the morning, while we were sewing a new

sail on, a jib on our deck, a young man by the name

of Hopkins ran aft bleeding; his face was all cut

up; run up on the poop. I told him not to run over

the deck, because he was bleeding. I says, ''In the

name of God, what is the matter?" He says, "Dean

has used me up." I said "How did it commence?"

I investigated and found it was over a slop-bucket

that this man wanted to put slops into, and it was

his turn to wash the forecastle, and he objected to

it; this young man says, "Whenever I wash the fore-

castle you come along and empty your slops; why
should I not have the same privilege; go away from

me." Wlien the young fellow turned away he ran

up behind him and gave it to him. I called some of

the members of the crew and found it was so. I'

sent for Dean, called him on the bridge, and ques-

tioned him about it. He commenced to talk in a

rough kind of a way, "I will do anything I like,"

I said, "It is strange you will not obey my orders;

one of my strict orders is that there shall be no

fighting. Get on the wheelhouse." He got there

While I was talking to him three members of the

crew rushed aft and asked the mate if I intended

to punish that man or let him go. I said, "What
are they speaking about?" He said they would kill
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liim or do him up if I let him go. I said, "We had

better punish this man; it is no use. I forgive him

and forgive him; he does not seem to obey my
orders; give him a knife and let him go to the mast-

head and scrape it." I don't believe in being cruel.

He asked permission to get his coat and mitts, and

I gave it. I told him it was his own fault. He
went and got his coat and mittens and he went to

the masthead. He sat there. The mate said that

he was not scraping. I said give him 10 or 15 min-

utes to see what he will do. After that I says to the

mate, "Ask him if he is going to scrape the mast?"

He said, "No." I said, "Call him down." I said,

"Are you going to scrape this mast?" He said

"No." I said, "You refuse duty?" He said,

"Yes." I said, "You know what will become of you

if you refuse duty?" He says, "I will go in irons

first." I said, "You prefer to go in irons?" He
said, "Yes, and I will stay there." I said, "Dean,

I cannot afford to keep you in the ship and keep you

in irons the rest of the voyage; you had better go

up and scrape the mast." He said, "I will see it

out." I says, "All right." I told the mate to put

him in irons, put his hands over his knees to break

him from that habit, with the understanding, I says,

"If you want to come out in five minutes it is up

to you; just as soon as you will promise you will

not slug those insignificant fellows, sing out and

you shall be released." I put the steward on watch;

I did not expect there would be anything come from

this. The steward came to me and told me, "That
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man is calling to you." I told the mate to release

him and send him up, if he was willing to go to

work, to the masthead. He came up, took off his

handcuffs and went right up and scraped as if noth-

ing had happened. When I see him' working cheer-

fully, I says to the mate, "It is pretty near lunch-

time; call him down and give him bread and water.

He came down. When I cattne on deck after lunch

I called him to my chart-house and I said, "It is

strange to me you will not obey my orders and try

to do what is right; those men are not your equals;

still you disobey me. I don't want to punish you;

you are forcing me to do this. I intended to keep

you on deck a week or two to scrape these masts; I

am going to forgive you and try you again." He
said, "Are you going to forgive me*?" I said,

"Yes, I will; I will try you again. I will show you

the difference between you and I. You have prom-

ised me so many times you will not do these tilings,

but I am going to forgive you and try you again."

He said, "Thank you. Captain; I will give you no

more trouble." And he went forward. His brother

came forward and he said, "I want to thank you for

the kindness you have shown to my brother; I will

use my influence to keep him from getting into tem-

pers, and getting into trouble, and causing you any

more trouble."

Q. How long had the ship been in port before you

heard of this?

A. Two weeks before I knew a thing about it.

Reporters had been aboard and questioned my crew,
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as they always do, and not a complaint was made
against me. Even after that in the port of Port

Clarence the boarding officer boarded me and inves-

tigated my papers and found I was correct in every-

thing. The last thing they do is to question the

crew, "Have you any complaints to make about the

officers or captain? Has anything gone wrong since

leaving San Francisco?" The answer from all the

crew was, "No." There was a pause, and these

two men threw up their hands and said, "We are

deserters and wish to be removed from the ship and

sent to our army." When the officer asked the

name of the commander of the regiment, they would

not give it. The officer brought the reply to the

cutter and Captain Henderson of the cutter sent for

me and told me of the statements made. He says,

"I am not going to remove them, I think I will com-

municate this report to Washington and if any-

thing comes up you will learn of it afterwards"

—

these very two same men.

Cross-examination.

Mr. WALL.—Q. When did you sail from San

Francisco ?

A. I sailed on the 1st day of March, I think, as

near as I can remember. I think it w^s the 1st day

of March.

Q. Who was the first man that this man got into

trouble with, did you say?

A. I could not exactly call his name at present,

because as I said I did not expect anything.

Q. Where was it?
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A. On tlie voyage up.

Q. How long out?

A. Perhaps a week or ten days out.

Q. What were the ciremnstanees connected with

it?

A. Eunning up and slugging these fellows, that

is what they call it.

Q. Did this fellow come to you and report the

circumstances?

A. Three different men before this occasion came

directly to me from the crew.

Q. I want to know the first one that came to you.

A. I could not exactly say.

Q. What did he report, the first one?

A. Then this man Dean ran up and slugged him,

aand some of them tried to object to it and tried to re-

taliate, and his brother would trip him or grab his

arm when they saw the other man was getting the

best of him, to give the brother the opportunity of

doing this man up.

Q. Did you make any entry in the log of these

previous troubles?

A. No, sir, I protect my crew, and 1 overlook

these little things and try to do what is right. I

don't blacklist them.

Q. You did put this instance in the log-book?

A. The mate did, because I was forced to punish

him.

Q. AYhen was the second tiane that ther-e was any

trouble between this man and the rest of the crew

that was reported to you?
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A. These three occasions happened between the

1st of March and up to the time that this occurred.

Q. Tell us about the second one in detail. Tell

us about the second trouble in detail; who was the

man?

A. Schroder. It is pretty hard work to remem-

ber the names.

Q. His name was Schroder?

A. I think so.

Q. What was his complaint; what did he say to

you?

A. That this man Dean, he had trouble with him.

Q. What did he say this man Dean had done to

him? A. Slugged him.

Q. Tell me what he said Dean told you he had

done to him.

The COURT.—^He said Dean slugged him.

A. And the other brother ran up behind him and

locked his arms so he could slug him?

Mr. WALL.—Q. A¥hen was the third occasion?

A. About five days before this.

Q. Who was this?

A. I could not exactly mention his name. I did

not log it and forgave the man.

Q. What did this man on the third time say?

Tell one the words he said to you when he reported

the trouble? A. Which one?

Q. The third occasion?

A. Previously before this one?



The Pacific Steam Whaling Company. 69

(Testimony of Charles H. Foley.)

Q. Yes; the third occasion out from San Fran-

cisco. Tell me what the man said that Dean had

done to him.

A. He had some words over the lookout. He
told him it was his lookout. The fellow turned and

said it is not, and Dean slugged him from behind.

Q. Where was the ship?

A. Just about perhaps in the ice. We took the

ice on the 27th of March.

Q. What time of day was it that this third matter

was reported to you ?

A. That is something I would not want to com-

mit myself on. Those things happen often and the

master tries to straighten it out the best he can.

As long as it it not serious, we do not keep run of it.

Q. You were in the chart-house on the 11th when

Dean had this trouble, when you sent him aloft?

A. I don't know where I was when it happened;

they were in the forecastle; I was walking the deck,

my poop, when this man run onto my poop bleed-

ing.

Q. When Dean came from aloft you were in the

chart-house ?

A. I was not. I approached him and asked him

v\diy he did not scrape. I questioned him; I was the

one.

Q. You were not in the chart-room at the time?

A. No, sir.

Q. When Dean came down from aloft?

A. I was not. I saw hun not working and issued

my orders to the mate to call him, and waited until

he came down to see why he did not scrape.
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Q. That is the truth? A. Yes, sir.

Q. The mate then did not come into the chart-

room and get your orders to put him in irons. You

went out and told Dean he must obey these orders,

and he refused to do if?

A. The mate met him at the rigging and spoke to

him before I did, naturally. I saw him afterwards.

Q. You told him he must obey the mate's orders

about scraping, or else go in irons, and he refused to

do it? A. Obey my orders.

Q. Then it is not true that the mate came into

the chart-room and got your orders, told you the

man had refused to scrape and got your orders, and

then you gave orders to put him in irons. That is

not true?

A. He did not come to my chart-house.

Q. You are sure of that?

A. Of course. The conversation was between Mr.

Baptiste and I.

Mr. HENGSTLER.—Are you trying to impeach

your own witness?

Mr. WALL.—Never mind what I am trying to do.

Q. Now, after the trouble was all over, then you

had Dean in the chart-room ; that is a fact ?

A. No, sir, not after it was all over. I intended

to punish this man for a week to satisfy the crew

and myself. He disobeyed my orders not to injure

the crew, and as they threatened to kill him I thought

I had better punish him to satisfy myself and pro-

tect him. We have different nationalities in the

crew.
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Q. I do not care about that. I want you to an-

swer my question. After the trouble you did have

him in the chart-room?

A. During the trouble, when he understood he

was to be punished for a week, I called him in after

he had his lunch.

Q. After he came down from the mast the last

time? A. Yes, sir.

Q. Was that not the first time you ever called

him up and talked to him about any trouble?

A. No, sir. I talked to that young man as I did

before; I talked to him before he went in irons; I

told him where he was going, what was going to be-

come of him if he went on like this; I went as far

as to tell him I had no accommodation as a jail to

put such men as he in, and I could not afford to keep

him the rest of the voyage; as soon as he acknowl-

edged he had done wrong, and was willing to be pun-

ished, he should go free, and I put the steward on

watch so that that man would not suffer or be a

minute detained.

Q. You had issued orders to the crew that there

should be no fighting forward before this thing hap-

pened?

A. When I first leave San Francisco that is one

of my strict orders, "No fighting, men, among you;

whenever you are sick, come to me, night or day;

come when you are called, and go when you are told.

Not an officer do I want to strike a man." That is

understood.

Q. You gave that order on this voyage?
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A. The first day out, every voyage.

Q. You knew when this fighting was going on for-

ward that he had disobeyed that order?

A. Yes, sir.

Q. And that your vessel was at sea?

A. Yes, sir.

Q. Now, why didn't you punish him if he dis-

obeyed 3^our orders as the law provides that a cap-

tain shall punish a seaman at sea? You know what

that law is? A. Yes, sir.

Q. As a master of a vessel, you know he has a

right to confine a man for disobedience of orders on

board a ship for a certain length of time ?

A. Yes, sir.

Q. He had disobeyed your orders?

A. Yes, sir.

Q. Why did you not punish him within the law?

A. Don't you think

—

Q. Answer the question.

A. Don't you think that we have a heart to for-

give? Don't you think that we have a feeling to

forgive? Don't you think if we are men, that we

can forgive and forgive and forgive?

Q. If you think that you wanted to forgive and

forgive, you would sooner forgive and punish in the

way forbidden by the law rather than forgive and

punish in the way allowed by the law. Is that the

idea ? A. No, sir.
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Redirect Examination.

Mr. HENGSTLER.—Q. About this rope?

A. It was a small little piece of line like a tele-

phone cord, what we call bone yarn, to tie a bone

with. We cannot afford to cut the hair on the bone

or scratch it ; therefore w^e have this made purposely.

It is soft and is not as big as the cord of the tele-

phone. This cord was merely made fast to the stake

so that he could not shove it out, just the same as you

have a key to the iron, no brutality; he could have

come out in a minute after he w^ent there if he liked.

Q. Did the rope touch his body ?

A. It was lashed here and there, not to shove the

feet from there.

Q. So that he could not shove the feet out ?

A. That is all ; tied to the side so that he could not

shove the feet out. I did not want to put him there.

Mr. WALL.—Q. Did you see this man Dean at

any time fight with any of the crew?

A. No, sir, I did not.

Mr. HENGSTLER.—That is our case.

[Endorsed]: Filed Mar. 15, 1909. Jas. P.

Brown, Clerk. By John Fouga, Deputy Clerk.
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[n tlie District Court of the United States, for the

Northern District of California.

Xo. 13,942.

EDWARD C. DEAN,
Libellant,

vs.

The Whaling Vessel ''THRASHER," etc.,

Respondent.

Memorandum Opinion.

DE HAVEN, District Judge.—In my opinion the

evidence fully sustains the allegations of the answer,

and the facts affirmatively stated therein state a suffi-

cient defense to any claim of the libelant for sub-

stantial damages.

The libel will be sustained with costs.

[Endorsed] : Filed Feb. 26, 1909. Jas. P. Brown,

Clerk. By Francis Krull, Deputy Clerk.

1)1 the United States District Court, in and for the

Northern District of California.

No. 13,942.

EDWARD C. DEAN,
Libellant,

vs.

The Whaling Schooner "THRASHER," etc.,

PACIFIC STEAM WHALING COMPANY (a

Corporation),

Claimant.
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Final Decree.

The above-entitled cause having been regularly

brought on for hearing upon the pleadings and

proofs, and the advocates of the respective parties

having been heard, and the Court having duly con-

sidered all and singular the premises herein, ( )

the Court now finds that the evidence in said cause

fully sustains the allegations of the answer, and the

facts affirmatively stated therein state a defense to

any claim of the libelant for substantial damages;

it is, therefore, now.

Ordered, adjudged and decreed, that the libel

herein be, and the same hereby is, dismissed with

costs.

Done in open court this 1st day of March, 1909.

JOHN J. DE HAVEN,
District Judge.

[Endorsed] : Filed Mar. 1, 1909. Jas. P. Brown,

Clerk. By Francis Krull, Deputy Clerk.

In the United States District Court, in and for the

Northern District of California.

No. 13,942.

EDWARD C. DEAN,
Libellant,

vs.

The Whaling Schooner "THRASHEE," etc.,

PACIFIC STEAM WHALING COMPANY (a

Corporation),

Claimant.
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Notice of Appeal.

To the Claimant Above-named and to Andros &
Hengstler, Proctors for Said Claimant, Pacific

Steam Whaling Company (a Corporation) :

Please take notice that the libelant in the above-

entitled cause of libel hereby appeals from the final

decree made and entered herein on the 1st day of

March, 1909, to the United States Circuit Court of

Appeals for the Ninth Circuit, and from the whole

of said decree.

Dated March , 1909.

F. R. WALL,
Proctor for Libelant.

Admission of service and receipt of the within

notice is hereby admitted this 6th day of March,

1909.

ANDROS & HENGSTLER,
Proctors for Claimant.

[Endorsed] : Filed Mar. 6, 1909. Jas. P. Brown,

Clerk. By John Fouga, Deputy Clerk.

In the United States District Court, in and for the

Northern District of California.

No. 13,942.

EDWARD C. DEAN,
Libellant,

vs.

The AVhaling Schooner "THRASHER," etc.,

PACIFIC STEAM WHALING COMPANY (a

Corporation),
Claimant.
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Assignment of Errors.

Comes now the libelant in the above-entitled cause,

on his appeal in said cause, and assigns the follow-

ing errors on the part of the District Court in said

cause

:

1. The Court erred in not finding that on or about

the 11th da}^ of April, 1908, while the whaling vessel

"Thrasher" was in Bering Sea, fast in the ice, with

the temperature below freezing, the master of said

vessel, in gross maltreatment of said libelant and

without justification, caused said libelant to be sent

aloft and there to be kept for about an hour and a

half scraping the main royal and topgallant masts,

all in breach of the contract of good treatment of

the libelant and to his substantial damage.

2. That the Court erred in not finding that while

said libelant was scraping said masts his hands be-

came so numb that he could no longer continue scrap-

ing said masts, and that thereupon libelant was or-

dered down from aloft and the master of said vessel

then caused iron handcuffs to be placed on libelant's

wrists and libelant's handcuffed wrists to be placed

below libelant's knees, with the knees sticking up

between libelant's arms, and caused a pole to be

placed over each of libelant's arms at the elbows and

under each of libelant's knees and caused said pole

to be securely lashed in its place as aforesaid with

lashings, and w^hile libelant was thus secured "frog

fashion" that he was confined in the runway of said

vessel for a period of three-quarters of an hour, and

that the handcuffing, lashing, securing and confining
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of the libelant as aforesaid was cruel and in breach

of the contract of good treatment of libelant and to

his substantial damage.

3. That the Court erred in not finding that the

libelant, as soon as he was released from his hand-

cuffs, lashings and confinement as aforesaid was by

the master again sent aloft to scrape said masts and

was kept there for about one hour with the tem-

perature below freezing, all in breach of the contract

of good treatment of the libelant and to his substan-

tial damages.

4. That the Court erred in not finding that be-

cause of the treatment of the libelant as in the libel

herein set out, the libelant was made to and did suffer

great physical and mental pain, distress and humilia-

tion ; to his substantial damage.

5. That the Court erred in not finding that the

libelant, because of his treatment as in the libel

herein set out, has been damaged in the sum of six

hundred dollars.

6. That the Court erred in not granting the

praj^er of the libel.

7. That the Court erred in not awarding the libel-

ant substantial damages because o'f the treatment re-

ceived by the libelant as in the libel herein set out.

8. That the Court erred in finding that the libel-

ant was sent aloft during moderate weather to scrape

the topgallant mast.

9. That the Court erred in finding that the libel-

ant at any time on the 11th day of April, 1908, per-

sistently or willfully or without justification dis-

obeyed the orders of the master.
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10. That the Court erred in finding that a small

stick was placed under libelant's knees in such a

manner as not to produce any suffering unless the

libelant's position should continue for a long period.

11. That the Court erred in finding that the libel-

ant was informed by either the master or the first

officer of the vessel that he could be released the

moment he would declare himself ready to obey or-

ders and submit to the master's reasonable discipline.

12. That the Court erred in finding that the libel-

ant knew he would be released from irons and con-

finement if he obeyed lawful orders and that he

nevertheless continuously and willfully refused to

obey said orders.

13. That the Court erred in finding that the libel-

ant was released from confinement as soon as he sub-

mitted to the master's lawful orders.

14. That the Court erred in finding that the evi-

dence sustains the allegations of the answer.

15. That the Court erred in finding that the facts

affirmatively stated in the answer herein state a suffi-

cient defense to any claim of the libelant for sub-

stantial damages.

16. That the Court erred in not finding that the

answer of the claimant herein does not state facts

sufficient to constitute a defense to the demands of

the libelant for substantial damages.

Dated March , 1909.

F. R. WALL,
Proctor for Libelant.
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Admission of sendee and receipt of a copy of the

within assignment of errors is hereby admitted this

6th day of March, 1909.

ANDROS & HENGSTLER,
Proctors for Claimants.

[Endorsed] : Filed Mar. 6, 1909. Jas. P. Bro\v^,

Clerk. By John Fouga, Deputy Clerk.

Ill the United States Distinct Court, in and for the

Northern District of California.

No. 13,942.

EDWARD C. DEAN,
Libelant,

vs.

The Whaling Schooner "THRASHER," etc.,

PACIFIC STEAM A^m:ALING COMPANY (a Cor-

poration),

Claimant.

Stipulation as to Exhibits.

It is hereby stipulated and agreed b}^ and between

the respective parties hereto that the Clerk of the

above-entitled court in preparing the Apostles for

the United States Circuit Court of Appeals for the

Ninth Circuit, upon the appeal of the above-entitled

cause, shall not be required to make copies of the

exhibits constituting a part of the evidence in said

cause, but that the originals of said exhibits in lieu

of copies thereof may be incorporated into and con-
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stitute a part of such apo&tles and record on appeal.

Dated March 6th, 1909.

ANDROS & HElSraSTLER,

Proctors for Claimant.

F. R. WALL,
Proctor for Libelant.

[Endorsed] : Filed Mar. 6, 1909. Jas. P. Brown,

Clerk. By John Fouga, Deputy Clerk.

[Clerk's Certificate to Apostles on Appeal.]

United States of America,

Northern District of California,—ss.

I, James P. Brown, Clerk of the District Court of

the United States for the Northern District of Cali-

fornia, do hereby certify that the foregoing and

hereunto annexed sixty-six pages, numbered from

1 to 66 inclusive, contain a full and true transcript

of the record in said District Court in the cause en-

titled Edward C. Dean vs. The Whaling Bark

''Thrasher," etc.. No. 13,942, made up in pursuance

to Rule 1 of Admiralty of the United States Circuit

Court of Appeals for the Ninth Circuit, and the in-

structions of F. R. Wall, Proctor for the libelant

and appellant.

I further certify that the costs of preparing and

certifying the foregoing transcript on appeal is the

sum of thirty-six dollars and fifty cents ($36.50),

and that the same has been paid to me by proctor for

libelant and appellant.

In witness whereof, I have hereunto set my hand

and affixed the seal of said District Court, this 31st
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day of March, A. D. 1909, and of the Independence

of the United States the one hundred and thirty-

third.

[Seal] JAS. P. BROWN,
Clerk.

[Endorsed]: No. 1704. United States Circuit

Court of Appeals for the Ninth Circuit. Edward

C. Dean, Libelant, Appellant, vs. The Pacific Steam

Whaling Company a Corporation, Claimant of the

Whaling Schooner "Thrasher," etc.. Appellee.

Apostles on Appeal. Upon Appeal from the United

States District Court for the Northern District of

California.

Filed March 31, 1909.

F. D. MONCKTON,
Clerk.
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Libelant's Exhibit No. 1—Excerpts from Log-Book

of the ''Thrasher."

April Stmi' Thrasher 1908

Wednesday 1

Ship fast in the Ice with a Gale from the X. W
last night was verry cold Thermometer was 9 above

zero, to day 16 above zero

Thursday 2

Ship fast in the Ice and blowing from the W. to, N.

W. by Compass Thermometer 8^/2 above zero young

Ice making fast

Lat 58-20 N Long 168-24 W at 2.45 P. m
Friday 3

Strong wind from N. W. to W. by. &. N. W
Ship fast in the Ice the Thermometer during the

Night was 6 above zero in the day tune 13 above

zero

Lat 58-02 X Long 168 W at 2.40. P. m
Saturday 4

first part Calm weather at 2 A. m the Thermom-

eter was 2 above zero Second part Blowing from

the S. E. to. X. E. by Compass with heavy snow

storm ship froze fast in the Ice this is the third day

that we have been froze in the Ice

Stmr Thrasher Bearing Sea April 1908

Sunday 5

Light winds from the X. W. to. X. E. to. S. E &

back to the X. X. E by Compass with snow Ship fast

in the Ice some leads around us no chance to get to

them

Lat 57-58 X. Long 168-08 W. at. 3.20 P. m.
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Light wind from the N to N. W. by. Compass Ship

fast in the Ice Crew Employed in Ships duty

Tuesday 7

Light wind from the W. N. W to W with light

snow Themiometer for the 24 hours from 11 above to

9 above zero Ship froze fast in the Ice.

Bearing Sea Stmr Thrasher April 1908

Wednesday 8

Light wind from N. E. to. N. by Compass Ship

froze fast in the Ice Lat 57-39 N Long 168-19, W
at 2.40 P. m

Thursday 9

Strong wind from the W. with light snw squalls

Thermometer, at 16 above zero for the 24 hours

Ship froze fast in the Ice

Friday 10

Light wind from the W. to W. N. W. by Compass

Ship froze fast in the Ice Thermometer ranging from

17 above zero to 8 above Crew Employed in Ships

duty all well at presant

Bearing Sea Stmr Thrasher April 1908

Saturday 11

Light wind from the S. E. with snow Squalls Ship

fast in the Ice we have a man by the Nane of Ed.

Dean Sailor that is the name that he ship on the

Arcticals with but his right name is Ed. Evers and

he has got a brother in the Ship by the Name of

Bernard. Evers both of the Brothers has been fight-

ing with the other Sailors and drawing blud on them

the Captan punished Ed. Evers for fighting to day

set him scraping Mats and he refused so had him
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put in Irons for one hour and then he 'said that he

was willing to go to work so let him out of Irons and

put him Scraping again, the Captain has been having

trouble with Ed. Evers or Ed. Dean as he calls him-

seff several times and to day is the first time that

he has been punished, the to Brothers are all ways

fighting they jmnped onto a man of Max. Schohr

2 weeks ag and licked him they want to run the

Forcastle themselves wich they can not do

[Endorsed] : U. S. District Court, Northern Dis-

trict of California. No. 13,942. Dean vs. Whig.

Ship "Thrasher," etc. Libelant's Exhibit No. 1.

Jas. P. Brown, Clerk. By Francis Krull, Deputy

Clerk.

Season of 1908. Stmr. '

' Thrasher. '

'

No. 1704. U. S. Circuit Court of Appeals for the

Ninth Circuit. Libelant's Exhibit No. 1. Received

March 31, 1909. F. D. Monckton, Clerk.
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MnxUh BtaUB Oltrrutt Qlnitrt nf Appeals

FOR THE NINTH CIRCUIT

EDWARD C. DEAN, Libelant,

Appellant,

vs.

THE PACIFIC STEAM WHALING)No. 1704.

COMPANY (a corporation), Claimant'

of the Whaling Vessel "Thrasher," etc.,

Appellee.

OPENING BRIEF OF APPELLANT AND LIBELANT.

STATEMENT OF THE CASE.

This is an admiralty appeal by the libelant, one of

the crew of the whaling vessel "Thrasher," who brought

his libel in rem against that vessel in the court below

to recover $600.00 damages because of the pain and

distress suffered by him on account of a breach of the

contract of good treatment. The main facts upon which

the libel is based, and about which there is no dispute

on this appeal, are:

On April 11, 1908, while the vessel was fast in the

ice in Behring Sea, the libelant got into a fight with

another one of the crew; the master had given orders

against fighting; because of this fight, and, perhaps, of



others, the libelant was (in the language of the answer)

"sent aloft and ordered by the master of the vessel to

scrape the topgallant mast, as a punishment for assault-

ing and maltreating other members of the crew" (p.

ii)
; after the libelant had been kept aloft about an

hour and a half, he was called down and, by order of

the master, handcuffs were put on his wrists, his hand-

cuffed wrists placed below his knees, with his knees

sticking up between his arms, and a pole or stick thrust

under the knees and over the arms, and the libelant

thus secured "frog fashion" with a cord or rope so that

he could not move his legs or arms; thus secured, the

libelant was put in the runway of the vessel, where he

was kept for three-quarters of an hour or longer; libel-

ant was then released and again sent aloft to finish

scraping the mast, and was kept there from half an

hour to an hour.

The disputed facts are:

Libelant alleges that while aloft the temperature was

below freezing; claimant that the weather was mod-

erate. Libelant that he scraped until his hands be-

came numb with cold and he could scrape no longer;

claimant that he simply refused to continue to scrape,

in disobedience of orders. Libelant alleges that the

manner in which he was treated caused him great

physical and mental pain, distress and humiliation;

claimant that the manner in which libelant was se-

cured was such "as not to produce any suffering unless

the libelant's position should continue for a long period



of time'' (p. 12), and that his treatment was not in

breach of the contract of good treatment, and that he

"knew that he would be released from irons and con-

finement, if he obeyed lawful orders" (p. 12), and that

he suffered no pain, distress or humiliation.

Opinion of Court Below.

The court below held that: "The evidence fully sus-

tains the allegations of the answer, and the facts affirma-

tively stated therein state a sufficient defense to any

claim of the libelant for substantial damages" (p. 74).

Upon the above statement of the facts and the opin-

ion of the Court is based the assignment of errors (pp.

77-79). For the purposes of the argument, these errors

may be consolidated and grouped as follows:

Errors of Court Below.

Fifteen (15) and Sixteen (16) in

(A). The answer fails to state a defense; and the

admitted facts show that there was a breach of the

contract of good treatment, for which the owner, and,

therefore, the vessel, is responsible.

Nine (9), eleven (11) and twelve (12) in

(B). The order to scrape the mast, as a disciplin-

ary punishment, was an unlawful order, and did not

have to be obeyed.

One (i) to eight (8), inclusive, and ten (10) and

fourteen (14) in



(C). The evidence shows beyond any possibility

of question: (a). That the weather aloft was not

moderate, but of unusual severity, the temperature

being considerably below freezing; (b). that libelant

suffered pain and distress, entitling him to substantial

damages, because of the treatment received by him.

ARGUMENT.

Taking up, then, proposition lettered "A":

(A). The answer fails to state a defense; and the

admitted facts show that there was a breach of the

contract of good treatment, for which the owner, and,

therefore, the vessel, is responsible.

The law in regard to this proposition is:

The master of a vessel now has no power, right

or authority, in disciplining a seaman, to punish

him in any other manner than that provided by

the Act of Dec. 21, 1898, U. S. R. S., sec. 4596.

That section specifically provides what punishment

may be inflicted for wilful disobedience to lawful

command or continued wilful neglect of duty at sea.

This law not only excludes any other form of

punishment, but it certainly furnished an amply ade-

quate method of punishing the libelant for violating

the master's orders against fighting. That part of the

law here applicable is (U. S. R. S., sec. 4596, Fed. St.

Ann., vol. VI., p. 910) :



"Fourth. For willful disobedience to any lawful

command at sea, by being, at the option of the master,

placed in irons until such disobedience shall cease, and
upon arrival in port, if of the United States, by for-

feiture from his wages of not more than four days' pay,

or upon arrival in a foreign port by forfeiture from
his wages of not more than four days' pay, or, at the

discretion of the court, by imprisonment for not more
than one month."

"Fifth. For continued willful disobedience to law-

ful command or continued willful neglect of duty at

sea by being, at the option of the master, placed in

irons, on bread and water, with full rations every fifth

day, until such disobedience shall cease, and upon ar-

rival in port, if of the United States, by forfeiture, for

every twenty-four hours' continuance of such disobedi-

ence or neglect, of either a sum of not more than twelve

days' pay or sufficient to defray any expenses which
have been properly incurred in hiring a substitute, or

upon arrival in a foreign port, in addition to the above

penalty, by imprisonment for not more than three

months, at the discretion of the court."

As is usual in such a case as this, there is testimony

to show other breaches of discipline on the part of the

libelant. Whenever a sailor has sued a ship, it has

always become easy for her officers to remember

against him many previous ofifenses. To provide

against such memories, the Congress enacted sec. 4597

U. S. R. S., requiring that every offense for which a

seaman may be punished shall be entered in the logbook

at the time of its commission. Of course, even if there

were such offenses, they would not justify the master

in violating the law by punishing the libelant in cruel



and unusual ways; but the record shows (p. 67) that

the only entry in the logbook against Dean was that

of April I ith.

These laws apply to whalers, the Act. of Dec. 21,

1898, providing:

''Sec. 26. That this Act shall take efifect 60 days after

its approval, and shall apply to all vessels not herein

specifically exempted, but sections i, 2, 3, 4, 5, 6, 7, 8,

9, 10, 1 1, 13, 14, 15, 23, and 24 shall not apply to fishing

or whaling vessels or vachts" (Fed. Stat. Ann., vol. 6,

p. 870).

Sections 4596 and 4597, U. S. R. S., the sections con-

sidered, are sections 19 and 20 of the Act above-men-

tioned, and apply therefore to all ves«els, including

whalers.

The master knew the law as embodied in sec. 4596

(p. 72) ; but instead of resorting to it, to enforce his

order against fighting, he, as a matter of discipline, or,

as the answer says, "as a punishment," ordered libelant

to go aloft and scrape the topgallant mast, while the

vessel was fast in the ice with the temperature below

freezing, and kept him there about an hour and a half

the first time. It is not claimed or pretended that there

was any need, urgent or otherwise, of scraping the masts

or that the occasion was propitious for mast scraping.

This, then, was to punish the libelant contrary to law.

When the libelant first came down from aloft, the

master could still have resorted to the adequate punish-

ment allowed by law for disobeying his lawful order



against fighting. Instead of acting within the law, he

proceeded to inflict the unusual, cruel and unlawful

punishment of trussing the libelant up "frog fashion"

and putting him in the runway, where he was kept

three-quarters of an hour or more, and then again sent

him aloft and kept him there for half an hour or

more. Certainly that was unlawful. Certainly that

was a cruel and an unusual punishment. Certainly that

was in breach of the contract of good treatment. Cer-

tainly the libelant must have suffered something more

than nominal damages.

Let us see if this is not so. This Court has said:

"The master of a ship at sea represents the owners
in respect to personal duties and obligations which they

owe the seamen." The Troop, 128 Fed., 858.

Among the personal duties and obligations, then,

which the owners owe to seamen is that the seaman shall

not be unkindly or cruelly treated; and, if it be found

necessary to punish him, that he be disciplined accord-

ing to law, and not otherwise. When a master disci-

plines a seaman, he acts as the representative of the

owner, and the owner is responsible for such acts of

the master, because the master can not act independent

of his office in disciplining any of his crew.

That the law, as above expressed, entered into and

became a part of the contract of shipping, appears from

the principle announced in the following-named cases:

Bronson vs. Kinzie, et al., i How., 319, 11 L. Ed., 146;
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Pritchard vs. Norton, io6 U. S., 124, 27 L. Ed., 104;

Barnitz vs. Beverly, 163 U. S., 128, 41 L. Ed., 100. If

further authorities be needed for the proposition, that

laws in force at the time and place of executing a con-

tract enter into and become a part of the contract, they

may be found in Rose's Notes (p. 266) to Bronson vs.

Kinzie, i How., p. 319.

We are not seeking here for exemplary or punitive

damages; but for application of the rule announced by

Judge Story in the Amiable Nancy, 3 Wheat., 546, 4

L. Ed., 456 (referred to by this Court in Packg. &
Nav. Co. vs. Fielding, 136 Fed., 579), in which case

Judge Story said that the owners, who neither directed,

countenanced nor participated in the slightest degree

in the wrongs complained of, were "bound to repair all

the real injuries and personal wrongs sustained by the

libelants."

"The principal is liable for the acts and negligence of

the agent in the course of his employment, although he

did not authorize or did not know of the acts com-
plained of." R. R. Co. vs. Manning, 82 U. S., 649, 21 L.

Ed., 220.

As Mr. Benedict says, the contract between the ship-

owner on the one hand and a passenger or member of

the crew on the other is "not for mere ship-room and

personal existence on board, but for reasonable food,

comforts, necessaries and kindness," and, "it would

seem, on principle, that if the action be brought on the

contract, as for not carrying a passenger safely and



without injury, or for not treating with proper kindness

a passenger or seaman, an assault or beating (or the

cruel treatment, whatever it may be) being the grava-

men of the breach, the suit may be in rem against the

vessel." Sec. 309, 3rd Ed.

The court below has recognized this rule as correct

and applied it in the case of Belyea, et al., vs. Cook,

162 Fed., pp. 182-183, where it says:

"In making him (one of the libelants) fast to a

stanchion, with his hands above his head, he (the mas-
ter) was guilty of unnecessary cruelty, for which he
and the ship are liable."

It is impossible to distinguish any difiference in prin-

ciple between the case just cited and the one at bar. If

it was cruelty and a breach of the contract of good

treatment to make Faber fast to a stanchion, with his

hands above his head, why was it not the same to make

Dean fast to a pole or stick, with his handcuffed wrists

fast below his knees, so that he could not move his hands

or legs?

The libelants in Belyea, et al., vs. Cook proceeded

both in rem and in personam, and the court provided

for the satisfaction of the decree out of the res as fol-

lows ( 162 Fed., 184) :

"In satisfying said judgment, resort will first be had

to the stipulation in said actions for the release of the

Bowhead, and, if not so satisfied, then execution will

issue against the defendant."
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It Wiis so satisfied, and there was no necessity of re-

sorting to execution against the defendant in the in per-

sonam libels.

In earliest times, the will of the master of a vessel

was practically the only law, and the manner in which

he could punish the members of his crew was largely

left to his discretion or his uncontrolled temper. Every

Act of our Congress upon this subject has been in the

direction of restricting the master's power, until now he

must discipline only as the law allows.

If there be any law that authorized this master to

discipline this libelant by punishing him in the way in

which he was punished, it will be an easy matter for the

claimant to point it out to this Court.

We challenge claimant to point out any such law.

Congress has seen fit to make a law entering into and

forming a part of the contract to be observed by the

owner. Can the owner, through his representative, the

master, violate that law and go free? Is there any surer

way to secure the observance of the law than for an

admiralty court to hold the owner responsible for its

violation by the master? If the owner will tell his

master the law must be observed, an end will be put

to its violation.

If the extent of the controlling force of this statute

need any illustration, such may be found in the case of

the South Portland, in Fed., 767, a libel in rem,

where seamen shipped for a voyage to Alaska and re-
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turn, and refused in an Alaskan port to go uu vvith the

voyage, on the ground that the vessel was unseaworthy.

The master, acting in good faith and under legal ad-

vice, caused the seamen to be arrested and imprisoned

on shore until the vessel was ready to proceed on her

voyage, when the seamen were forced to return to the

ship, and completed the voyage on her. Applying the

Act of Dec. 21, 1898, to the case as thus made, Judge

Hanford said, speaking of the change efifected by the

law (p. 768) :

"The justice or wisdom of the change is not a mat-
ter for judicial investigation. The duty of the Court
is plain,—to protect sailors, as well as others, in their

legal rights; and as the libelants in this case were sub-

jected to unlawful imprisonment at the instance of the

captain, they are entitled to recompense for that

wrong."

(B). The order to scrape the mast, as a disciplin-

ary punishment, was an unlawful order, and did not

have to be obeyed.

As we have said, it is admitted that the libelant was

ordered aloft to scrape the mast to punish him, not on

any claim or pretense that there was any need of scrap-

ing the mast while the vessel was fast in the ice of

Behring Sea. While it is, doubtless, better for a sea-

man at sea to obey orders, without questioning them,

and seek redress when he gets on shore; still if he is

foolish enough to run the risk of making for himself

a hell afloat during the remainder of his voyage, he,
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unquestionably, has the right to refuse to obey an un-

lawful order. No court, as yet, has ever gone to the

length of saying that on an American vessel a seaman

must do what he is told to do, no matter whether it be

unlawful or not. The law has always been, as stated by

Judge Ware

—

"By the common, as well as the marine law, the

master has authority over the mariners on board his

vessel, and they are bound to obey all his lawful com-
mands." Butler vs. McClellan, et al., Fed. Cas. No.

2,242, p. 907.

And this has been emphasized in the statute, which

gives to the master the power to punish only in case

of willful disobedience to any laavful command or con-

tinued willful neglect of duty at sea, and provides the

only means by which such conduct may be punished.

The libelant was, the first time, aloft about an hour

and a half. During that time the cold must have pene-

trated through and through him. As the court below

very truly said (p. 48) :

"I think most any man of ordinary sense would know
if that man was kept up on the mast scraping it, when
it was a few degrees below zero (freezing?), that he
would be cold up there."

We think any man of ordinary sense should go even

further in his knowledge—he should know that by that

time the man's fingers would be practically out of

commission, so far as scraping was concerned.
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Mate Baptiste, who was a witness certainly not pre-

disposed toward the libelant, testified as to the time the

libelant was aloft and the work he did there as fol-

lows:

(p. 3 1
) . He done in an hour there what he could do

in ten minutes. ... (p. 27). When he went up
first he scraped a little and then he stopped and sat

down for 20 minutes. There was only a little piece of

mast, a little bit of a piece the last time (p. 26) . There
was only a little bit left. ... (p. 27). I don't

think he was up there half an hour the second time.

So, according to the testimony of the mate, whose

testimony shows he would be the last person to over-

estimate the time, this young man was up aloft at least

an hour and twenty minutes the first time, and some-

thing less than half an hour the second time.

We say that any person of ordinary sense must know

that the man was about frozen; and we say, further,

that the libelant had a perfect right, in the circum-

stances, to refuse (if he did refuse) to continue scraping

the mast; for the reason that, even if he had been able

to continue scraping the mast, this disciplinary punish-

ment was unlawful. Further, we say: Neither the

master nor the owner can justify the unusual and cruel

punishment thereafter inflicted upon libelant, to dis-

cipline him, either for not continuing to scrape the

mast or for fighting.
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(C). The evidence shows beyond any possibility

of question: (a). That the weather aloft was not

moderate, but of unusual severity, the temperature

being considerably below freezing; (b), that libelant

suffered pain and distress, entitling him to substantial

damages, because of the treatment received by him.

We are aware that a finding of fact by the court be-

low in admiralty will not be disturbed, unless clearly

erroneous ; but we have searched the record diligently,

and we say unreservedly that there is no testimony en-

titled to any weight whatsoever to contradict the tes-

timony to the effect that it was severely cold aloft, and

no such testimony to establish the allegation of the an-

swer that (p. ii) the libelant was sent aloft during

moderate weather; but that there is the strongest sort

of testimony to the contrary. There is nothing in the

master's testimony bearing upon this, unless "while we

wTre sewing a new sail on, a jib on our deck" (p. 63),

may be taken as applicable. Baptiste was not before

the court, his deposition being taken; but what Bap-

tiste testified in regard hereto is clearly without any

probative effect, as appears by his own testimony. He
believed that the incidents occurred in June, not on the

I ith of April:

(p. 21). I think it was later than the nth day of

April. Yes, I think it was along in June sometimes,

(p. 34). I think that has happened later on than they
are claiming it to be.

Clearly, then, Baptiste was under the impression that
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it occurred on a rare day in June, when "it was pretty

hot" "and the sun was shining" (p. 30), when he was,

as he first says, able to sew sails on deck with his bare

hands while there were men aloft furling sail and tak-

ing in sail (p. 31) ; although, later, he says (p. 34) he

cannot tell whether the vessel was under sail or not that

day, but she was not frozen in the ice (p. 22) . He, also,

deposed that it was not often he put the temperature in

the logbook (p. 33).

How, then, is his testimony in regard to the weather

supported by the entries made by him in the logbook at

the time? As follows (see libelant's Exhibit No. i,

pp. 83-8.0 :

The events took place on April 11, while the vessel

was fast in the ice, where she had been for some time,

with gale and heavy snow storms, with the temperature,

entered almost every day by Baptiste, ranging from 2

degrees above zero to 17 degrees above zero. And,

above all, the i ith, instead of being a "pretty hot day"

with the "sun shining," was one marked in the log by

an entry characteristic of the weather and other con-

ditions on that day as follows: "snow squalls Ship fast

in the Ice."

The logbook is, of course, the best testimony on these

points.

If any persons were sewing sails on deck that day,

which certainly is not proved, they could easily have

protected themselves by the bulwarks, the chart house

or the smokestack, either or all (p. 54).
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The rest of the testimony on this point follows:

Dean. ... (p. 45). A. I should judge it

would be a couple of degrees below freezing—below
freezing, I know. Q. How do you know it was be-
low freezing? A. You could tell the effect on a man's
hands when he is working without mits. Q. What
was the position with reference to the crew being able
to go out? A. They could go out on the ice, and walk
around on the ice; the ice was thick enough to hold
them. There were not any cracks, it was not broken
up.

Evers. ... (p. 58). A. Close to zero; the

coldest weather we had during the whole trip. Q.
How was it about the men being able to get ofif the ship
or not? A. The men could go on the ice. The ice was
heavy enough to hold the men. They played games on
the ice during that time.

So we have no hesitation in saying that the finding

that the weather was moderate is clearly erroneous ; that

the testimony requires a finding that the weather was

severe.

Turning to the second half of proposition "(b)," it

must of necessity be said: There is no testimony at all

to justify the finding that the libelant did not suffer

substantial damages. The admitted facts show that he

did so suffer, as does, also, the testimony that is in no

way contradicted.

Should it require argument to establish the proposi-

tion that a man who is kept aloft for an hour and a

half in the Behring Sea, while the vessel is frozen in

the ice w^ith the temperature below freezing (to put
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it moderately), and then is brought down and trussed

up "frog fashion," with his handcuffed wrists below

his knees, with a pole or stick, as the master says (p.

y^), "tied to the side so that he could not shove the

feet out," and is kept in this position in the runway for

three-quarters of an hour to an hour, and is then re-

leased, again sent aloft and kept there about half an

hour—should it, we ask, require argument to show that

one who has been thus unlawfully punished continu-

ously for three hours or more has suffered more than

mere nominal damages?

Does not every one know, without argument, that

libelant's circulation would be interfered with to such

an extent that he would suffer pain and distress result-

ing in substantial damages?

Such, then, is the proposition upon the admitted

facts; yet, in addition to those, there is the testimony,

in no wise contradicted or gainsayed, of the libelant, as

follows (p. 48) :

Q. What was the effect on you of the treatment

that you received during that day? A. The treatment

caused the blood to stop circulating in my hands in the

first place; it seemed to swell the veins up above the

handcuffs and commenced to throb and pain. I got a

little dizzy on account of the circulation of the blood

being stopped, just a sharp pain running through my
arms and down in my hands. Up here was a sharp

pain (pointing). Q. Were there any after effects as

to soreness or anything of that kind? A. A couple

of days afterwards I fainted on the deck from the effect

that was left over. The captain saw me at the time.
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I had just been up aloft on the mast. I came down
and fell on the deck, and lay there a couple of minutes
powerless to get up. After that 1 was all right.

The libelant was unlawfully punished in cruel and

unusual ways, whereby he was necessarily caused pain

and distress. There was, therefore, a breach of the

contract of good treatment entitling him to substantial

damages.

We submit this Court should grant the prayer of the

libel and fix the amount of the award to be made to the

libelant. The sum asked for is a moderate one; but,

under the prayer for general relief, this court will, of

course, raise or lower the aniount to fit the circum-

stances of the case as made here.

Respectfully,

F. R. WALL,
Proctor for Libelant and Appellant.
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The judgment appealed from was rendered by a

judge who recently, in Belyea v. Cook, 162 Fed. 180,

decided that confinement of a seaman by the master

in unnecessarily cruel positions is a violation of the

personal rights of the seaman, for which the vessel

is liable in damages.

Appellant's case rests upon this ])rinciple.

The same principle of law was applied by the same

judge in the present case ; but he found that the facts

alleged in the answer and proved at the trial did not,



under this principle, entitle appellant to substantial

damages.

It appears, therefore, that appellant is here not

appealing from any question of law, but from find-

ings of fact.

.

Appellant relies upon Sections 4596 and 4597 of

the Revised Statutes.

Our contentions are

:

First, that Sections 4596 and 4597 do not apply to

whaling vessels.

Second, assuming them to apply to whaling ves-

sels, they do not include all offenses for which mas-

ters of vessels may punish recalcitrant seamen, nor

do they exclude lawful modes of punishment not

therein described.

I.

SECTIOXS 4596 AJfD 4597 DO NOT APPLY TO WHALOG VESSELS.

(A) They apply only to vessels required to keep

an official log.

The Act of Dec. 21, 1898, by its terms, (Sec. 26),

"shall apply to all vessels not herein specifically

exempted."

This means that its provisions shall apply to all

vessels not exempted by the specific sections of the

Act.



Now, Rev. St. Sec. 4597, being Sec. 20 of the Act,

provides that

''Upon the commissions of any of the offenses

enumerated in the preceding section an entry
thereof shall l^e made in tlte official log hook.^^
* * *

Hence this section can apply only to offenses com-

mitted on vessels which are required to keep an

"official log hook". Rev. St. Sec. 4290 defines that

class of vessels; it does not include whaling vessels.

Therefore Rev. St. Sec. 4597 does not apply to

whaling vessels. The preceding section (4596) must

fall with it; it defines offenses and provides punish-

ments for these offenses, if they occur in certain

places, viz., vessels required to keep an ''official log".

The history of these two sections shows that they

belong together: The Act of 1890 made both appli-

cable to vessels in the coasting trade; the Act of

1895 cut them both out ; by the Act of 1898 they were

re-enacted.

The second part of Section 26, Act of 1898, cannot

be construed to mean by implication that the sections

not therein enumerated, including 4596 and 4597, do

or shall apply to whaling vessels; for such a con-

struction would make numerous other sections, which

explicitly refer only to "merchant vessels", and

which provide for wages, and extra wages of seamen,

applicable to whaling vessels, whereas the crews of

the latter do not earn wages.



The true nieauing of Section 26 is that certain

specified sections of the Act of 1898 shall not apply

to fishing, or whaling vessels, or yachts, and that the

remaining sections (including 4596 and 4597) are

divided into two classes: first, sections which, by

their specific terms, exempt fishing or whaling ves-

sels or yachts from their operation, and, second, sec-

tions which, by their terms, are equally applicable to

merchant vessels and to fishing and whaling vessels

and yachts, the latter only being intended to be made

expressly applicable to all vessels. Sections 4596

and 4597 belong to that class of sections which, by

their terms, exempt fishing or whaling vessels or

yachts.

(B) These sections apply only to seamen en-

gaged on merchant sliips or ships engaged in trade.

Section 4596 shows this on its very face; it treats

of oifenses on vessels engaged in trade; it grades

these offenses with reference to the question, whether

they were committed in the domestic, or the foreign

trade.

Again, the Act of 1872, upon which all sub.sequent

statutes relating to seamen, including that of 1898,

are based, indicated in its title that it applies to

"shipping and discharging of seamen engaged
in merchant ships belonging to the United
States, and the further protection of seamen".

Whalers are fishermen, and not seamen:

The Cornelia M. Kingsland, 25 Fed. 856;

Tclles V. Lynde, 47 Fed. 916.



II.

ASSUMOG SECTIONS 4596 A>D 4597 TO BE APPLICABLE TO

WHALIXG VESSELS, THEY DO NOT PIKPOKT TO GIVE AN

EXHAUSTIVE ENUMEKATION OF ALL OFFENSES FOR

WHICH 3IASTEKS MAY PUNISH SEAMEN, NOR AN EXCLU-

SIVE DEFINITION OF THE MODES OF PUNISHMENT THAT

MAT BE LAWFULLY INFLICTED.

Section 4596, in general terms, provides that,

whenever a seaman commits this offense, he shall be

punishable in this way; and states the more usual

offenses.

It does not mention, for instance, quarrelsomeness,

or the use of foul or insulting language, or turbu-

lence, drunkenness, or neglect of duty; yet it is

evident that a master cannot maintain discipline, if

he is powerless to control such derelictions.

In all such cases the punishment which the master

may administer is not regulated by the statute, but

by the common law of the sea, and the only limitation

of the master's authority in that respect is that it

must be reasonable in itself and moderate in degree.

What is reasonable and moderate depends upon the

circumstances of each case; it is lawful, if propor-

tionate to the nature of the offense and the exigency

of the occasion.

In the case at bar, the offense was not simply

^'wilful disobedience", as provided in subdivision

''Fourth" of Sec. 4596; it involved not only contin-

ued wilful disobedience of the master's orders, but

also assaults upon and maltreatment of other mem-

bers of the crew.



JoAQUix Saxxa^ steward, libelant's own witness,

states

:

''Why they put him down, he had trouble with
another man. He was a man who was always
having trouble with the other fellows * * *

was fighting the other fellows." (Apostles, p.

21.)

Joseph Baptiste^ mate, libelant's own witness,

states

:

"This Ed. Dean, we had a complaint, three

or four, from a man forward, that he has been
fighting, Itnocking about. He can use himself
and the other fellows can't. A young fellow

named Tompkins comes aft one day bleeding

bad and he complained to the captam that he
had been abusecl by this man Dean. * * *

The same day three fellows came bleeding (com-
plaining?) and told the captain that if he didn't

stop that fellow doing that in the forecastle, that

they would kill him.^^ (Apostles, pp. 22, 23.)

"This man complained of him to me, told me,
'You can't let him go on with it. If you do, the

first thing f/z^^r^* ivUl he niunlerhere,^^ (Apostles,

p. 32.)

Captaix Foley testifies:

"We had a great deal of trouble with this

young man from the time that we left 'Frisco.
* * * On three previous occasions three of the

crew came up and complained of his, what they
call, slugging them. He is a pretty good v%^restler

and any one he thought he would take a chance
with he ran up behind them and gave it to them,
and would do them up while they were dazed.
* * * This day * * * a young man by
the name of Hopkins ran aft bleeding: his face

was all cut up. * * * I says, 'In the name of



God, what is the matter?' He says, 'Dean has
used me up. '

^ * * i gent for Dean * * *

and questioned him about it. He commenced to

talk in a rough kind of way, 'I will do anything
I like'. '^' * "^ While I was talking to him,
three members of the crew rushed aft and asked
the mate if I intended to punish that man or let

him go. I said, 'What are they talking about?'
He said, they would kill him or do him up if I

let him go." (Apostles, pp. 62-64.)

"He disobeyed my orders not to injure the
crew, and as they threatened to kill him I
thought I had better punish him to satisfy my-
self and protect him." (Apostles, p. 70.)

The evidence shows that, on account of this bully's

persistent slugging, the crew, in self defense, had

threatened him with violence, and that some visible

demonstration on the part of the captain was neces-

sary, for the protection of his own safety and life,

to show to the crew that the ruffian was not running

the forecastle.

The means used by the master ^^-ere proportioned

to the exigencies of the occasion. The original punish-

ment, viz., scraping the mast, was certainly a milder

punishment than the punishment wliich, as admitted

by appellant, would have been proper, viz., placing

him in irons. Besides, the latter punishment, in

this case, was not calculated to satisfy the crew,

while the milder punishment iras calculated to sat-

isfy them that the fighting bull}^ could be restrained.

He put his coat and mittens on before he went aloft.

The evidence is that the weather, during that time of
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the day, was mild; that the crew was then sewing

sails ou the deck with bare hands (p. 29). The evi-

dence also shows that libelant obstinately refused to

obey the orders to scrape. He testifies himself : "I
" quit because I was )wi used to scraping. My
*

' hands got numb " (p. 46) . "He went aloft and sat

'' on the royal yards, but did veiy little scraping of

'' the mast. * * * jJq sat there for twenty min-
" utes vdthout doing any work" (p. 23). "He says

" he would not scrub; he would rather go in irons"

(p. 29). "Q. Did he tell you that he could not scrub

" because his hands were numb, were cold? A. No,

" sir, he said he would rather go in irons before he
^' would scrape." (Mate, p. 29).

He v^'as then called down and taken before the

master.

"I said, 'Are you going to scrape this mast?'

He said 'No'. I said 'You refuse duty?' He
said 'Yes'. I said 'You know \vhat will become
of you if you refuse duty?' He says, 'I will go
in irons first'. I said, 'You prefer to go in

irons?' He said, 'Yes and I will stay there'. I
said, 'Dean, I cannot afford to keep you in the
ship and keep you in irons the rest of the
voyage; you had better go up and scrape the
mast'. He said, 'I will see it out'." (Capt.
Foley, p. 64.)

Thereupon, as the evidence shows and the Court

found, a small stick was placed under libelant's

knees in such a manner as not to produce any suffer-

ing imless the libelant's position should continue

for a long period of time; and libelant was informed



that lie would be released tlie moment lie would de-

clare himself read}^ to obey orders and submit to the

master's reasonable discipline.

''I says, 'If you want to come out in five min-
utes it is up to you; just as soon as you wdll

promise you will not slug those insignificant fel-

lows, sing out and you shall be released" (p. 65).

And the mate testified:

'

' I told him, I says :
'You bring this on your-

self. You can just as well be a man as to be a

monkey.' I says: 'When you get tired of this

sing out and you shall be loose and be a man and
go on and do your duty. That is all we want of

you.' He was not abused and was not struck

and was not called out of names." (p. 24.)

As soon as he called out that he wished to be re-

leased, he V\'as released. If he stayed in the position

which finally broke his insolent, blustering, bravado

spirit, for forty-five minutes, it was due to his own

choice. Had he chosen to be there for thirty min-

utes, or for ten minutes, or for one minute, his wish

would have been gratified. If the position, at any

particular moment, after being first uncomfortable,

became painful, the pain was caused by his own

doing. The length of endurance of the pain, if any

there was, was regulated by his own free will. The

moment he chose to end it, and to do his duty, the

irons were taken from him. Had he received the

punishment which he preferred, it would have been

no jjunishment at all, and no demonstration to his

injured crew mates that the man's insolence could be
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ooutrolled by autliorit3\ The puuishnient was, there-

fore, commeusurate with the emergency. lu itself

it was uot crueh He had been treated with imifonn

kindness and had been pardoned for freqnent mis-

deeds. The evidence shows that he was a hardened

incorrigible.

There is not the remotest analogy between the

facts of this case and those of Belijea v. Cook, 162

Fed. 182, cited in libelant's brief, (p. 9). In the

latter case the facts certainly show unnecessary cru-

elty: in the case at bar they sliow misguided kindness

wasted on a brutal savage whose punishment—so far

as any suffering by reason of his confinement in the

runwav was concerned—was self-inflicted.

THE ORDER TO SCRAPE THE MAST WAS NOT O LAWFUL, A\D

APPELLAXT WAS >0T JUSTIFIED I> DISOBEYING IT.

Libelant's claim that the order was unlawful in-

volves the same contention made by him throughout

his argument as the l:)asis of his demand for money

damages, viz.. the contention that, assuming libel-

ant's whole offense to have consisted of no more than

wilful disobedience, it can be punished o)ilij by

placing him in irons, or placing him in irons

on bread and water; that any punishment less

severe would be unlawful. The statute, coun-

sel says on page 12 of his brief, "provides the

" only means by which such conduct may be pun-

" ished". According to this contention, if the mas-
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ter, beguiled by a liuniane instinct, judges a milder

pimishment than the law allows to be more conmien-

svirate with the exigencies of the case, the seaman

will be benefited, not only by this kindness, but will,

at the same time, be able to improve the occasion by

earning the ovaier's money at a fabulous rate per

minute. A statement of this extravagant theory is

sufficient to refute it.

THE COURT'S FIXDI>'G OF FACT THAT THE WEATHER ALOFT

WAS MODERATE, AND THAT LIBELANT DID NOT SUFFER

PHYSICAL OR 3IENTAL PAIN, IS CONCLUSIVE.

"If there be any evidence to support the find-

ings, they should not be disturbed."

The Liiihi'ig Tlolhcrg, 157 U. S. 71.

This Court said in the case of The Captain V/eher,

89 Fed. 957

:

"The decision of the District Court, who has
had the opportunity of seeing the witnesses,

hearing them testify, and judging of their cred-
ibility, will not be reversed, unless clearly

against the weight of evidence."

In this case there were four witnesses for libelant,

and one for respondent. The respondent's witness,

the master of the vessel, and two of libelant's ^Y\t-

nesses, among whom was libelant himself, gave their

testimony in open court, and two of libelant's wit-

nesses, the mate and steward of the vessel, by depo-

sition before the commiissioner. The captain and

libelant's witness, the mate, testified that the
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weather, at the time when libelant was sent aloft, was

moderate. They were sewing sails on deck (Foley,

163 ; Baptiste, 29) . The mistake of the mate, dwelt

upon in libelant's brief (pp. 14, 15), who thought

that the occurrence happened in June instead of

April 11, was probably due to the very fact that it

was a warm day, a "June day". Apart from the

testimony of appellant himself and of Evers, there-

fore, appellant's own evidence is clear on this point.

As to the evidence of libelant and Evers, the Court

was justified in rejecting it in this and every other

particular. The Court below saw and heard them

and that w^as presumably in itself sufficient to reject

their testimony in every particular. We believe that

this Court, without seeing and hearing them, will

find plentiful symptoms of incredibility in their

evidence as it appears in the record. The two sus-

picious characters were going as brothers on board

the ship. The mate speaks of this "fellow that we

called his brother" (p. 41). "Ben something, I

don't know what his name was. Bernard Evers"

(p-42).

The method of these brothers, in dealing with

shipmates, is described b}^ the master as follows:

"Then this man Dean ran up and slugged
him, and some of them tried to object to it and
tried to retaliate, and his brother would trip him
or grab his arm when they saw the other man
was getting the best of him, to give the brother

the opportunity of doing this man up." (p. 67).
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This "brother", when on the stand, was asked:

^'Q. Did you ever tell anybody on board of
the ship that Dean was your brother? A. Does
that apply to the case? The Court. Answer
the question. A. Yes, sir, I did. I told the
captain lie was my brother. Q. Did you tell an
untruth when you told the captain, or not?
A. When I told the captain? We wanted to

go aboard together and the man who shipped us
told me to say we were brothers. * * *"

Evers relates the beginning of the trouble on April

11th, as follows

:

"The mate came down for Dean. He came
down in the forecastle and grabbed him in a
very rough manner; shook him and dragged him
out of the forecastle by force; he did not ask him
what occurred; but took it for granted that

Dean vras entirely at fault. * * * They dragged
him up the forecastle companion-way onto the

deck. I followed him up and saw him. He
brought him diovra into the waist of the ship,

threw him against the huhrarks and started to

talk to him about the fight." (p. 57.)

If any of these acts of violence were true, it is

certain that "brother" libelant would not have over-

looked the chance to exchange this breach of con-

tract of good treatment, civil and maritime, for the

gold coin of the owners of this vessel. Libelant's

silence upon this phase of the evidence of the brother

witness proves its untruth.

Certain it is that the evidence in this case, even as

it appenrs in print, shows that these two "brothers"

were troublesome characters, habitual bullies and



14

hardened swaggerers to whom it appeared a tame

affair to "hit once and give him a bloody nose"

(p. 46), and who considered it as a grievance that

libelant was punished at all, although the brother

*'had probably three or four fights myself. There

was nothing ever said about it" (p. 59). The evi-

dence which does not appear in print—the appear-

ance of these men before the Judge who saw and

heard them testify—is not before this Court, but has

conclusive weight under the decision above cited.

Regarding the question of suffering damages, libe-

lant's argument is that "there is no testimony at all

to justif}^ the finding that the libelant did not suffer

substantial damages". The easy answer is: There

is no testimony at all to justify any finding that the

libelant did suffer substantial damages. Counsel

seems to fo]'get that the burden of proof in that re-

gard is upon libelant, and that without an affirmative

finding of such suffering he cannot recover. If the

Court below, for good and sufficient reason, totally

rejected the testimony of the libelant, there is no

evidence left whereby this Court could find the fact

that he suffered at all; no doubt his appearance on

the stand was an aid in determining this question of

fact. Besides, w^e have shown sufficiently that, if

he did suffer, it was not necessary for him to do so

;

that neither the officers nor the OAvners required or

caused him to suffer; that the officers placed it in

his own power to avoid any suffering by promising

to do his duty; but that he voluntarily ''kept" him-
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self in tlie runway, in defiance of authority and in

violation of his duty as a seaman; that, if there was

any suffering, it was self-inflicted.

In a condensed form the true story of the facts

in this case is:

1. Frequent wanton attacks by appellant upon

shipmates (Sanna, p. 21; Baptiste, pp. 22-23, 32;

Foley, pp. 62-63).

2. Threats of shipmates to punish him violently,

miless the master controlled him (Baptiste, p. 32;

Foley, pp. 63, 64).

3. Necessit}^ of punishment for the protection of

his sliipmates, and for his own protection.

4. Punishment of scraping the mast lighter than

the punishment for disobedience allowed by law;

also better adapted to demonstrate to his shipmates

the niaster's determination to protect them.

5. Appellant's gross and insolent insubordination

in refusing to accept the milder punishment, and

announcement of his determination to spend the rest

of the cruise in irons.

6. Consequent necessit}^ for other measures to

enforce discipline.

7. Appellant's confinement and position in the

runway was voluntary and self-inflicted, and a fur-

ther defiance of authoritv.
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This ease is not one where the heartless shi]30wner

refuses justice to the unsophisticated ward of the

admiralty, but rather one where an exceedingly un-

desirable character is attempting to make capital

out of his own viciousness.

Respectfully submitted,

AxDROs & Hexgstler,

Proctors for Appellee.
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